
CREIGHTON LAW REVIEW

FEDERAL RULE OF CIVIL
PROCEDURE 23

CLASS ACTIONS IN PATENT
INFRINGEMENT LITIGATION

In several recent cases, patentees have attempted to utilize class
actions under Federal Rule of Civil Procedure 23 (Rule 23) to enforce
their patents. The federal district courts have split on whether
such claims are maintainable., This comment will first explore the
reasons why patentees seek to use class actions, followed by an
analysis of the issues involved in the use of Rule 23.2

WHY PATENTEES DESIRE CLASS ACTIONS

When a patent is being infringed by numerous parties, the patent
holder has two courses of action. He may sue each infringer indi-
vidually, or sue the group in a class action.

Before 1970, a patentee (i.e., patent holder) whose patent was
held unenforceable against an individual defendant could reliti-
gate this issue against other alleged infringers.3 These later defend-
ants could not assert that a prior judgment estopped the pantentee.4

1. Cases allowing class actions in patent infringement litigation include: Dale
Electronics, Inc. v. R.C.L. Electronics, Inc., 53 F.R.D. 531, 172 U.S.P.Q. 351
(D.N.H. 1971), order rescinded on other grounds. 178 U.S.P.Q. 525 (D.N.H. 1973)
[hereinafter cited as Dale]; Research Corp. v. Pfister Associated Growers, Inc., 301
F. Supp. 497. 162 U.S.P.Q. 432 (N.D. 111. 1969) [hereinafter cited as Research];
Technograph Printed Circuits. Ltd. v. Methode Electronics, 285 F. Supp. 714, 157
U.S.P.Q. 313 (N.D. Ill. 1968) [hereinafter cited as Technograph]. See also Bourns,
Inc. v. Allen-Bradley Co., 173 U.S.P.Q. 567 (N.D. Ill. 1971), dismissed on other
grounds, 348 F. Supp. 554 (N.D. 111. 1972) [hereinafter cited as Bourns].

Cases not allowing class actions include: Sperberg v. Firestone Tire & Rubber
Co., 178 U.S.P.Q. 566 (N.D. Ohio 1973) [hereinafter cited as Sperberg]; Tracor, Inc.
v. Hewlett-Packard Co., 176 U.S.P.Q. 505 (N.D. I11. 1973) rhereinafter cited as Tracor];
In re Yarn Processing Patent Litigation, 56 F.R.D. 648, 175 U.S.P.Q. 645 (S.D. Fla.
1972) [hereinafter cited as Yarn[; Marston v. L.E. Gant, Ltd., 56 F.R.D. 60, 175
U.S.P.Q. 415 (E.D. Va. 1972) [hereinafter cited as Marston]; Technitrol, Inc. v. Con-
trol Data Corp., 164 U.S.P.Q. 552 (D. Md. 1970) rhereinafter cited as Technitrol].

Other cases touching on the issue include: Marston v. L.E. Gant, Ltd., 351 F.
Supp. 1122 (E.D. Va. 1972), in which a state long-arm statute was held not to confer
personal jurisdiction over an alien corporation as a defendant in a patent class action;
Research Corp. v. Asgrow Seed, 425 F.2d 1059 (7th Cir. 1970), in which unnamed
class members were held bound by a pretrial settlement of a patent class action.

2. Rule 23 provides in pertinent part:
(a) Prerequisites to a Class Action. One or more members

of a class may sue or be sued as representative parties on behalf
of all only if (1) the class is so numerous that joinder of all
members is impracticable, (2) there are questions of law or
fact common to the class, (3) the claims or defenses of the repre-
sentative parties are typical of the claims or defenses of the
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class, and (4) the representative parties will fairly and ade-
quately protect the interests of the class.

(b) Class Actions Maintainable. An action may be maintained
as a class action if the prerequisites of subdivision (a) are
satisfied, and in addition:

(1) the prosecution of separate actions by or against individual
members of the class would create a risk of

(A) inconsistent or varying adjudications with respect to
individual members of the class which would establish incom-
patible standards of conduct for the party opposing the class, or

(B) adjudications with respect to individual members of the
class which would as a practical matter be dispositive of the in-
terests of the other members not parties to the adjudications or
substantially impair or impede their ability to protect their inter-
ests ; or

(2) the party opposing the class has acted or refused to act
on grounds generally applicable to the class, thereby making ap-
propriate final injunctive relief or corresponding declaratory re-
lief with respect to the class as a whole; or

(3) the court finds that the questions of law or fact common
to the members of the class predominate over any questions af-
fecting only individual members, and that a class action is superior
to other available methods for the fair and efficient adjudication
of the controversy. The matters pertinent to the findings include:
(A) the interest of members of the class in individually controlling
the prosecution or defense of separate actions; (B) the extent and
nature of any litigation concerning the controversy already com-
menced by or against members of the class; (C) the desirability
or undesirability of concentrating the litigation of the claims in
the particular forum; (D) the difficulties likely to be encountered
in the management of a class action.

(c) (1) As soon as practicable after the commencement of an
action brought as a class action, the court shall determine by order
whether it is to be so maintained. An order under this subdivision
may be conditional, and may be altered or amended before the
decision on the merits.

(3) The judgment in an action maintained as a class action un-
der subdivision (b) (1) or (b) (2), whether or not favorable to
the class, shall include and describe those whom the court finds to
be members of the class. The judgment in an action maintained
as a class action under subdivision (b) (3), whether or not favor-
able to the class, shall include and specify or describe those to
whom the notice provided in subdivision (c) (2) was directed,
and who have not requested exclusion, and whom the court
finds to be members of the class.

3. Triplett v. Lowell, 297 U.S. 638, 642 (1936)
Neither reason nor authority supports the contention that an ad-
judication adverse to any or all of the claims of a patent pre-
cludes another suit upon the same claims against a different de-
fendant.

4. Id.:
While the earlier decision [of invalidity] may by comity be given
great weight in a later litigation and thus persuade the court to
render a like decree, it is not res adjudicata and may not be
pleaded as a defense.
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Under these circumstances, a patentee would avoid class actions, as
they presented the only possibility of an all-inclusive declaration of
patent invalidity.

The holding of the United States Supreme Court in Blonder-
Tongue Laboratories, Inc. v. University of Illinois Foundation" forced
patentees to reconsider the advisability of individual suits. The
Court declared that a patentee could be collaterally estopped by a
prior finding of patent invalidity. However, a prior judgment of
validity was not given any collateral estoppel effect.'

Logically, individual suits can only hurt the patent holder. If he
prevails in such an action, the judgment binds that defendant only.
Should the defendant win, the patentee may be estopped from as-
serting his patent against other parties. A patentee, unlike before,
would prefer one class suit,7 the outcome of which binds the whole
infringing group.8 The fact that his patent might be declared invalid
as to the class is no greater risk than the patentee faces in an indi-
vidual suit.

Another incentive for the use of Rule 23 is the fact that patent
infringement cases take an inordinate amount of trial time, a mul-
titude of technical experts, and considerable expense.' These
factors produce an economic situation which encourages the use
of a single class suit.-

An additional factor encouraging class actions is the patent venue

5. -102 U.S. 313 11971 1.

6. Id. at 350.

7. Between 1953 and 1963, the Second and Third Circuits found only about 25%
of tile patent tsl ,, adjudicated to Ile valid. In the same time span. the Tenth and
Fifth Circuit, found 601,4 of tILe patents they adjudicated as valid. R. DEARBORN &
R. BOAL, THE FE NCYCLO'EDLIA F PMATENT PRLACLLCE AND INVENTrION MANAGEMENT 23
(1964). In a more recent study. only 21.8% of tIL palents litigated (hiring the period
from February 1966 to Septell her 1970 were held valid. C. KAYTON, TIlE CRISIS OF
LA1W IN PIVENiS 43 L1970). The probalbility of two successive occurrences of a par-
ticular resu lit (e.g., patent validity) is equal to the producLt of the probalbilities of
tile result in each event. The probalility of a finding of patent validity in any one
Suit is .3 (i.e., 30/r). For two successive suits the probability of two successive find-
ings of patent validity is .3 x .3 = .09 which is equivalent to 9 1/. Another familiar
examlple of this statistical princile is found in flipping a coin. For each flip there
is a probalLility of .5 that the coin will be "heads." The probability of two successive
"heads" is .5 x .5 = .25 (i.e., 25% ). For three events the same procedure is used.
Thus three "bheads" will occur .5 x .5 x .5 = .125 (i.e., 12.5%) and three findings of
patent validity will occur .3 x .3 x. 3 .027 (i.e., 2.7%,). Thus the "tring of
victories" that is reqtired to keel a patent valid is statistically quite difficult to
maintain. See generlly'F Bllonder.Tongue Labs., Inc. v. University of Ill. Foud'n., 402
U.S. 313 (1971) I'hereinafter cited as Blonder.Tongue I.

8. Role 23(c)(31 details the binding effect of a judgment upon class members.
9. Blonder.Tongue at 337 n.31, provides the statistics relating to duration of trial.

10. Dale, supra note 1. at 536-37, 172 U.S.P.Q. at 354.
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statute,- which normally protects infringers by severely restricting
the patentee's choice of forum. However, federal district courts
which have allowed class infringement suits hold that venue applies
only to the representative defendants, not absent class members.-2
Thus by use of a class action, a patentee may secure a declaration of
his patent's validity against members of a group without having to
satisfy the requirements of venue as to each member of that group.

In sum, three reasons emerge which make class actions advan-
tageous to patent holders. First, only by suit against the whole in-
fringing group can the patent holder avoid the one-sided collateral
estoppel effect which occurs in individual suits. Second. one class
action is often less expensive than numerous individual suits. Third,
a patentee does not have to satisfy venue requirements as to the
entire class if he is able to proceed under Rule 23. 3

The balance of this comment will explore the hurdles a patentee
must clear in an attempt to utilize this procedural tool.

VENUE QUESTIONS

Most class actions involve plaintiff classes capable of waiving any
objections as to venue requirements.- Such waiver by a defendant
class in a Rule 23 infringement suit is unlikely. It is also improbable
that venue would ever be proper as to all defendant class mem-
bers.' 5 To overcome this hurdle, several patent class action cases"
have limited the application of the patent venue statute- to the
representatives, not to all the class members.

11. 28 U.S.C. § 1400(b) (1970):
Any civil action for patent infringement may be brought in

the judicial district where the defendant resides. or where the de-
fendant has committed acts of infringement and has a regular and
established place of business.

The restrictive nature of this statute is apparent in light of the fact that § 1400(b)
is the exclusive venue statute in patent cases (except for 28 U.S.C. § 1391(d) (1970)
relating to aliens). The expansive definition of a corporation's "residence" in 28
U.S.C. § 1391(c) (1970) does not apply to the term "resides" as used in § 1400(b).
See generally Brunette Machine Works, Ltd. v. Kockum Indus., Inc., 406 U.S. 706
(1972) . Fourco Glass Co. v. Transmirra Prods. Corp.. 353 U.S. 222 (1957) : Stonite
Co. v. Melvin Lloyd Co., 315 U.S. 561 (1942).

12. Technograph, supra note 1, at 725, 157 U.S.P.Q. at 321; Research, supra note
1, at 501, 162 U.S.P.Q. at 435; Dale, silpra note 1, at 538, 172 U.S.P.Q. it 355;
Bourns, supra note 1, at 569.

13. At a mininmumn, venue must be satisfied with respect to the parties who are
sued as representatives of the class. So,' cases have viewed the 28 U.S.C. § 1400(b)
(1970) venue requirement as so strict as to preclude the use of the class action
device unless all menbers of the class satisfy the provisions of § 1400(b). See text
accompanying notes 26-29 infra.

14. FEn. R. Civ. P. 12(h) (1) permits either party to waive the defense of in)-
proper venue. As pointed out earlier, the patent venue statute protects defendants,
so it is unlikely that all of the defendants would voluntarily relinquish this protection.

15. Research, supra note 1, at 501, 162 U.S.P.Q. at '135.
16. Technograph, snpra note 1, at 725, 157 U.S.P.Q. at 321; Research, supra note

1, at 501, 162 U.S.P.Q. at 435; Dale. supra note 1, at 538, 172 U.S.P.Q. at 355.
17. 28 U.S.C. § 1400(b) (1970).
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Two arguments have been made to justify this result. One theory
reasons that extension of any venue statute to non-representative
parties would effectively preclude all defendant class actions,18 a
result inconsistent with Rule 23's explicit allowance of defendant
class actions.19 Moreover, suit against a class of defendants is his-
torically established.2o Although there are few analogous cases in
which a potential venue problem existed with respect to a defendant
class, a discernible trend in antitrust' and labor22 cases favors ap-
plying venue solely to the representative parties.

The second theory by which courts have sustained the class ac-
tion, in spite of allegedly improper venue with regard to absent
class members, proceeds upon this basis: a typical infringement
suit presents issues regarding proof of patent validity, infringement,
and damages. But infringement and damages exceed the ambit of a
class action.2 The only issue resolved for or against absent class

18. Research, supra note 1, at 501, 162 U.S.P.Q. at 435; Dale, supra note 1, at
538, 172 U.S.P.Q. at 355. As stated by the Research court:

[To require that the non-representative class member must satis-
fy a venue statute] would eliminate the use of the class action
route in all cases where a defendant class is appropriate. The
defendants further suggest that only in patent cases (or other
cases with special venue statutes) should venue be satisfied. How.
ever, this overlooks the general wording in [FED. R. CIr. P.] Rule
82 that "venue" shall not be extended or limited. It does not
say that only special venue statutes cannot be extended or limited.
If the defendants are correct in their argument, then venue will
have to be satisfied in all defendant class actions, thus defeat-
ing the effectivness of the class action device. This court cannot
find a justification for so doing.

Research, supra note 1, at 501, 162 U.S.P.Q. at 435.
This quotation is considered to be a definitive statement of the law. 7 C. WRIGHT

& A. MILLER, FEDERAL PRACTICE AND PROCEDURE § 1757, at 568 (1972) [hereinafter
cited as WRIGHT & MILLER].

19. Rule 23 begins with the statement:
(a) Prerequisites to Class Action. One or more members of

a class may sue or be sued as representative parties on behalf of
all . . . . (Emphasis added).

20. In the early case of Cockburn v. Thompson, 33 Eng. Rep. 1005 (Ch. 1809), a
defendant class was recognized. More recent nonpatent cases include: Guy v. Abdulla,
57 F.R.D. 14 (N.D. Ohio 1972), where a trustee in bankruptcy sued a class of
creditors who had received voidable preferences.

21. Kaeppler v. James H. Matthews & Co., 180 F. Supp. 691 (E.D. Pa. 1960).
22. Carolina Cas. Ins. Co. v. Teamsters Local 612, 136 F. Supp. 941 (N.D. Ala.

1956). By analogy, diversity jurisdiction is determined solely with regard to the citizen-
ship. of the representatives. Supreme Tribe of Ben-Hur v. Cauble, 255 U.S. 356 (1921).

23. In Dale, supra note 1, at 538, 172 U.S.P.Q. at 355, the court stated:
If a strict interpretation of the venue statute is invoked, when it
is to be noted that the [patent venue.I statute speaks only to an
action for patent infringement. The class action here will not de-
termine infringement, only validity.

In Technograph, supra note 1, at 725, 157 U.S.P.Q. at 321, the court ordered:
[Tlhat to avoid alleged venue problems, if any, these consoli-
dated actions be maintained prinarily on the common questions
of invalidity, misuse and fraud on the United States Patent Office,
arising on the counterclaims for declaratory judgment, and sec-
ondarily and simultaneously on the common questions arising on
the complaints and answers ....

Neither the primary nor secondary common que.tions relate to infringement.
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members is the patent's enforceability.24 Therefore, the class action
is not a complete infringement suit, and does not have to satisfy the
patent infringement venue statute. Conceptually, suit against a group
of infringers can be viewed as two parallel actions. The representa-
tive (participating) class members are sued for infringement, with
questions of individual infringement and damages to be decided.25
The patent venue statute is operative as to these representatives.
This infringement suit is combined with a class suit to determine the
validity of the patent. Here the venue statute does not apply.

Some courts have refused to apply either of these theories,26
holding that all class members must satisfy the patent venue stat-
ute. Since this is a virtual impossibility, they have dismissed the class
action, emphasizing the fact that the patent venue provision was
enacted to protect the alleged infringer from litigation in an incon-
venient forum which would tend to stifle competition.27 In addition,
they regard Federal Rule of Civil Procedure 8228 as forbidding the
construction of Rule 23 in any manner that would exceed or limit

24. Technograph, supra note 1, at 725, 157 U.S.P.Q. at 321; Dale, supra note 1,
at 538, 172 U.S.P.Q. at 353.

25. As against these representatives, validity and enforceability of the patent
are in issue and in addition the device is examined to determine if its elements are
identical to those claimed in the patent in suit. 28 U.S.C. § 1400(b) (1970) would
apply to these representative parties since they are being sued for "infringement."
In addition, the fact that the representatives are being sued for infringement gives
the district court jurisdiction under 28 U.S.C. § 1338(a) (1970). This jurisdictional
statute provides that

[tihe District courts shall have original jurisdiction of any civil
action arising under any Act of Congress relating to patents, plant
variety protection, copyrights and trademarks.

This statute is strictly applied to cases involving infringement, and does not confer
jurisdiction to a quasi-infringement suit such as a patentee seeking declaration of
patent validity where there is no allegation of infringement. 35 U.S.C. § 281 (1970),
which states that "[a] patentee shall have remedy by civil action for infringement."
strongly implies that if "infringement" is not alleged, then the case does not "arise
under" this federal statute. Ashcroft v. Railroad Co., 97 U.S. 189 (1877); Moss v.
McConway-Torley Co., 144 F. 128 (C.C.W.D. Pa. 1906) ; American Diamond Rock
Boring Co. v. Ruthland Marble Co., 2 F. 355 (C.C.D. Vt. 1880).

26. Technitrol, supra note 1, at 552, is illustrative:
[I deny the use of a class action] because I entertain serious
doubts that the Federal Rule of Civil Procedure No. 23, if other-
wise applicable, was intended to cross out the specific venue
provisions of 28 U.S.C. § 1400(b) [among other reasons].

See also Tracor, supra note 1, at 507, where this view is thoroughly discussed.
27. American Chem. Paint Co. v. Dow Chem. Co., 161 F.2d 956, 959 (6th Cir.

1947); Up-Right, Inc. v. Aluminum Safety Prods., Inc., 165 F. Supp. 742, 744 (D.
Minn. 1958).

28. FED. R. Civ. P. 82 states in part:
These rules shall not be construed to extend or limit the juris-
diction of the United States district courts or the venue of actions
therein.

See generally Sperry Prods., Inc. v. Association of Am. R.Rs., 132 F.2d 408 (2d Cir.
1942); Comment, Class Actions in Suits for Patent Infringement in Light of Blonder-
Tongue Laboratories, Inc. v. University of Illinois Foundation, 13 B.C. IND. & COMM.
L Rev. 1473, 1500 (1972).
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venue, therefore concluding that venue must be satisfied by all
class members.29

In sum, the patent venue statute effectively precludes a patentee's
class action if read to extend to all class members. Some courts have
applied the venue statute only to the representative parties, and the
two above-mentioned theories logically support such restriction. The
application of one of these theories is essential to the patentee.

PREREQUISITES AS TO THE CLASS ACTION PARTIES

As stated, the patentee faces a controlling venue question before
the substance of Rule 23 is scrutinized by the court. Assuming venue
is proper, there are necessary conditions concerning the class mem-
hers which must be satisfied.3o These prerequisites relating to
parties are dictated by Rule 23(a). 3' Judicial inquiry will focus upon
the number of class members, the existence of questions common
to the class, and the desired qualifications of the representative de-
fendants. The iratentee's hope that he may press his claim by means
of a class action hinges on the court's analysis of each of these issues.

Q) How CLASS DEFINITION I:3.i.VrES TO RtI.E 23 REQUIREMENTS AS TO
CI.tss SIZE

One of the most troublesome questions presented by patent in-
fringement class actions is an adequate definition of the class itself.
The requirement of class definition stems from the fact that the trial
judge must know the make-up of the class before he can ascertain
whether the prerequisites of Rule 23 are satisfied.-2 For example,
the judge must have a definition of the class in order to determine
if joinder is impracticable, pursuant to Rule 23(a) (1).33

The patent infringement statute3 ' states that anyone who makes,

29. Tec/n itrol, supra note 1, at 552.
30. The advisory committee notes to Rule 23 state:

Subdivision (a) states the prerequisites for maintaining any
class action in terms of the numerousness of the class making
joindcr (f the members impractical, the existence of questions
comnmon to the class, and the desired qualifications of the repre-
sentative parties .... These are necessary but not sufficient con-
ditions for a class action.

39 F.R.D. 69, 100 1966).
31. Rule 23(a) is set out at note 2 supra.
32. 7 WRuGT & MIL.E § 1760, at 579.
33. Tracor. supro note 1. at 508.
34. 35 U.S.C. § 271 (1970) states in pertinent part:

(a) Except as otherwise provide(] in this title, whoever without
authority makes, uses or sells any patented invention ... infringes
the patert.

(b1 Whoever actively induces infringement of a patent shall
be liabhe as an infringer.

(cl Whoever sells a component of a patented machine .. .con-
stituting a material part of the invention, knowing the same to
le especially made . . . for use in an infringement of such patent
. ..shall be liable as a conlributorv infringer.

(Vol. 7
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uses or sells the patented invention is liable as an infringer. Also,
anyone who "actively induces infringement" or sells a "material
part of the invention" is liable.3" Although it would seem that all
these parties would logically be included in the defendant class,
since the issues of patent validity and enforceability apply to all of
them, the cases have usually limited the class to those who have
manufactured the patented article (excluding users, sellers, etc.). 3

6

This restriction on the class has been explained by noting competing
business interests between the parties which preclude class unity.-'
This narrow class definition is logically flawed since these parties
are often joined in non-class action patent cases,3

1 and the business
interest of the parties is primarily served by invalidation of the
patent. Perhaps the most persuasive argument for limitation of the
class to "makers" is that the patentee can recover his damages
(usually a reasonable royalty) only once,3- and the manufacturers
are primarily liable for such damages.--

This exclusion of users and sellers from the defined class de-
creases class, size and is aggravated by the fact that the cases have
usually limited the class to infringers who are individually named
by the patentee. The courts have rarely allowed the class to include
"all others similarly situated."-, This judicially devised limitation
finds little support in non-patent class action law, where Rule 23 is
normally interpreted as giving the court the duty of applying a gen-
eral description to determine class membership.42

35. Id.
36. Technograph, supra note 1, at 725-27, 157 U.S.P.Q. at 321-22. Contra, Research,

supra note 1, at 501, 162 U.S.P.Q. at 437.
37. The different interests of makers vis-a-vis sellers or users was pivotal in

Marston, supra note 1, at 62, 175 U.S.P.Q. at 416, and Tracor, supra note 1, at 508.
The problem of different interests within the class also affects the adequacy of
representation. See text accompanying notes 61.67 in ra.

38. 7 WRIGIT & MILLER § 1657, at 286; Stanley Works v. Haeger Potteries, Inc.,
35 F.R.D. 551, 554 (N.D. Ill. 1964). Joinder of defendants is permitted by FED. R.
Civ. P. 20(a)

if there is asserted against them jointly, severally, or in the
alternative, any right to relief in respect of or arising out of the
sanic transaction, occurrence, or series of transactions or ocur-
rences and if any questions of law or fact conmmon to all defen-
dants will arise in the action.

39. Damav's in patini infringement ar' gorne'd by 35 U.S.C. § 284 (1970),
which requires that the award be "adequate to compensate for the infringement, but
in no event less than a reasonablc royalty 'for the use made of the invention by the
infringer .... " See also Aro Mfg. Co. v. Convertible Top Replacement Co., 377 U.S.
476, 503 (1964) ; Birdsell v. Shaliol, 112 U.S. 485, 488 (1884).

40. Under the UNIFORM COMMERCIAL CODE § 2-312(3), every seller of goods
impliedly warrants that his goods will he free of any rightful claim of infringement.
The manufacturer, as the original seller, therefore bears the final liability for
damages.

41. See Yarn, supra note 1, at 652, 175 U.S.P.Q. at 646-47; Technitrol, supra
note 1, at 553. Contra, Dale, supra note 1, at 533, 172 U.S.P.Q. at 351, where the
court allowed the class to inchde unnamed members to whom notice was directed.

42. 7 WRIGIT & MIiER § 1760, at 580.
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Protection of the defendant class is the justification propounded
for these restrictions on class membership. The results stemming
from this rationale run counter to accepted class action law in non-
patent cases.43 Confining the defendant class to specifically named
manufacturers is detrimental to the patentee, since these restrictions
on class size increase the difficulty of meeting the Rule 23(a)(1)
dictate that the class be "so numerous that joinder of all members
is impracticable."

The restrictive nature of the patent venue statute often precludes
the joinder of even two alleged infringers.'4 If Rule 23 were read
literally, such preclusion of joinder under the patent statute would
certainly seem to satisfy the Rule 23 impracticability-of-joinder
requirement. Such a reading of Rule 23 would allow class actions
in almost every case in spite of the narrow restrictions on class mem-
bership. However, as a class action against two defendants is an
anomalous result, the courts have required more than a showing of
inability to join alleged infringers.48 Despite the seeming clarity of
the words "impracticability of joinder," the courts have adopted
arbitrary numerical criteria" without regard to possible venue prob-
lems."- Although such a numerical test seems arbitrary, as a prac-
tical matter it comports well with non-patent class actions."9 A
patentee must name at least thirteen defendants before joinder will
be considered impracticable. ° Although this number has been
deemed sufficient in the past, there is no guarantee that a court will
not demand more defendants before declaring Rule 23(a)(1) satis-
fied.

43. Id. § 1770, at 658-62.
44. In Tracor, supra note 1 at 508, the court stated:

To allow users to contrib'ute to numerosity is tantan-.oInt to a
blanket finding that every patent case can he brought as a class
action, at least in regard to 23(a) (1) since almost every patent
worth suing on will involve a large number of users. Secondly,
an action against users is in a sense derivative of one against manu-
facturers in that a holding in regard to a manufacturer of a cer-
tain device will be easily applicable to the user of that same device.
(Emphasis in original).

45. Bradford Novelty Co. v. Manheim, 156 F. Supp. 489 (S.D.N.Y. 1957). The
protective nature of 35 U.S.C. § 1400(b) (1970) seriously limits the forums in which
any one defendant may be sued.

46. Dale, supra note 1, at 534, 172 U.S.P.Q. at 352.
47. Tracor, supra note 1.
48. Thus, venue considerations are temporarily ignored, while; the practicality

of joinder under FED. R. Civ. P. 20 is considered. To do otherwise would permit
a class of only two defendants, as to whom joinder was impossible, to satisfy Rule
23(a) (1). To make venue problems conclusive would contravene the clear intent of
Rule 23.

49. See, e.g., Philadelphia Elec. Co. v. Anaconda America Brass Co., 43 F.R.D.
452 (E.D. Pa. 1968). But see 7 WRIGHT & MILLER § 1762, at 598.

50. Tracor, supra note 1. at 508 (thirteen members were insufficient). Although
the cases seem grouped about thirteen, in Sperberg, supra note 1, at 571, the court
found that twenty-one members were too few to satisfy Rule 23(a) (1).

(Vol. 7
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The patentee's chances of bringing a class action thus hinge upon
the trial court's perception of the purpose of class definition. If the
current restrictions on class size are followed, a patentee will be
forced to sue individual infringers unless he can list thirteen manu-
facturers arguably infringing his patent.
(2) PROBLEMS CONCERNING ADEQUATE REPRESENTATION OF A DEFENDANT
CLASS

Rule 23(a) guarantees that the named parties will adequately
represent1 the class interest by using defenses typical to the class
as a whole.-2 An understanding of these representation require-
ments necessarily starts by determining those issues decided as
against the absent class members. The major elements of an infringe-
ment suit include: (1) Does the plaintiff own a patent? (2) Is the
patent invalid due to its obvious nature 3 or lack of novelty?5' (3) Is
the patent unenforceable due to fraud l or misuse?5° (4) Does the
defendant manufacture, sell, or use substantially similar devices?57

(5) What is the nature and amount of relief due the plaintiff?se Of
these five, only the first three satisfy the requirement of 23(a)(3)
that there be "questions of law or fact common to the class."' .9 Only
these issues, relating to the status of the patent, are decided as
against the whole class.°°

51. Rule 23(a) (4) is stated at note 2 supra.
52. Rule 23(a) (3) is stated at note 2 supra.
53. 35 U.S.C. § 103 (1970) states in pertinent part:

A patent may not be obtained . . . if the differences between
the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been ob-
vious ....

54. 35 U.S.C. § 101 (1970) states: "Whoever invents or discovers any new and
useful process [or] machine . . . may obtain a patent therefore .... "

55. A patentee's fraud upon the Patent Office constitutes a defense to an action
by the patentee for infringement. See Precision Instrument Mfg. Co. v. Automotive
Maintenance Mach. Co., 324 U.S. 806, 819 (1945).

56. Certain anticompetitive licensing practices have been labeled patent misuse.
When patent misuse is found, the patentee is often denied infringement relief. See
Transparent-Wrap Mach. Corp. v. Stokes & Smith Co., 329 U.S. 637, 640 (1947);
Morton Salt Co. v. G.S. Suppiger Co., 314 U.S. 488, 492 (1942) Comment, Vending
an Old Combination: A Patent Misuse - Antitrust Problem, 57 GEORGETOWN L.J.
1057, 1080 (1969) ; 11 B.C. IND. & COMM. L. REV. 46 (1969).

57. 35 U.S.C. § 271 (1970). For pertinent text, See Note 34 supra.
58. 35 U.S.C. §§ 281-87 (1970) delineate the nature and amount of relief that

is awarded in a patent infringement case.
59. Most of the patent class action cases agree on this point. Technograph, supra

note 1, at 720, 157 U.S.P.Q. at 316-17, is representative. But see Sperberg, supra
note 1, at 572.

60. Although Rule 23 allows the court to bind the class members to its decisions
on issues that are not common to the class (such as individual damages), cases
allowing patent cluss action have uniformly restricted the issues triable in the
action to ownership, validity and enforceability. See generally Technograph, supra
note 1, at 720, 157 U.S.P.Q. at 317. This is supported by Rule 23(c) (4):

When appropriate (A) an action may be brought or maintained
as a class action with respect to particular issues, or (B) a class
may be divided into subclasses and each subclass treated as a
class, and the provisions of this rule shall then be construed and
applied accordingly.
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As stated, Rule 23(a)(4) requires that "the representative parties
will fairly and adequately protect the interest of the class." Normal-
ly, any class member with a sufficient stake in the litigation and
having able counsel is an appropriate representative for the class.
However, patent infringement litigation presents several unusual
problems regarding adequate representation. First, the representa-
tives did not volunteer to bring the suit, as in a plaintiff's class ac-
tion .2 Instead, the patentee selected the representatives from the
class of defendants. There is a particular danger in defendant
class actions that the plaintiff will choose weak representatives who
will not forcefully defend the suit.3 For this reason, the plaintiff has
the burden of proving the adequacy of representation," and at least
one court has called for strict scrutiny of the adequacy of repre-
sentation." Several courts have expressed strong doubts that one
business competitor could ever adequately represent his fellow
competitors.o To illustrate, a patent may be found partially valid
and partially invalid." A defendant representative might be tempted
to vigorously attack only the portion of the patent that it had in-
fringed while conceding the validity of the remaining claims. By such
a strategy the representative could gain an advantage over its
business competitors in the class. Upon this basis, a careful gauging
of the ability of one manufacturer to represent and defend the inter-
ests of another manufacturer seems justified.

Although courts have consistently excluded users and sellers
from the defined class due to their perception of a probable lack of
adequate representation, it is this writer's opinion that their
relatively minor interests, as secondarily liable parties, do not
require this same Rule 23(a)(4) protection. Exclusion of users and
sellers could more logically be predicated upon their being an
artificial and unneeded increase in the size of the class.

61. Eisen v. Carlisle & Jacquelin, 391 F.2d 555, 562-63 (2d Cir. 1968), rev'd
on other grounds, 479 F.2d 1005 (2d Cir. 1973).

62. The possibility that a representative would be totally unwilling to defend
was encountered iii Research, supra note 1, at 499, 162 U.S.P.Q. at 433, where
the court disregarded the representative's unwillingness and found an incentive and
ability to represent the class.

63. Richardson v. Kelly, 144 Tex. 497, _ , 191 S.W.2d 857, 865 (1945),
cert. denied, 329 U.S. 798 (1946).

64. Tracor, supra note 1, at 508.
65. Marston, supra note I. at 62, 175 U.S.P.Q. at 416.
66. See, e.g., Technitrol, supra note 1, at 664; Marston, supra note 1, at 62,

175 U.S.P.Q. at 416.
67. A patent typically contains a plurality of claims, in a'cordance with 35

U.S.C. § 112 (1970), "particularly pointing out and distinctly claiming the subject
matter which the applicant regards as his invention." The claisni range from broad
(often invalid (liii to the inclusion of o!lvious matter) to narrow (iore likely to
be found valid). Nee 35 U.S.C. § 288 (1970), concerning infringement suits involving
partially valid patents.
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Closely related to the necessity of "adequate representation"
is the requirement of Rule 23(a)(3) that the "claims and defenses
of the representatives (be) typical of the claims or defenses of the
class."'6" Despite this language, the patent cases have held that the
defenses of the representatives must be more than "typical," and
require the representatives to assert every reasonably possible
defense of the class members.69 This higher standard (termed "co-
extensiveness") is evidenced by at least one court that analyzed all
of the defenses to several patents to determine if the representatives
would present every applicable defense.-

The requirement of coextensive defenses arises out of the
interest of the courts in assuring that due process is satisfied.7'
However, the courts in patent cases seem much more intent on
analyzing the degree of coextensiveness than in other class actions.
Again, this regard for the interests of absent class members is
partially explained by the fact that in patent cases, a class of de-
fendants is involved, while most other class actions involve plain-
tiff classes. With this in mind, due process may require no less than
a functional identity between the defenses of the representatives
and those of the absent class members.

Although these issues regarding representation of the class
present a great impediment to the use of Rule 23, a patentee's careful
selection of the representative parties may enable the suit to with-
stand the strict scrutiny employed by courts in this area, unless the
action involves such a number of patents and possible defenses as to
preclude a class action as a matter of law."

REQUIREMENTS RELATING TO THE TYPE OR
EFFECT OF RELIEF SOUGHT BY THE PATENTEE

Rule 23(a) specifies conditions that the class must satisfy. These
conditions may be satisfied with careful planning. Rule 23(b), ' 3 on
the other hand, specifies the types of suits that may be tried by class
action. If patent infringement is not among the permitted types of
actions, 1 it is simply not triable by class action.

68. Rule 23(a) (3) is stated at note 2 supra.
69. Technograph, supra note 1, at 721, 157 U.S.P.Q. at 317; Technitrol, supra

note 1, at 553; and Yarn, supra note 1, at 653, 175 U.S.P.Q. at 647-48, illustrate the
stringency of the test.

70. Technograph, supra note 1, at 721, 157 U.S.P.Q. at 317, analyzed in chart
form eighteen possible defenses. Technitrol, supra note 1, at 553, indicated that the
analysis must be even more detailed, perhaps including distinctions between the
same defense to different claims of each patent.

71. See generally 7 WRIGHT & 'ILLER §§ 1769-70, at 654-58.
72. For example, such a finding could be made where it is impossible to find

a set of representatives that would advance all of the possible defenses available to
the class.

73. Rule 23(b) is stated at note 2 supra.
74. Rule 23(b) is worded disjunctively, establishing alternative bases for main-

tenance of the class action.

1973)



CREIGHTON LAW REVIEW

(1) INCONSISTENT ADJUDICATIONS AND INCOMPATIBLE STANDARDS - RULE

23(b) (1) (A)

Rule 23(b)(1)(A) permits a class action if the prosecution of
separate actions would create a risk of inconsistent or varying ad-
judications which would establish incompatible standards of con-
duct for the party opposing the class."5

The first task of a court under this portion of the rule is to ascer-
tain the existence of a "risk of inconsistent ... adjudications" if
separate trials (instead of one class action) were used. Although
Blonder-Tongue diminishes the risk of inconsistent adjudications,
since a holding of invalidity will usually estop the patentee, the
possibility of inconsistent adjudications is not completely eliminated.

The most apparent situation in which inconsistent verdicts could
arise is where the patent is found valid in the first suit, and invalid
in a second suit. Although the case law is unsettled,,- it seems doubt-
ful that a later holding of invalidity will be applied retroactively,
thereby requiring the prior judgment to be reopened and retried.

Where there is a finding of patent invalidity in the first suit, the
defendant in later suits will usually be able to collaterally estop the
patentee. However, the application of estoppel is not automatic."
The patentee may argue that Blonder-Tongue has reduced but not
eliminated the possibility of varying adjudications. The Court there
held that the patentee could not be later estopped if this result would
be inequitable.7 For instance, such a finding could be predicated
upon the patentee's inability to present crucial witnesses in the prior
suit.19

There is also the view that the non-statutory standards of
"misuse" and "fraud" vary so much from jurisdiction to jurisdiction
that it is inequitable to impose collateral estoppel where a prior
declaration of invalidity was based on these doctrines.8o Thus, there
are at least three situations which could lead to varying adjudica-
tions of patent invalidity.

In addition to a risk of varying adjudications, Rule 23(b)(1)(A)
requires that these adjudications would establish "incompatible
standards of conduct" for the patentee. The exact meaning of this

75. Rule 23(b) (1) (A) is set out at note 2 supra.
76. One of the few cases confronting this question is Blumcraft of Pitt. v.

Kawneer Co., 482 F.2d 542, 549 (5th Cir. 1973). This case also demonstrates that
where the patent has been previously declared first valid and then invalid (e.g., in
two separate suits), the decision of invalidity will estop the patentee in any later
litigation.

77. Blonder.Tongue, supra note 7, at 333.
78. Id. at 334.
79. 1d. at 333.
80. Smith, The Collateral Estoppel Effect of a Prior Judgment of Patent Invalidity:

Blonder-Tongue Revisited, 55 J. PAT. OFF. Soc'Y 285. 366 (1973).
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phrase is unclear in the few cases considering it.- The legal writers
indicate that the inconsistent standards of conduct imposed upon the
patentee must be totally unworkable or intolerable. 62 The example
used in the Rule 23 Advisory Committee Notes gives substance to
this criterion of "unworkability."8' ° There, one court decreed that a
bond could be issued by a corporate body. Another court forbade
such issuance. This indicates that Rule 23(b)1](A) seeks to elimi-
nate the sort of quandry a corporation is placed in by such incon-
sistent adjudications. With regard to a patentee's class action, the
issue is whether a denial of recovery against one infringer after prior
recovery against another produces the sort of actual dilemmaap-
parently called for by the rule. Can the patentee work within the
standard created by such inconsistent adjudications?

Before Blonder-Tongue it was commonplace for a patentee to
obtain a judgment of patent invalidity against one infringer only to
have the same patent declared valid against another.84 This was in-
convenient, but did not throw the patentee upon the horns of an
insoluble dilemma. One court, refusing to equate varying adjudica-
tions of validity with an intolerable standard of conduct, held that:

In one sense this might be true - if the patent were held
invalid in one circuit, and valid in another . . . (However)
while the results would be different, the standards (of con-
duct) are the same; recovery where the law allows it: no
recovery where it does not.85

Significantly, none of the patent cases allowing class actions
discussed the question of "incompatible standards" of con-
duct.8° Thus, while patent infringement cases satisfy the "varying
adjudications" requirement of Rule 23(b)(1)(A), the effect of the
coordinate requirement of "incompatible standards of conduct"
is unclear. The phrase has been ignored; its literal application coul'd
exclude patent cases from Rule 23(b) (1) (A). The patentee should
therefore attempt to bottom his class action on one of the remaining
subsections of Rule 23(b).

81. See generally 7A WRIGHT & MILLER § 1772, at 5, § 1773, at 9-10.
82. Id. § 1773, at 11. See also Comment, Rule 23: Categories of Subsection (b),

10 B.C. IND. & COMM. L. REV. 539 (1969); 1971 U. ILL. L.F. 474, 486 (1971).
83. 39 F.R.D. 69, 100 (1966).
84. See, e.g., Blonder-Tongue; Triplett v. Lowell, 297 U.S. 638 (1936). This is

supported by the data contained in Blumcraft of Pitt. v. Kawneer Co., 482 F.2d
542 (5th Cir. 1973).

85. Technitrol, supra note 1, at 553. See also Yarn, supra note 1, at 654, 175
U.S.P.Q. at 648, where the court stated:

While this provision has arguably been met here, it is not at all
clear that one or two, or even several findings of patent validity,
with a subsequent finding of invalidity, make the standard of con-
duct of the patentee "incompatible."

86. See, e.g., Dale, supra note 1, at 537, 172 U.S.P.Q. at 354.

1973)
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(2) WILL SEPARATE SUITS IIvIPEDE THE CLASS MEMBERS? - RULE

23((b) (1) (B)

Rule 23(b)(1)(BBI allows class actions to be brought where a
separate adjudication would be dispositive of the interests of the
other class members or substantially impair or impede their ability
to protect their interests.

The committee notes indicate that this portion of the rule applies
in cases where the absent class members could be hurt by separate
adjudications."8 It is not clear whether this portion of Rule 23(b)(1)
is also directed to instances where class members could be benefited
by separate adjudications. The Rule and committee notes, taken as
a whole, indicate that this section applies only where individual
members of the class would suffer a detrimental conclusion of their
interests if separate suits were had. Reference must be made to
Blonder-Tongue to determine the possibility of this class detriment
arising.

Under Blonder-Tongue, the class members would seem to prefer
separate suits, increasing the chances of a finding of patent in-
validity. After such a finding, other class members could defend
on the basis of collateral estoppel. Thus, on the surface, it seems
that separate suits would aid, rather than inhibit, the class members
in defending themselves. However, separate suits could harm the
interests of possible infringers where the patentee has won all of the
prior separate suits. In such a case the court will give weight to the
earlier decisions of validity, by invoking the doctrine of comity."
It would seem that the patentee could assert that the possibility of a
court paying deference to a prior holding of validity constituted such
a detrimental foreclosure of absent parties' interests as to allow a
class action under Rule 23(b) (1).

In the opinion of this writer, it seems doubtful that Rule 23(bJ(1)
(B) is satisfied by comity alone. Significantly, the only cases lending
credence to the proposition that the effects of comity are sufficient
to invoke Rule 23(b)(1)(B) are patent infringement cases.90 The
courts should look to the total effect of a prior judgment in deter-
mining if Rule 23(b)(1)(B) is applicable. Thus, in patent cases, the
benefit of a holding of validity could be weighed against the detri-

87. Rule 23(b) (1) (B) is stated at note 2 supra.
88. Advisory committee notes, 39 F.R.D. 69, 100-01 (1966), give several examples

of typical Rule 23(h) (1) (B) actions. In each case the class members would be in-
jured if separate adjudications rather than a class action were used.

89. On the effect of a prior judgment through comity, see Brian Jackson Associates
v. San Manuel Copper Corp., 259 F. Supp. 793. 812 n.1 (D. Ariz. 1966), where the
court stated: "[Comity] has been defined as a 'sense of mutual regard' . It has
the power to persuade hut not command."

90. See generally 7A Wiucir & M.IUEl § 1774, at 14-15.
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ment of such a holding. In this regard, several factors are signifi-
cant: (1) The benefit to the class of a holding of invalidity is sub-
stantial since collateral estoppel will normally apply thereby pro-
viding a simple and effective defense. (2) The detriment to the class
of a holding of validity is minor since comity is a weak support which
is only effective in very close cases. 1 (3) Approximately 30% of
patents are declared valid - so the likelihood of benefit to the class
is greater than the chances of detriment.92

The scope of Rule 23(b)(1) (B) is unsettled, the divergent case law
precluding any general appraisal of a patentee's opportunity to
predicate his class action on this section.'3 This uncertainty makes
ill-considered a sole reliance on this section by the patent holder.
The sort of weighing process suggested above may elicit an author-
itative holding that Blonder-Tongue, by making individual suits ben-
eficial to defendants, obviates any need to protect the interests of an
infringing group by allowing a class action.

(3) THE APPROPRIATENESS OF INJUNCTIVE RELIEF - RULE 23(b) (2)

The next set of actions that are suitable for class action adjudica-
tion arise from the situation where the party opposing the class has
acted on grounds generally applicable to the class, thereby making
appropriate final injunctive relief, or corresponding declaratory
relief with respect to the class as a whole.- Although this section was
written for application to civil rights cases,'6 its use in other actions
is well established."°

All of the cases allowing patent class actions have considered the
patentee's procurement of a patent, 7 requests to cease and desist, 8

and filing of suits as conduct generally applicable to the class. In
addition, this conduct has been held to make injunctive relief ap-
propriate." This would seem to indicate that the patentee has, in

91. Safe Flight Instr. Corp. v. McDonnell-Douglas Corp., 482 F.2d 1086, 1089-90
(9th Cir. 1973).

92. See data at note 7 supra.
93. Technograph, supra note 1, at 723, 157 U.S.P.Q. at 313. Contra, Yarn, supra

note 1, at 654, 175 U.S.P.Q. at 648.
94. Rule 23(b) (2) is stated at note 2 supra.
95. 7A WRIGHT & MILLER § 1775, at 24.
96. Id. This section has also been applied to newsmen's first amendment rights

cases, Schnell v. Chicago, 407 F.2d 1084 (7th Cir. 1969), and to unemployment bene-
fits cases, Torres v. New York Dep't of Labor, 318 F. Supp. 1313 (D.C.N.Y. 1970).

97. See generally Technograph, supra note 1, at 723, 157 U.S.P.Q. at 319.
98. When a patentee becomes aware of an infringer he typically informs the

infringer of his patent and requests the infringer to cease and desist.
99. Technograph, supra note 1, at 723, 157 U.S.P.Q. at 319. It was also noted

that this conduct by the patentee is usually sufficient to create an "actual contro-
versy" that permits the infringer to bring a declaratory judgment against the patentee
under 28 U.S.C. § 2201 (1970). But see Solenoid Devices, Inc. v. Ledex, Inc., 241
F. Supp. 337 (S.D. Cal. 1965), af/'d, 375 F.2d 444 (9th Cir. 1967).
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this portion of the rule, an unimpeachable argument for the pro-
priety of his class action.

In spite of this apparent suitability of Rule 23(b)(2) to patent in-
fringement, one difficulty remains. The text of the rule speaks only
of equitable relief and most courts have ruled that although money
damages may be recovered, the equitable relief must "pre-
dominate."'°° In patent cases, both equitable and monetary relief
are typically requested by the patentee, while the infringer usually
requests that the patent be declared invalid. Thus, regardless of the
outcome, equitable relief will be awarded. The courts denying class
actions in patent cases have either held that the monetary damages
predominate over any equitable relief, or dismissed the maintenance
of the action without commenting on Rule 23(b)(2).,01 At this junc-
ture, it should be recalled that the issues at stake in a patent class
action are the validity and enforceability of the patent - in-
fringement and damages are reserved for separate litigation.,02 Thus,
any decree issuing as a result of a patent class action would be purely
injunctive and would not include money damages. Those courts find-
ing that money damages predominate did not believe this limitation
of issues to validity and enforceability eliminated the predominance
of money damages. For these reasons, it is this writer's opinion that
patent class actions can be maintained under Rule 23(b) (2).

(4) WHY RuiE 23(b) (3) is NOT UTILIZED

Most non-patent class actions are brought under Rule 23(b)(3),
since the requirement of a predominance of common questions of
law or fact is relatively easy to satisfy.o3 It seems apparent that the
common issues of patent validity and enforceability would pre-
dominate over individual issues of infringement and damages. 04

Thus patent infringement cases would typically satisfy Rule 23(b) (3).

100. 7A WRIcGtT & MILLER § 1775, at 22-23. This view is supported by the advisory
conmmittee notes, 39 F.R.D. 69, 102 (1966), which state: "The subdivision [23(b) (2)]
does not extend to cases in which the appropriate final relief relates exclusively or
predominantly to money damages."

101. Tracor, supra note 1, at 508; Technitrol, supra note 1, at 553. But in Yarn,
supra note 1, at 645, 175 U.S.P.Q. at 648, the court found that the patentee had not
sued anyone outside Florida, and concluded that Rule 23(b) (2) was not satisfied
since he had not treated the class as a unit.

102. Dale, supra note 1, at 535, 172 U.S.P.Q. at 355; Yarn, supra note 1, at 652-53,
175 U.S.P.Q. at 647; Technitrol, supra note 1, at 554.

103. C. WRIGHT, HANDBOOK OF Tile LAW OF FEDERAL COURTS, 312 (2d ed. 1970)
Rule 23(b) (3) is stated at note 2 supra.

104. In National Hairdressers' & Cometologists' Ass'n. v. Philad Co., 41 F. Supp.
701, 707 (D. Del. 1941), the court allowed a "spurious" class action in a suit against
a patentee for a declaratory judgment of patent invalidity. The "spurious" class action
under the original version of Rule 23 was the forerunner of present Rule 23(b) (3).
A predominance of common questions was found in Technograph, supra note 1, at
724, 157 U.S.P.Q. at 319.
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Although Rule 23(b)(3) is satisfied, the courts have uniformly
decided that this rule is not appropriate for patent litigation. °5 This
decision stems from the fact that the class members have the option,
as a matter of right under Rule 23(c)(3), to exclude themselves from
a 23(b)(3) class.-° The courts have indicated that any intelligent in-
fringer would prefer to opt out of the class rather than be bound as a
class member, in the hope of gaining better venue in an individual
suit and benefiting from collateral estoppel.

It should be noted that occasionally an additional cause of action
is joined with the patent infringement action, and in such a case the
additional claim may be tried as a class action under Rule 23(b)(3).
For example, where a patentee alleged patent infringement, and also
charged that the class had conspired to oppose his patent, the court
considered the conspiracy charge to be an antitrust issue and held it
triable under Rule 23(b)(3), since that was the traditional method of
trying such a case.1 '

In addition, there is some evidence that a court will consider
allowing a pure patent infringement action under Rule 23(b)(3)
where there is a likelihood that the defendants will not opt out. For
example in Technograph Printed Circuits, Ltd. v. Methode Elec-
tronics,'" the court allowed a Rule 23(b) (3) action with respect to the
alleged infringers who had already been sued.109 Presumably the
court felt that defendants in pending cases would have little to gain
by opting out of a class since the patentee had determined to sue
them in one forum or another, The court in Technograph did not
consider the possibility of collateral estoppel as a factor encouraging
the defendant to exclude himself from the class, since this case was
decided prior to Blonder-Tongue.1o It is unlikely that a court would
reach the same conclusion today since Blonder-Tongue makes
separate suits very advantageous'" to the defendants, thereby
encouraging the class members to opt out.

Aside from the limited exceptions noted, it is safe to state that
the ability of the defendant to exclude himself from a Rule 23(b)(3)
class precludes this portion of the rule from acting as an effective
vehicle for a patentee's class action.

105. Research, supra note 1, at 500, 162 U.S.P.Q. at 434.
106. Rule 23(c) (3) is set out at note 2 supra.
107. Research, supra note 1, at 501-02, 162 U.S.P.Q. at 435-37.
108. 285 F. Supp. 714, 157 U.S.PoQ. 313 (N.D. 111. 1968).
109. Id. at 724-25.
110. Technograph was decided in 1968. The rules of collateral estoppel were

changed by Blonder-Tongue in 1971.
111. See text accompanying notes 6-12 supra.
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CONCLUSION

As is evident from the foregoing materials, the patentee attempt-
ing to use Rule 23 is faced with several formidable hurles. Although
the requirements of Rule 23(a), relating to the number and type of
class members, may be satisfied if the litigation is carefully planned,
the patentee must still show that Rule 23(b)(1) or (b)(2) supports his
class action. While the scope of these sections is unsettled, it appears
that 23(b)(1), relating to the possibility of inconsistent adjudications
leading to an unworkable standard of conduct, is inapplicable. Rule
23(b) (2), allowing class actions when injunctive relief is appropriate
with respect to the class as a whole, appears to afford the patentee
a much stronger basis for his action. A definitive adjudication is
needed to flesh out the imprecise wording of these sections as they
apply to patent litigation. Rule 23(b)(3), the "common questions"
portion of Rule 23, is readily satisfied but is inappropriate since the
class would probably dissolve due to the ability of the class members
to "opt out." Finally, even if the necessary elements of Rule 23 are
satisfied, there is still the unsettled issue of the scope of the patent
venue statute as it applies to the class. This article has attempted to
show the rationales for the many views on these issues, but the
questions remain largely undecided. The benefits of class action
litigation to the patentee are great, and he loses little if the action
is dismissed.1'* This would indicate that in spite of the difficulties
involved, this type of litigation will florish.

Leighton Lee III - '74

112. Rule 2 3(c) (1) states:
As soon as practicable after the commencement of an action

brought as a class action, the court shall determine by order
whether it is to be so maintained. An order under this subdivision
may be conditional, and may be altered or amended before the
decision on the merits.

If the class action is denied, the case can still go to the merits as against the
representatives. 7A WRIGHT & MILLER § 1795, at 216-18.
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