
THE PROTECTION OF TRADE SECRETS FROM
DISCOVERY IN THE EIGHTH CIRCUIT:

IN RE REMINGTON ARMS CO.

INTRODUCTION

In 1970, Congress amended the Federal Rules of Civil Procedure
to allow a court to issue an order preventing the disclosure of trade
secrets, in addition to preventing the disclosure of secret develop-
ments, processes, or research.' Federal Rule of Civil Procedure
26(c)(7) now states:

[Flor good cause shown .... the court ... may make any or-
der which justice requires to protect a person or party from
annoyance, embarrassment, oppression, or undue burden or
expense, including one or more of the following:

(7) [an order] that a trade secret or other confidential re-
search, development or commercial information not be dis-
closed or be disclosed only in a designated way.2

In rewriting the rule, the Advisory Committee on the Rules of
Civil Procedure stated:

The need for accommodation between protecting trade
secrets on the one hand, and eliciting facts required for full
and fair presentation of a case, on the other hand, is appar-
ent. Whether disclosure should be required depends upon a
weighing of the competing interests involved against the
background of the total situation, including consideration of
such factors as the dangers of abuse, good faith, adequacy of
protective measures, and the availability of other means of
proof.

3

Although other circuits have interpreted this rule, the United States
Court of Appeals for the Eighth Circuit first articulated the manner
in which Rule 26(c)(7) should be applied in In re Remington Arms
Co. 4

This Note will discuss the definition of a trade secret and the
purposes of trade secret law.5 This Note then will detail the protec-

1. 8 CHARLEs A. WRIGHT & ARTHUR P. MILLER, FEDERAL PRACTICE AND PROCE.
DURE § 2043 (1970) [hereinafter WRIGHT & MILLER].

2. FED R. Civ. P. 26(c)(7).
3. 8 WRIGHT & MILLER, supra note 1, § 2043. The rule was written to reflect ex-

isting law. Id.
4. 952 F.2d 1029 (8th Cir. 1991).
5. See infra notes 49-61 and accompanying text.
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tion granted to trade secrets by the judiciary. 6 Next, this Note will
review the purposes and limitations of discovery.7 This Note then
will examine the manner in which trade secret discovery has been
governed by other circuits.8 Finally, this Note will analyze how the
procedure adopted by the Eighth Circuit, and the subsequent applica-
tion of the procedure to the Remington Arms case by the United
States District Court for the Western District of Missouri, furthers
the policies underlying trade secret law.9

FACTS AND HOLDING

In 1987, John W. Hartman was in the cab of his pickup truck
when his Remington model 700 bolt action rifle discharged. 10 Hart-
man claimed that he had been unloading the rifle at the time."
Hartman claimed that the blast caused him to sustain a partial hear-
ing loss. 1 2 Hartman sued Remington Arms Company ("Remington")
in the United States District Court for the Western District of Mis-
souri for damages related to the accident.' 3 In preparing his case,
Hartman requested the production of documents with information
pertaining to Remington's "New Bolt Action Rifle" ("NBAR") pro-
gram.14 Remington objected to the request on the ground that the
documents contained trade secrets.15

In a telephone conference, Hartman raised the issue of the dis-
coverability of the documents relating to the NBAR program.16

Hartman claimed that the NBAR program was a continuation of the
Model 700 rifle which allegedly caused his injuries.17 Remington
claimed that a protective order would be insufficient protection
against unauthorized disclosure of the documents and that the docu-
ments should be classified as undiscoverable trade secrets.' 8 The
judge responded to these arguments, stating: "Go ahead and produce

6. See infra notes 62-93 and accompanying text.
7. See infra notes 94-119 and accompanying text.
8. See inkfra notes 120-92 and accompanying text.
9. See infra notes 193-230 and accompanying text.

10. In re Remington Arms Co., 952 F.2d 1029, 1030 (8th Cir. 1991).
11. I&
12. Id.
13. Id.
14. Id.
15. Id. Remington did not exercise its option to file for a protective order under

Federal Rules of Civil Procedure 26(c). Brief of Respondent at 1, In re Remington
Arms Co., 952 F.2d 1029 (8th Cir. 1991) (No. 90-2672).

16. Remington Arms, 952 F.2d at 1030. Hartman did not file a motion to compel
production under Federal Rules of Civil Procedure 37. Brief of Petitioner at 1, In re
Remington Arms Co., 952 F.2d 1029 (8th Cir. 1991) (No. 90-2672).

17. Remington Arms, 952 F.2d at 1030-31.
18. Id at 1031.
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them, and make up a protective order. You go ahead and produce
them and we'll make a determination of whether they're admissible
at trial. You go ahead and produce them. Anything else?"'19 Rem-
ington then requested that the court accept briefs on the issue, but
the court denied the request, stating: "Go ahead and produce them.
If you want to take it up to the Eighth Circuit, you do it."20

Remington filed a motion with the district court for an order de-
claring that the documents were undiscoverable trade secrets.21 In
support of its motion, Remington argued that: (1) the documents
were trade secrets, (2) Hartman had not established either the rele-
vance or the need for the discovery of the documents, (3) the disclo-
sure of the documents would harm Remington irreparably, (4) a
protective order would not prevent the disclosure of the documents
by Hartman's attorney, and (5) nondisclosure was supported by pub-
lic policy considerations and constitutional law.22 Remington re-
quested that the court review the documents in camera to decide
whether they were trade secrets.23

The court denied Remington's motion and ordered that the docu-
ments be produced without in camera review.24 In response to the
order, Remington petitioned the United States Court of Appeals for
the Eighth Circuit for an emergency stay of the order of the district
court.25 The Eighth Circuit issued the stay and granted Remington
time to file a petition for a writ of mandamus.26 Remington filed the
petition, and the court heard arguments from both parties.2 7

In a unanimous opinion, the Eighth Circuit stated that trade
secrets are property, but only to the extent that they are kept se-
cret.28 The court then considered Federal Rule of Civil Procedure

19. I&
20. 1&
21. Id. Remington filed the motion because the written order that followed the

teleconference did not repeat the order compelling discovery of the NBAR data. Brief
of Petitioner at 3, Remington Arms (No. 90-2672). Although Remington asked that the
documents be declared undiscoverable, no absolute privilege against discovery exists
for trade secrets. See infra note 108 and accompanying text.

22. Remington Arms, 952 F.2d at 1031. Remington stated, inter alia, that co-coun-
sel of Hartman's attorney had disclosed confidential documents in prior cases against
Remington. Brief of Petitioner at 31, Remington Arms (No. 90-2672).

23. Remington Arms, 952 F.2d at 1031.
24. Id.
25. Id.
26. Id.
27. Id.
28. Id. at 1032 (quoting Ruckelshaus v. Monsanto, 467 U.S. 986, 1002 (1984)).

Although the Eighth Circuit did not elaborate on the importance of a trade secret's
property status, the United States Supreme Court has stated that because trade secrets
are property, they are entitled to constitutional protection. Ruckelshaus, 467 U.S. at
1003-04.
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26(c)(7) to determine whether the NBAR data were entitled to pro-
tection from discovery as trade secrets.- 9

The court outlined the procedural steps to be taken by a trial
court in determining the discoverability of trade secrets following a
Rule 26(c)(7) objection.3 0 The court stated that the party opposing
discovery had the burden of showing not only that the documents it
sought to protect embodied "trade secrets or other confidential re-
search, development, or commercial information," but also that the
disclosure of the information would be harmful to its interest in the
property.3 ' Once confidentiality and potential harm are established,
the party seeking discovery has the burden of proving that the infor-
mation is both necessary for the preparation of the case and relevant
to the case.3 2 If the party seeking discovery proves these elements,
then the court must weigh the possible injury that disclosure would
cause to the party opposing discovery against the need for disclosure
of the information.3 3 If after weighing this information the court de-
cides that justice favors disclosure, then the court must issue a pro-
tective order so that the ownership rights of the party opposing
discovery are not violated.34

Applying this analysis, the Eighth Circuit held that Remington,
as the party opposing discovery, should be allowed to prove the confi-
dentiality of the data to the court in an in camera review.3 5 The
court further held that Remington had the burden of showing that
the disclosure of the NBAR information would harm its interest in
the property.36

The court held that the district court had abused its discretion by
not allowing Remington to show that the documents were trade
secrets or to offer evidence that disclosure of the documents would
damage Remington's property interest in the information.37 The
court stated that, on remand, the district court should use the proce-

29. Remington Arms, 952 F.2d at 1032. See supra note 2 and accompanying text.
30. Remington Arms, 952 F.2d at 1032.
31. Id (quoting FED. R. CIv. P. 26(c)(7)).
32. Id (citing, inter alia, Centurion Indus. v. Warren Sturer & Assocs., 665 F.2d

323 (10th Cir. 1981); Hartley Pen v. United States Dist. Court, 287 F.2d 324 (9th Cir.
1961)).

33. Id
34. Id at 1033. The court also noted that a protective order may be insufficient to

serve its purpose and recognized the power of the district court to form an equitable
solution to the conflict. Id at 1033 & n.3.

35. Id. at 1033. The United States District Court for the District of Pennsylvania
discussed the reasons for in camera review, noting the absurdity of compelling the re-
sponding party to "publicly disclose its processes in the act of protecting them from
disclosure." E. I. du Pont de Nemours Powder Co. v. Masland, 222 F. 340, 341 (D. Pa.),
rev'd, 224 F. 689 (3d Cir. 1915), and rev'd, 244 U.S. 100 (1917).

36. Remington Arms, 952 F.2d at 1033.
37. Id. at 1032.
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dure set forth by the Eighth Circuit to determine whether the NBAR
documents are discoverable.-s In addition, the court suggested that
the district court, in drafting its protective order, should consider
Remington's claim that Hartman's attorney had previously disclosed
confidential information and tailor its discovery order to its
findings.3 9

On remand, the United States District Court for the Western
District of Missouri applied the analysis set forth by the Eighth Cir-
cuit.40 After an in camera review of the disputed documents, the
court held that because the documents contained confidential infor-
mation pertaining to products in development, the information con-
stituted trade secrets.41 The court then found that Hartman had
proven that the information on the NBAR project was relevant to
the case because it represented Remington's knowledge of problems
with the model 700 rifle.42 The court also found the documents nec-
essary to a proper litigation of the case because the documents were
the only available source for the information.43 The court then
weighed Remington's interest in secrecy against Hartman's need for
the documents.44 In addition, the court considered Remington's
claim that the documents should be protected from discovery because
Hartman's counsel had previously divulged confidential information
in violation of a court order.45 The court found that the previous vio-
lations were insignificant and did not justify the denial of discovery.46

The court also found that Remington's interests in confidentiality
were adequately guarded by a protective order, and that Hartman's
interests weighed in favor of discovery.47 In light of these findings,
the court ordered that specific documents, designated in an appendix
to the opinion, be disclosed to Hartman under a protective order.4 8

38. Id, at 1033-34.
39. Id, at 1033. The court stated that the district court could order that the trade

secrets were protected from discovery. Id.
40. Hartman v. Remington Arms Co., 143 F.R.D. 673, 675-78 (W.D. Mo. 1992).
41. Id at 675.
42. Id.
43. Id. at 676.
44. Id, at 676-78.
45. Id,
46. Id, at 678.
47. Id.
48. Id. at 678. The list of discoverable documents was amended twice. Id, at 679-

89. The court also ordered that the parties draft a protective order. Id. at 678. Be-
cause the parties were unable to agree on the terms of the protective order, the court
drafted it. Id, at 690-92.
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BACKGROUND

TRADE SECRET LAW

The Definition and Purposes of Trade Secret Law

The most often cited definition of "trade secret," found in section
757, comment (b) of the Restatement of Torts, states that "[a] trade
secret may consist of any formula, pattern, device or compilation of
information which is used in one's business, and which gives him an
opportunity to obtain an advantage over competitors who do not
know or use it."'49 In determining whether a trade secret exists,
courts generally consider:

(1) the extent to which the information is known outside of
[the developer's] business; (2) the extent to which it is
known by employees and others involved in his business; (3)
the extent of the measures taken by him to guard the se-
crecy of the information; (4) the value of the information to
him and to his competitors; (5) the amount of effort or
money expended by him in divulging the information; and,
(6) the ease or difficulty with which the information could
be properly acquired or duplicated by others.5°

If an evaluation of these factors shows that the information is valua-
ble and confidential, a court generally will find the information to be
a trade secret even though the process or method involved is
simple.

51

The United States Supreme Court has stated that trade secret
law developed as an instrument for serving two public policies: "the
maintenance of standards of commercial ethics and the encourage-

ment of invention. ' 52 First, trade secret laws enforce commercial
morality.53 Trade secret law discourages commercial immorality by
outlawing the use of illegally obtained information.54 In contrast,
laws against trespass, theft, and related activities attempt to deter the
acquisition of confidential information.55 As a means of maintaining
commercial morality, courts have applied trade secret laws to hold
companies and disloyal employees liable for the use of illegaly ob-

49. MELVIN F. JAGER, TRADE SECRETS LAw § 3.01 (1992) [hereinafter JAGER]
(quoting Restatement of Torts § 757 cmt. (b) (1939)).

50. Id.
51. A. 0. Smith Corp. v. Petroleum Iron Works Co., 73 F.2d 531, 538-39 (6th Cir.

1934), modified in part, 74 F.2d 934 (6th Cir. 1935).
52. Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470, 481 (1974).
53. Richard H. Stern, A Reexamination of Preemption of State Trade Secret Law

After Kewanee, 42 GEO. WASH. L. REV. 927, 944 (1974).
54. RUSSELL B. STEVENSON, JR., CORPORATIONS AND INFORMATION 19 (1980) [here-

inafter STEVENSON].
55. Id.
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tained confidential information.56

Second, trade secret protection also serves the policy of encour-
aging research and development of new technology.57 Trade secret
law often is used to protect new technology because such technology
may not be proper subject matter for a patent.58 Although trade se-
cret law does not grant the owner of the secret a monopoly, the
owner is allowed to conceal the proprietary information and to en-
force contractual obligations limiting disclosure.59 As such, owners
may license the secrets and disseminate the benefit of the trade se-
cret to the public without losing the value of the secret.6° The bene-
fits of trade secrets have encouraged courts to give them significant
legal protection.61

Judicial Protection of Trade Secrets

Statutes or common law in every state in the Eighth Circuit use
the threat of civil penalties to protect trade secrets.62 Some states
also protect trade secrets from theft by imposing criminal sanctions

56. JAGER, supra note 49, § 1.03. This function of trade secret law allows employ-
ers to trust knowledgeable employees. dL The United States Supreme Court has
stated that trade secret laws prevent "the inevitable cost to the basic decency of society
when one firm steals from another." Kewanee Oil Co., 416 U.S. at 487.

57. JAGER, supra note 49, § 1.04.
58. STEVENSON, supra note 54, at 22.
59. Id, at 21-22. The creation of a trade secret, as compared to a patent, is inex-

pensive. Id, at 21. Also, trade secrets are more likely than patents to protect the pro-
prietary information. Generally, fifty percent of trade secret infringement suits are
decided for the plaintiff, whereas patent infringement plaintiffs are successful approxi-
mately twenty to thirty percent of the time. Id.

60. Id. at 25.
61. Id, at 24. See infra notes 62-93 and accompanying text.
62. Jager, supra note 49, app. A2, Every state in the Eighth Circuit except Mis-

souri has statutorily defined civil penalties for trade secret misappropriation, most
adopting the language of the Uniform Trade Secrets Act. See ARK. CODE ANN. § 4-75-
604 (Replacement 1991) (allowing injunctive relief from the use of a misappropriated
trade secret); IOWA CODE ANN. § 550.3 (Supp. 1992) (same); MINN. STAT. ANN.
§ 325C.02 (Supp. 1992) (same); NEB. REV. STAT. § 87-503 (Supp. 1990) (same); N.D.
CENT. CODE § 47-25.1-02 (Supp. 1991) (same); S.D. CODIFIED LAWS ANN. § 37-29-2
(Supp. 1992) (same). See also ARK. CODE ANN. § 4-75-606 (Replacement 1991) (enti-
tling an aggrieved party to damages for the use of a misappropriated trade secret);
IOWA CODE ANN. § 550.4 (Supp. 1992) (same); MINN. STAT. ANN. § 325C.03 (Supp. 1992)
(same); NEB. REV. STAT. § 87-504 (Supp. 1990) (same); N.D. CENT. CODE § 47-25.1-03
(Supp. 1991) (same); S.D. CODIFIED LAWS ANN. § 37-29-3 (Supp. 1992) (same). Cf. ARK.
CODE ANN. § 4-75-607 (Replacement 1991) (allowing an award of attorney's fees under
certain conditions); IOWA CODE ANN. § 550.6 (Supp. 1992) (same); MINN. STAT. ANN.
§ 325C.04 (Supp. 1992) (same); N.D. CENT. CODE § 47-25.1-04 (Supp. 1991) (same); S.D.
CODIFIED LAWS ANN. § 37-29-4 (Supp. 1992) (same). Missouri has recognized the exist-
ence of trade secrets as property in its statutes, but the penalties for the misappropria-
tion of trade secrets have developed in the common law. Carboline Co. v. Jarboe, 454
S.W.2d 540, 552-53 (Mo. 1970).



CREIGHTON LAW REVIEW

on those who steal secret information." Additionally, the United
States Supreme Court has recognized trade secrets as property that is
protected from governmental taking by the Fifth Amendment to the
United States Constitution."

The United States Supreme Court validated state trade secret
law in Kewanee Oil Co. v Bicron Corp.65 In Kewanee Oil Co., Har-
shaw Chemical Company ("subsidiary"), a subsidiary of Kewanee Oil
Company ("Kewanee"), employed several research scientists to pro-
duce different types of synthetic crystals.66 The subsidiary developed
new technology for producing the crystals and perfected the process
over sixteen years.6 7 The subsidiary did not disclose its advances by
filing for patents, but chose to protect its information by utilizing
Ohio laws that protected trade secrets.68 Although each of the em-
ployees had signed agreements not to disclose the trade secrets
learned through their employment, a group of the employees formed
a new company, Bicron Corporation ("Bicron"), which began to pro-
duce the same types of crystals.69

Kewanee sued Bicron in the United States District Court for the
Northern District of Ohio for misappropriation of forty trade
secrets.70 The district court found that only twenty of the claimed
trade secrets were actually protected by Ohio trade secret law.7 '

Both parties appealed that decision.72 The United States Court of
Appeals for the Sixth Circuit held that federal patent law preempted
state trade secret law and, as a result, all forty claimed trade secrets

63. See ARK. CODE ANN. § 5-36-107 (1987) (defining the misappropriation of trade
secrets as criminal theft); MINN. STAT. ANN. § 609.52 (1987) (same). Federal law as-
signs criminal liability to federal employees who disclose trade secrets learned during
the course of their employment. 18 U.S.C. § i905 (1988).

64. See Ruckelshaus v. Monsanto Co., 467 U.S. 986, 1003-04 (1984) (stating that the
value of confidential information is protected under the Fifth Amendment). The Fifth
Amendment provides in pertinent part: "[N]or shall private property be taken for
public use, without just compensation." U.S. CONST. amend. V. The government must
meet both the requirement of public use and the requirement of just compensation for
a taking of property to be constitutional. See United States ex rel. Tenn. Valley Auth.
v. Welch, 327 U.S. 546, 554-55 (1946).

65. 416 U.S. 470, 493 (1974) (holding that state trade secret law was not preempted
by federal patent law).

66. Kewanee Oil Co. v. Bicron Corp., 478 F.2d 1074, 1076 (6th Cir. 1973), rev'd, 416
U.S. 470 (1974).

67. 1d
68. Id. at 1078-79. Ohio prohibits the conversion of trade secrets in OHIO REV.

CODE ANN. § 1333.51 (Baldwin 1973).
69. I& at 1076.
70. Id.
71. Id. The other twenty claimed trade secrets were insufficiently confidential to

obtain trade secret status because they were either published in a magazine article or
well known in the industry. Id, at 1077.

72. Id.
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were not protected.73 Kewanee appealed the decision to the United
States Supreme Court.74

The Supreme Court granted certiorari and held that federal pat-
ent law did not preempt state trade secret law. 75 The Court recog-
nized that patent law and trade secret law have distinct purposes and
benefits.76 The Court explained that the purpose of federal patent
law was to disseminate the "full and clear description of the informa-
tion" to the public.77 The Court stated that trade secret law encour-
ages the development of new ideas by motivating research and
enabling the licensing of information.78 The Court also recognized
the value of trade secret law in maintaining an ethical commercial
standard.79 The Court then noted that the abolition of state trade se-
cret law would result in less scientific advancement and disclosure by
small companies.8 0 Describing this function of trade secret law, the
Supreme Court stated:

The innovative entrepreneur with limited resources would
tend to confine his research efforts to himself and those few
he felt he could trust without the ultimate assurance of legal
protection against breaches of confidence. As a result, or-
ganized scientific and technological research could become
fragmented, and society, as a whole, would suffer.8 1

Recognizing that state trade secret laws serve purposes distinct from
those served by federal patent law, the Supreme Court held that fed-
eral patent law did not preempt state trade secret laws. 2

The United States Supreme Court granted trade secrets constitu-
tional protection in Ruckelshaus v. Monsanto Co. 83 In Ruckelshaus,
an insecticide manufacturer ("Monsanto") submitted health and
safety information pertaining to one of its insecticides to the Environ-
mental Protection Agency ("EPA") as required by the Federal Insec-
ticide, Fungicide, and Rodenticide Act ("FIFRA"). 8 4 FIFRA allowed
the EPA to use information submitted by manufacturers to evaluate

73. Id. at 1087.
74. See Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470, 474 (1973).
75. Kewanee Oil Co. v. Bicron Corp., 414 U.S. 818 (1973) (granting certiorari);

Kewanee Oil Co., 416 U.S. at 493.
76. Kewanee Oil Co., 416 U.S. at 482-83.
77. Id. at 481.
78. Id. at 485, 486.
79. Id. at 481.
80. Id. at 485-86.
81. Id. at 486.
82. Id. at 493.
83. 467 U.S. 986, 1003-04 (1984).
84. Ruckelshaus v. Monsanto, 467 U.S. 986, 998 (1984). See Federal Insecticide,

Fungicide, and Rodenticide Act, 7 U.S.C. § 136a(a)-(c) (1988). The Court stated that
FIFRA mandates that the EPA evaluate, license, and label certain chemicals prior to
sale or use. Ruckelshaus, 467 U.S. at 992.

1993]
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their applications.8 5 FIFRA also allowed the EPA to disseminate
confidential information of one applicant to another applicant under
certain circumstances, depending on the length of time the EPA had
the information.

8 6

Monsanto filed suit for injunctive relief against William Ruckel-
shaus, the administrator of the EPA. 7 Monsanto sought to protect
its health and safety data from disclosure because it considered the
information to be a trade secret.8 8 The United States District Court
for the Eastern District of Missouri held that FIFRA provisions re-
quiring the dissemination of confidential information constituted a
taking of property for a private purpose and, therefore, were uncon-
stitutional because such takings without just compensation violated
the Fifth Amendment.8 9 The EPA appealed the ruling directly to
the United States Supreme Court.9° '

The United States Supreme Court vacated the decision of the
district court on the grounds that federal law provided safeguards
against uncompensated takings.9 1 Although the Court held that
FIFRA did not violate the Fifth Amendment, the Supreme Court
recognized that confidential trade secrets are property and entitled to
constitutional protection.92 The Court noted that this property right
exists as long as the information remains confidential.93

85. Id (citing FIFRA § 3(c)(1)(D) (now codified at 7 U.S.C. § 136a(c)(1)(D)
(1988))).

86. Id at n.4 (quoting 7 U.S.C. § 136a(c)(1)(D)(ii) (1988) which states in part:
"[T]he Administrator may .... consider any... item of data in support of an applica-
tion... within the fifteen-year period following the date the data were submitted ....
The terms and amount of compensation may be fixed by agreement between the origi-
nal data submitter and the applicant ... ."; 7 U.S.C. § 136a(c)(1)(D)(iii) (1988) which
states in part: "[A]fter expiration of any period ... for which compensation is required
for the use of an item of data [fifteen years] . . . the Administrator may consider such
item . . . without an offer having been received to compensate the original data
submitter").

87. I& at 986, 998.
88. Id at 998-99.
89. Id. at 999.
90. Id. at 1000; see Ruckelshaus v. Monsanto, 464 U.S. 890 (1983) (noting probable

jurisdiction).
91. Ruckelshaus, 467 U.S. at 1020. The Court stated that even though FIFRA al-

lowed the dissemination of trade secrets, the party whose information is taken may re-
cover under the Tucker Act, which allows non-tort claimants to recover from the
United States upon a judgment of the United States Claims Court. Id at 1016. See
Tucker Act, 28 U.S.C. § 1491 (1988).

92. Ruckelshaus, 467 U.S. at 1003-04. See supra note 91 and accompanying text.
93. Ruckelshaus, 467 F.2d at 1002.
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DISCOVERY OF TRADE SECRETS

The Purposes and Scope of Discovery

Before the advent of notice pleading, litigants had difficulty clar-
ifying issues prior to trial, and had few methods of ascertaining facts
known to their opponents.9 4 The Federal Rules of Civil Procedure
address these issues by allowing each party extensive discovery prior
to trial.95

Discovery serves three purposes: (1) to narrow the scope of a

trial to include only disputed facts or law; (2) to obtain evidence; and

(3) to obtain information concerning the existence, location, and

procurability of pertinent evidence. 9 6 The United States Supreme

Court has stated that "[o]nly strong public policies weigh against dis-

closure." 97 On the other hand, courts will limit discovery that they
consider abusive. 98

The Federal Rules of Civil Procedure govern the procedure for

the discovery of documents containing trade secrets. 9 9 Rule 34 pro-

vides for discovery by allowing a party to demand the production of

documents and things.1 00 To invoke Rule 34, the requesting party

need not prove that the information sought is admissible; the re-

questing party simply must request documents that are described
with reasonable particularity.1 1 Once this request has been served,

the responding party must reply, either by complying with the re-

quest or by objecting to it for cause.1 0 2 If the responding party ob-

jects to the request, the discovering party may file a motion to

compel production under Rule 37.103 The court then will determine

94. 8 CHARLES A. WRIGHT & ARTHUR P. MILLER, FEDERAL PRACTICE AND PROCE-
DURE § 2001 (1970) [hereinafter WRIGHT & MILLER] (quoting Hickman v. Taylor, 329
U.S. 495, 500 (1947)).

95. Id.
96. Id.
97. United States v. Procter & Gamble Co., 356 U.S. 677, 682 (1958).
98. 8 WRIGHT & MILLER, supra note 94, § 2001 (Supp. 1992)(quoting Blue Chip

Stamps v. Manor Drug Stores, 421 U.S. 723, 741 (1975)). One court has stated that dis-
covery rules "are not designed to permit a plaintiff to make broad-based allegations,
... and then to invade the defendant's records in an attempt to determine whether or
not a cause of action exists." EEOC v. Carter Carburetor, 76 F.R.D. 143, 144 (E.D. Mo.
1977), mandamus issued, 577 F.2d 43 (8th Cir. 1978), and cert. denied, 439 U.S. 1081
(1979).

99. See supra note 2 and accompanying text; see infra notes 100-04 and accompa-
nying text.

100. FED. R. CIv. P. 34.
101. FED. R. Civ. P. 34(b); e.g., Frasier v. Twentieth Century-Fox Film Corp., 119 F.

Supp. 495, 498 (D. Neb. 1954) (stating that information must only be relevant to the
subject matter of the case to be discoverable).

102. FED. R. Civ. P. 34(b). For example, cause to object exists if the information
sought comprises trade secrets. FED. R. Civ. P. 26(c)(7).

103. FED. R. Civ. P. 34(b).
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whether the information must be produced.104

The holder of a trade secret may object to unrestricted discovery
for cause under Federal Rule of Civil Procedure 26(c)(7). 10 5 Rule
26(c)(7) states that a court may limit discovery if it mandates the dis-
closure of a trade secret.'0o The Rule was written to reflect existing
case law which protected trade secrets. 0 7

Despite the protection granted to trade secrets by Rule 26(c)(7),
trade secrets are not absolutely privileged from discovery. 108 The
Advisory Committee on the Rules of Civil Procedure stated that
"[t]he courts have not given trade secrets automatic and complete im-
munity against disclosure, but have in each case weighed their claim
to privacy against the need for disclosure. Frequently, they have
been afforded a limited protection."'' 0 Often, parties that want to
protect trade secrets will seek a protective order.110

The Federal Rules of Civil Procedure provide that if a court
compels discovery of confidential information, the court may issue an
order protecting the material from public disclosure."' Although the
rules list eight specific types of protective orders, the rules generally
allow a court to issue "any order which justice requires to protect a
party or person from annoyance, embarrassment, oppression, or un-
due burden or expense. 11 2 The rules also allow a court to order that
no discovery be made." 3

Courts have adopted the following nonexclusive provisions to
guide courts in drafting protective orders. First, protective orders

104. FED. R. Civ. P. 37(a).
105. Iowa Beef Processors v. Bagley, 601 F.2d 949, 954 (8th Cir. 1979) (stating that

objecting party must show that the data to be protected fall within the scope of the
rule), cert. denied sub nom, Iowa Beef Processors v. Smith, 441 U.S. 907 (1979). See
FED. R. Civ. P. 26(c)(7).

106. See supra note 2 and accompaning text.
107. See supra notes 2-3 and accompaning text.
108. Federal Open Mkt. v. Merrill, 443 U.S. 340, 362 (1979).
109. FED R. Civ. P. 26 advisory committee's note.
110. Tom Arnold & Russell Wong, Trial Tactics in Trade Secret Cases, in PATENTs,

COPYRIGHTS, TRADEMARKS AND LITERARY PROPERTY COURSE HANDBOOK SERIES
(1989).

111. See FED. R. CIV. P. 26(c) (setting forth various provisions of protective orders).
112. Id. The types of protective orders listed in Rule 26(c) are:

(1) that discovery not be had; (2) that the discovery may be had only on speci-
fied terms ... ; (3) that the discovery may be had only by a method of discov-
ery other than that selected by the party seeking discovery; (4) that certain
matters not be inquired into.... ; (5) that discovery be conducted with no one
present except persons designated by the court; (6) that a deposition after be-
ing sealed be opened only by order of the court; (7) that a trade secret or
other confidential research, development, or commercial information not be
disclosed or be disclosed only in a designated way; (8) that the parties simulta-
neously file specified documents... to be opened as directed by the court.

FED R. Civ. P. 26(c)(1)-(8).
113. 8 WRIGHT & MILLER, supra note 94, § 2037.
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may limit the use of the information to the litigation of the case at
bar.11 4 Second, protective orders may limit the number of people
who may be exposed to the information. 115 Third, protective orders
may limit the reproduction of confidential documents." 6 Fourth,
protective orders may restrict the disclosure of the secrets to ex-
perts." 7 Fifth, protective orders may require the discovering party to
post a bond to compensate the owner of the trade secret for any inju-
ries caused by disclosure."18 Sixth, protective orders may designate
an attorney to act as custodian for the discovered documents." 9

Discovery of Trade Secrets in Other Circuits

The Ninth, Tenth, and Federal Circuits have specifically ad-
dressed the scope of discovery as applied to trade secrets. 120 In Hart-
ley Pen Co. v. United States District Court,121 the United States
Court of Appeals for the Ninth Circuit considered the degree to
which trade secrets should be protected from discovery. 122 In Hart-
ley Pen, a ball point pen producer ("Hartley") sued a dye manufac-
turer ("du Pont") in the United States District Court for the
Southern District of California for breach of warranty because a ship-
ment of dye used in Hartley's ink production was defective. 123 Hart-
ley manufactured the ink under a license with a third company
("Formulabs"), which maintained the formula for the ink as a trade
secret. 124 During the course of discovery, du Pont served interrogato-
ries on Hartley to learn the formula and test procedures used in the
manufacture of the ink.125 Although Hartley objected, the court
granted du Pont's motion to compel discovery. 126

The district court ordered Hartley to reveal the requested infor-

114. Spartanics Ltd. v. Dynetics Eng'g Corp., 54 F.R.D. 524, 527 .(N.D. Ill. 1972).
115. See Litton Indus. v. Chesapeake & 0. Ry., 129 F.R.D. 528, 530, 531 (E.D. Wis.

1990) (recognizing that excessive dissemination of secret information increases the
likelihood of public disclosure).

116. Spartanics Ltd, 54 F.R.D. at 527.
117. Id.
118. Atomic Oil Co. v. Bardahl Oil Co., 419 F.2d 1097 (1969) (requiring a bond to

ensure adherence to a preliminary injunction), cert.- denied, 397 U.S. 1063 (1970).
119. Citicorp v. Interbank Card Ass'n, 87 F.R.D. 43, 48 (S.D.N.Y. 1980).
120. See generally American Standard Inc. v. Pfizer Inc., 828 F.2d 734, 739-43 (1987)

(addressing the scope of the discoverability of trade secrets); Centurion Indus. v. War-
ren Steurer & Assocs., 665 F.2d 323, 325-26 (10th Cir. 1981) (same); Hartley Pen Co. v.
United States Dist. Court, 287 F.2d 324, 328-31 (9th Cir. 1961) (same).

121. 287 F.2d 324 (9th Cir. 1961).
122. Hartley Pen, 287 F.2d at 328.
123. Id. at 325.
124. Id.
125. Id. at 325-26.
126. Id.
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mation.127 Seeking relief from the order, Hartley petitioned the
United States Court of Appeals for the Ninth Circuit for a writ of
prohibition and a writ of mandate ordering that the district court: (1)
vacate the order compelling discovery; (2) vacate the ruling that the
trade secrets that were irrelevant to the case were discoverable; and
(3) affirm Hartley's contention that the information was exempt
from discovery.' 28

The Ninth Circuit described several factors it considered in bal-
ancing du Pont's right to collect evidence against Hartley's right to
protect its secrets.' 29 The court cited Federal Rules of Civil Proce-
dure 30(b) and 34 for the proposition that du Pont must show good
cause before discovery could be ordered. 3 0 The court stated that a
showing of good cause could be accomplished by a showing that the
requested information was relevant and necessary to the litigation.' 3 '
The court noted that the requirement of showing relevance and ne-
cessity was consistent with prior court decisions and the underlying
policy of protecting "the property [interest] in trade secrets against
unnecessary and unjustified invasion.' u3 2

Setting aside the district court decision, the Ninth Circuit deter-
mined that du Pont had not established the relevance or necessity of
the information. 3 3 The Ninth Circuit also noted that the district
court's order to disclose the trade secrets was not accompanied by a
protective order.13 The court did not, however, preclude du Pont
from making the required showing of need and relevance on remand,
or from subsequently discovering the data under a protective
order.1

35

The United States Court of Appeals for the Tenth Circuit de-
fined a comprehensive test for determining the procedure for trade
secret discovery in Centurion Industries v. Warren Steurer & Associ-
ates.'36 In Centurion, a patent holder ("Centurion") filed an in-
fringement suit against the customers of an educational appliance

127. Id. at 326. Formulabs intervened to enjoin the disclosure of the information.
Id. (citing Formulabs v. Hartley Pen Co., 275 F.2d 52 (9th Cir. 1960), cert. denied, 363
U.S. 830 (1960)).

128. Id.
129. Id, at 328. The Ninth Circuit had determined that the information comprised

a trade secret in an earlier case. See Formulabs v. Hartley Pen Co., 275 F.2d 52, 56 (9th
Cir. 1960), cert. denied, 363 U.S. 830 (1960).

130. Hartley Pen, 287 F.2d at 328. Rule 30(b) subsequently became Rule 26(c) (in-
cluding Rule 26(c)(7)) in 1970. See 8 WRIGHT & MILLER, supra note 94, § 2043.

131. Hartley Pen, 287 F.2d at 331.
132. Id.
133. Id. at 331-32.
134. Id. at 331.
135. Id.
136. 665 F.2d 323, 325-26 (10th Cir. 1981).
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manufacturer ("Cybernetic"). 3 7 Centurion sought to require Cyber-
netic to produce certain documents. 138 Cybernetic objected to the
discovery of the materials, and Centurion countered by filing a mo-
tion to compel production. 139 The United States Magistrate for the
District of New Mexico ordered the production of the documents
under a protective order.140 The United States District Court for the
District of New Mexico affirmed the order, and Cybernetic appealed
to the Tenth Circuit.141

The Tenth Circuit set forth the analysis for determining whether
confidential information can be discovered under Federal Rule of
Civil Procedure 26(c)(7). 142 The court stated that a party resisting
discovery has the burden of proving that the data sought contain
trade secrets and that disclosure of the information will be detrimen-
tal.143 If the resisting party proves that the information is a trade se-
cret, the discovering party has the burden of proving the relevance
and necessity of the information to the case.'" The Tenth Circuit
stated that if the discovering party fails to prove either relevance or
necessity, then the information cannot be discovered.145 However, if
the discovering party proves both elements, then the court should
balance the interests of the parties and allow the discovery of the in-
formation "unless [it is] privileged or the subpoenas are unreasona-
ble, oppressive, annoying, or embarrassing.' 146

Applying this test, the Tenth Circuit first noted that Centurion
did not dispute Cybernetic's claim that the information sought was a
trade secret.147 The court then examined the district court's ruling
that the information was necessary and relevant to the case.148 The
court explained that data need not be admissible to be relevant and
discoverable. 149 The court then stated that although Centurion had
not clearly articulated the relevancy of the information sought, the

137. Centurion Indus. v. Warren Steurer & Assocs., 665 F.2d 323, 324 (10th Cir.
1981). The court was uncertain whether one of the defendants was a customer or a
manufacturer's representative. Id. at 324 n.3. Cybernetic was dismissed as a defendant
for lack of personal jurisdiction. Id.

138. Id. at 324.
139. Id. at 324-25. The grounds for the objection were not set forth in the opinion.

See id,
140. Id. See infra note 154 and accompanying text.
141. Centurion, 665 F.2d at 324-25.
142. Id. at 325-26.
143. Id. at 325 (citing 8 WRIGHT & MILLER, supra note 94, § 2043).
144. Id. (citations omitted).
145. Id. at 325-26 (citations omitted).
146. Id. at 326 (citing Covey Oil Co. v Continental Oil Co., 340 F.2d 993, 997-98, cert.

denied, 380 U.S. 964 (1965)).
147. Id. at 325 & n.5.
148. Id. at 326.
149. Id.
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district court had not abused its discretion in finding that the infor-
mation was relevant.15° The court also concluded that the informa-
tion was necessary for Centurion to inform its expert witnesses. 151

Finally, the Tenth Circuit discussed the balance between Centu-
rion's need for the information and Cybernetic's potential injury
from exposure of the information. 152 The Tenth Circuit asserted that
the need for discovery outweighed the potential harm to Cybernetic's
interests because the potential harm to Cybernetic's interests was di-
minished by the Magistrate's protective order.153 The order stated,
inter alia, that Centurion was to treat the discovered information as
confidential, that the disclosure of the information was to be limited
to specified Centurion personnel, and that the depositions, be
sealed.154 The Tenth Circuit concluded that the district court had
not erred in allowing the discovery of the materials, and thus af-
firmed the ruling of the district court.155

In American Standard Inc. v. Pfizer Inc.,156 the United States
Court of Appeals for the Federal Circuit affirmed an opinion of the
United States District Court for the Northern District of Indiana, and
thereby adopted the analysis outlined by the Tenth Circuit in Centu-
rion.157 In American Standard, an orthopedic implant manufacturer
("ASI") filed three patent infringement suits against four different
competitors in three different United States district courts.158 An ad-
ditional competitor ("Biomet") received an opinion letter from its at-
torney describing the validity of ASI's bone implant patent, and
shared the letter with one of the defendants. 159

ASI received the letter from the defendant during the course of
discovery and learned that Biomet had inquired into the validity of
ASI's patent. 60 ASI then requested, and the court issued, subpoenas
to Biomet and its officers for documents and testimony concerning
the research and development of the Biomet bone implant, as well as

150. Id
151. Id
152. Id.
153. Id.
154. Id at 326 n.7.
155. Id at 326-27.
156. 828 F.2d 734 (Fed. Cir. 1987).
157. American Standard, 828 F.2d at 736, 746.
158. Id at 737. ASI sued Pfizer, Inc., in the United States District Court for the

District of New Jersey; DePuy, Inc., in the United States District Court for the North-
ern District of Indiana; and Stryker Corp. and Osteonics Corp. in the United States
District Court for the District of New Jersey. Id.

159. Id. The letter was shared with the in-house legal department of DePuy, Inc.
Id.

160. Id.
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sales information. 161 After unsuccessful attempts to limit discovery,
Biomet filed a motion for a protective order to prevent the discovery
of what it considered to be its trade secrets.162 Biomet argued that
the information sought constituted trade secrets and that the infor-
mation was irrelevant to the case. 163 ASI countered with a cross-mo-
tion to compel production. 164

The Federal Circuit noted that the district court had echoed the
steps set forth in Centuion.1 The district court addressed Biomet's
claim that the requested information contained trade secrets.16 The
district court also evaluated the harm that could occur to Biomet
from the disclosure of the material.16 7 The district court then shifted
the burden of proof to the party seeking discovery to show a nexus
between the innovation and the information sought.168 Finally, the
district court examined ASI's need for the information.169 ASI
claimed that the district court had erred in evaluating each of these
steps.

170

The Federal Circuit reviewed each step of the district court's
analysis.171 The Federal Circuit initially addressed the district court
holding that the requested information contained trade secrets. 172

The Federal Circuit cited an affidavit filed by Biomet as evidence
that the test results and sales information constituted trade
secrets.173 The affidavit stated that Biomet had invested more than
three million dollars in bone implant technology, and that sales had
increased because of its technological advancements and sales ef-
forts. 174 The affidavit also stated that the information sought was not
widely known, and that Biomet had taken strict measures to ensure
that its employees would not divulge its secrets. 175 The Federal Cir-
cuit noted that ASI had not introduced any evidence to rebut Bi-

161. Id.
162. Id. at 737-38. The court did not recount what attempts Biomet made to limit

discovery. Id. at 737.
163. Id. at 737-38.
164. Id. at 738.
165. Id. See supra notes 136-55 and accompanying text.
166. American Standard, 828 F.2d at 740.
167. Id. at 741.
168. Id. The Federal Circuit's opinion did not need to specify what the district

court meant by the word "nexus" because it found that nexus was irrelevant to the
inquiry of discoverability. See id. at 741-42.

169. Id, at 742.
170. Id. at 738-39, 741. ASI contested the ruling only in the Delaware action. Id.
171. Id. at 739-43.
172. Id. at 739-40.
173. Id. at 740.
174. Id.
175. Id. These criteria comprise two common measures of trade secret status. See

supra note 50 and accompanying text.
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omet's assertions.176 The court then applied Indiana trade secret law
to the facts supplied by Biomet and concluded that the district court
had properly held that the information constituted trade secrets.177

The Federal Circuit then evaluated the district court's holding
that Biomet would be harmed by the disclosure of the data.178 The
court again considered the affidavit to make this evaluation. 179 The
affidavit stated that pricing in the orthopedic implant industry was
competitive.'8 0 Biomet also claimed that it would suffer irreparable
harm from the disclosure of its pricing information and its technolog-
ical information. 18 ' The court noted that other courts have assumed
that the disclosure of trade secrets to competitors is more destructive
than disclosure to noncompetitors. I8 2 The court reasoned that be-
cause most of Biomet's competitors were involved in the suit and be-
cause ASI presented no evidence to contradict Biomet's affidavit, the
district court had acted within its discretion in finding that Biomet
could be harmed by the disclosure of its trade secrets. I8 3

The Federal Circuit then analyzed the district court's holding re-
garding ASI's burden of proving the relevance of the data.I s 4 The
Federal Circuit stated that the district court had applied the wrong
standard in denying discovery. 85 The Federal Circuit claimed that a
relevance test, not the nexus test used by the district court, should
have been applied to determine the discoverability of the trade
secrets. 8 6 The court stated that by applying a relevance standard,
discovery of confidential sales information was limited to the disclo-
sure of matter related to the claimed patent. 8 7 The Federal Circuit
stated that ASI had not shown that Biomet's sales information was

176. American Standard, 828 F.2d at 740.
177. Id. The court cited Indiana Code § 24-2-3-2 (Supp. 1986), which provides in

pertinent part:
"Trade secret" means information, including a formula, pattern, compilation,
program, device, method, technique, or process, that:

(1) Derives independent economic value, actual or potential, from not be-
ing generally known to, and not being readily ascertainable by proper
means by, other persons who can obtain economic value from its disclo-
sure or use; and
(2) Is the subject of efforts that are reasonable under the circumstances
to maintain its secrecy.

IND. CODE § 24-2-3-2 (Supp. 1986).
178. American Standard, 828 F.2d at 740-41.
179. Id.
180. Id. at 740-41.
181. Id. at 741.
182. Id.
183. Id.
184. Id. at 741-42.
185. Id at 741.
186. Id. at 741-42.
187. Id. at 742.
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relevant to the patent infringement suit.188

Finally, the Federal Circuit addressed the district court's finding
that ASI had not shown any need for the confidential information. 18 9

The Federal Circuit explained that the party seeking discovery must
establish that the trade secret "is reasonably necessary for a fair op-
portunity to develop and prepare the case for trial." 19° The court
stated that ASI had not shown that the district court had erred in
finding that discovery of Biomet's nonconfidential commercial infor-
mation was sufficient to meet ASI's needs.19 1 Because ASI had not
proven that the confidential information was necessary or relevant,
the Federal Circuit held that the trade secrets were not discoverable
under Rule 26(c)(7). 192

ANALYSIS

In In re Remington Arms Co.,1 9 3 the United States Court of Ap-
peals for the Eighth Circuit held that the United States District
Court for the Western District of Missouri had abused its discretion
by failing to provide Remington Arms Company ("Remington") the
protection granted by Federal Rule of Civil Procedure 26(c)(7). 194

The district court ruled on a complicated point of law - whether to
allow the discovery of alleged trade secrets - during the course of a
short telephone conference. 195 The decision jeopardized the property
rights of Remington and ignored widely accepted procedures for pro-
tecting those rights.196

The procedure outlined by the Eighth Circuit in Remington
Arms is similar to the mechanisms applied by the other circuit courts
that have addressed the issue.197 The threshold issue in analyzing a
Rule 26(c)(7) problem is to determine whether the information
sought is a trade secret. 198 After the party objecting to discovery has

188. Id
189. Id. at 742-43.
190. Id. (citations omitted).
191. Id. at 743.
192. Id.
193. 952 F.2d 1029 (8th Cir. 1991).
194. See In re Remington Arms Co., 952 F.2d 1029, 1032 (8th Cir. 1991).
195. Id at 1030-31. See supra notes 16-20. Apparently, the district court offered no

rationale for its decision to allow discovery of the alleged trade secret. See Remington
Arms, 952 F.2d at 1030-31.

196. Id. at 1032 (citations omitted).
197. See supra notes 120-92 and accompanying text.
198. Remington Arms, 952 F.2d at 1033. The Eighth Circuit addressed the issue

differently than other circuits, however, by advising courts that are faced with the
question of confidentiality to inspect the data in camera. Compare Remington Arms,
952 F.2d at 1033 (stating that a court should review the documents in camera) with
American Standard Inc. v. Pfizer Inc., 828 F.2d 734, 734-51 (Fed. Cir. 1987) (omitting
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proven confidentiality, the burden of proving the necessity and rele-
vance of the requested information shifts to the party seeking discov-
ery.199 Courts then employ a balancing test.2° ° Under this balancing
test, discovery should be denied unless the need for the information
exceeds the potential harm of disclosure.201 Finally, because of facts
peculiar to Remington Arms, the Eighth Circuit stated that although
need and relevance may be shown, discovery still may be limited or
denied in extraordinary circumstances by the terms of a protective
order.

202

On remand, the district court applied the procedure set forth by
the Eighth Circuit.20 3 The court held that the information sought
constituted trade secrets because it pertained to a confidential, devel-
oping product.20 4 The court also found the information to be neces-
sary and relevant to Hartman's case because it was the only available
source for determining the scope of Remington's research on
problems with the model 700 rifle.20 5 The court weighed Reming-
ton's claim that Hartman's counsel had divulged information in viola-
tion of a protective order in prior cases and that his actions should
have barred discovery. 206 The court found that the prior violations
by Hartman's counsel were inconsequential and balanced the parties'
interests in the documents. 20 7 The court determined that Reming-
ton's property interest outweighed Hartman's interest in discovery
only in regard to specific design documents, and the rest of the dis-
puted documents were discoverable under a protective order.20 8

The order of the district court on remand complied with Rule
26(c)(7) by accommodating the interests of both parties.20 9 Hart-
man's interest in preparing for trial was served by the discovery of

any reference to an in camera review) and Centurion Indus. v. Warren Steurer & As-
socs., 665 F.2d 323, 323-27 (10th Cir. 1981) (failing to require an in camera review of the
documents).

199. Remington Arms, 952 F.2d at 1032. See American Standard, 828 F.2d at 741-
42; Centurion, 665 F.2d at 325; Hartley Pen Co. v. United States Dist. Court, 287 F.2d
324, 331 (9th Cir. 1961).

200. Remington Arms, 952 F.2d at 1032. See American Standard, 828 F.2d at 741-
42; Centurion Indus., 665 F.2d at 325; Hartley Pen Co. v. United States Dist. Court, 287
F.2d 324, 331 (9th Cir. 1961). See also aupra notes 129, 152 and accompanying text
(describing the interests to be weighed in the balance); American Standard, 828 F.2d at
738, 740 (same).

201. Remington Arms, 952 F.2d at 1032.
202. Id at 1033 n.3 (noting that questionable actions of an attorney might justify

the denial of discovery).
203. Hartman v. Remington Arms Co., 143 F.R.D. 673, 675-78 (W.D. Mo. 1992).
204. Id. at 675.
205. Id, at 675-76.
206. Id. at 676-78.
207. Id. at 678.
208. Id.
209. See id. See supra notes 203-08 and accompanying text.
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documents relevant to his case.210 Remington's interest in confiden-
tiality was served both by the denial of discovery of irrelevant propri-
etary data and by the restrictions placed on the dissemination of
discoverable trade secrets.211 In reviewing the actions of Hartman's
counsel, the court considered the factors that comprised the "back-
ground of the total situation," which complied with the objectives of
the Rule's authors.212

The method of applying Rule 26(c)(7) adopted by the Eighth Cir-
cuit and employed by the district court furthers the two central pur-
poses of trade secret law: maintaining commercial morality and
encouraging research.2 13 Although the effect of the method on com-
mercial morality is not readily apparent as applied to the facts of
Remington Arms, commercial morality often will be supported when
trade secrets are protected from unrestricted discovery by business
competitors. 214 However, the rule directly affects the other policy of
trade secret law - promoting innovation. 215 The trade secret discov-
ery process employed in the Eighth Circuit protects trade secrets
from unnecessary public exposure and thereby preserves the eco-
nomic benefit of research.216 The method also encourages the licens-
ing of confidential information by allowing a licensor to seek tort
remedies against a wayward licensee without risking the publication
and devaluation of the information.217

Even if the Eighth Circuit had determined that Rule 26(c)(7) did
not protect Remington's information, the party opposing discovery in
Remington Arms could have raised a constitutional argument analo-
gous to that raised in Ruckelshaus v. Monsanto.218 In Ruckelshaus,
the United States Supreme Court stated that when state law recog-
nizes a property right in a trade secret, the trade secret is protected
by the Takings Clause of the United States Constitution.219 The Tak-
ings Clause prohibits the governmental taking of property if the tak-

210. Hartman, 143 F.R.D. at 676.
211. See iL at 678.
212. See I& at 676-78. See supra note 3 and accompanying text. The court ex-

amined the actions of Hartman's attorney in previous cases against Remington to de-
termine the effectiveness of a protective order, Id. at 676-78.

213. See supra note 50 and accompanying text; see infra notes 214-17 and accompa-
nying text.

214. Hartman, 143 F.R.D. at 676. The district court noted that if the plaintiff in
the case had been a competitor, Remington's data would have been "due a greater
level of protection," implying that the method could. be used to enforce commercial
morality. Id

215. See supra note 57 and accompanying text.
216. See supra note 57 and accompanying text.
217. See supra note 59 and accompanying text.
218. 467 U.S. 986 (1984); see supra note 92 and accompanying text.
219. Ruckelshaus v. Monsanto, 467 U.S. 986, 1003-04 (1984).
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ing is for a private use or if the property owner does not receive just
compensation for his property.2 20

In Ruckelshaus, the party attempting to protect its trade secret
argued that Enivironmental Protection Agency dissemination of con-
fidential information to competitors was a governmental taking with-
out compensation. 221 The Court held that no taking had occurred
because the challenged statute delineated sufficient remedial meas-
ures for the value lost due to the dissemination of the data.22 2 In
Remington, the Eighth Circuit could have held that the district
court's order to produce, which did not provide Remington with a
remedy for the potential loss of the value of its information, was un-
constitutional and void because it did not offer compensation for
Remington's loss of property.223 The Eighth Circuit also might have
held that the order was invalid because it constituted a taking that
served a private interest - the advancement of Hartman's case -

rather than a public use.2 24

Although Remington could have argued that the Takings Clause
protected its trade secrets from discovery, the safeguards of the pro-
cedure outlined by the Eighth Circuit would probably have prevented
Remington from finding a constitutional shelter from discovery.2 2 5

Before governmental action can be found invalid under the Takings
Clause, the government must have taken property. 226 The discovera-
bility method set forth by the Eighth Circuit, like the statute in
Ruckelshaus, provided adequate protection for the preservation of
the confidentiality of the secret information.227 Therefore, when a
court compels discovery under a protective order, the property right
in a trade secret is protected and the action does not violate the Tak-
ings Clause.228

The Advisory Committee on the Rules of Civil Procedure recog-
nized that courts would have to delve into the facts surrounding a
case to determine whether discovery of confidential information
should be allowed.229 The discovery procedure used by the Eighth
Circuit achieves the goal of reconciling "the competing interests in

220. IML at 986, 1005 (1984). See supra note 64.
221. Ruckelshaus, 467 U.S. at 998-99. See supra notes 78-83 and accompanying text.
222. Ruckelshaus, 467 U.S. at 1003-04, 1007. See supra note 92 and accompanying

text.

223. See supra note 64.
224. See supra note 64.
225. See supra notes 34, 92 and accompanying text.
226. See supra note 64.
227. See supra notes 34, 92 and accompanying text.
228. See supra notes 34, 92 and accompanying text.
229. See supra note 3 and accompanying text.
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trade secret discovery disputes."230

CONCLUSION

In In re Remington Arms Co.,231 the United States Court of Ap-
peals for the Eighth Circuit had its first opportunity to address the
standard for controlling the discovery of trade secret information.
The court rejected the snap judgment of the United States District
Court for the Western District of Missouri in favor of a more bal-
anced method of determining discoverability. This method promotes
the purposes of discovery with only minimal intrusion on the propri-
etary component of trade secrets. The method allows discovery of in-
formation necessary for a fair trial. The method also enables trade
secret holders to protect the value of their research. This method,
which has been articulated in other circuit courts, complies with the
spirit of Rule 26(c)(7).

James A. Napier-'93

230. Remington Arms, 952 F.2d at 1031.
231. 952 F.2d 1029 (8th Cir. 1991).
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