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I. INTRODUCTION

Acknowledging the problem of high patent invalidity rates result-
ing from inadequate pregrant patent application examination, Judge
Giles S. Rich 1 wrote:

No human institution is perfect; certainly the Patent Office
examinations for patentability are not, and consequently pat-
ents are not. In view of the inherent limitations of Patent
Office examination, it seems obvious that something must be
added to it to make patents less vulnerable to attack than
they now are.2

This Article, explicitly recognizing the potential of patent reexamina-
tion, attempts to define Judge Rich's "something" in terms of a re-
formed patent reexamination system. Excessive costs associated with
litigating issues of patent validity, the difficulty associated with edu-
cating judges and juries in matters of patent prosecution and complex
technology, the economic hardship imposed by patent invalidity, and
the lack of meaningful industry participation during the patent reex-
amination process can be addressed through implementation of any of
several unique statutory schemes for patent reexamination.

t Associate Attorney, Seed and Berry, Seattle, Washington. Formerly Judicial
Law Clerk to the Honorable Wilson Cowen, United States Court of Appeals for the Fed-
eral Circuit. B.S., Illinois Institute of Technology, 1986; J.D., Illinois Institute of Tech-
nology, Chicago-Kent College of Law, 1991; LL.M., George Washington University,
1992. The author wishes to acknowledge the following prople for their guidance and
assistance in the writing of this article: Bernard A. Donahue, Chief Patent Counsel of
the Boeing Commercial Airplane Group, Seattle, WA; Douglas B. Henderson, Partner of
Finnegan, Henderson, Farabow, Garrett and Dunner, Washington, D.C.; Professor Har-
old C. Wegner, Director of the Intellectual Property Law Program, George Washington
University, National Law Center, Washington, D.C.; Paul E. Salmon, U.S. Trade Repre-
sentative, Geneva, Switzerland; Dr. Rainer Moufang, Professor of Law, Max Planck In-
stitute, Munich, Germany. The views expressed in this article are not necessarily those
of Bernard A. Donahue, Douglas B. Henderson, Harold C. Wegner, Paul E. Salmon, Dr.
Rainer Moufang, their clients or colleagues.

1. Circuit Judge, United States Court of Appeals for the Federal Circuit.
2. Judge Giles S. Rich, Foreword and Comments on Post Issuance reexamination,

4 AM. PAT. L. ASS'N Q.J. 86, 87 (1976).
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This Article traces the origin of patent reexamination in the
United States, when it was proposed in 1966 by a Presidential Com-
mission3, through 1981, when patent reexamination was codified into
U.S. law. Next, the first ten years of U.S. patent reexamination will
be reviewed, and current proposals made by the Advisory Commission
on Patent :Law Reform 4 for changing U.S. patent reexamination will
be addressed. This Article also will discuss and evaluate German
legal provisions for postgrant reexamination of patents, i.e. opposition
and nullity proceedings, relying on many scholarly works, translated
into English for the first time so as to facilitate this study. With a
critical analysis of the German and U.S. reexamination systems in
hand, several different types of patent reexamination systems will be
proposed for the United States. The impact of these various systems
will be evaluated in light of the goals intended by international patent
law harmonization.

II. U.S. REEXAMINATION: GOALS AND ROLES

A. LEGISLATIVE VENTURES PRIOR TO CODIFICATION

Statutes authorizing the reexamination of patents on a postgrant
basis were introduced into U.S. patent jurisprudence in 19815. Prior
to this legislation, there were numerous attempts to incorporate reex-
amination provisions into U.S. law, largely resulting from a 1966
Presidential Commission,6 which made recommendations for curing
the high rate of patent invalidity in the judicial system.7 Clearly, the
legislators and patent bar of that era were deeply concerned with the

3. REPORT OF THE PRESIDENT'S COMMISSION ON THE PATENT SYSTEM, "To PROMOTE
THE PROGRESS OF... THE USEFUL ARTS" IN THE AGE OF EXPLODING TECHNOLOGY (1966)
(copy on file with the author) [hereinafter REPORT OF THE PRESIDENT'S COMMISSION].

4. REPORT OF THE ADVISORY COMMISSION ON PATENT LAW REFORM (1992) (copy on
file with the author) [hereinafter REPORT OF THE ADVISORY COMMISSION].

5. Act to Amend the Patent and Trademark Laws, Pub. L. No. 96-517, 94 Stat.
3015 (1980) (codified at 35 U.S.C. §§ 301-307).

6. REPORT OF THE PRESIDENT'S COMMISSION, supra note 3. The report concluded
that an opportunity to contest the validity of a patent without expensive and protracted
litigation would benefit the patentee as well as the public.

7. The legislative debates of the decade prior to 1966 seemingly focused on the
whether the patent system as a whole benefited the United States public. That is, there
was difficulty rationalizing the patent grant and the concepts associated with it. See,
e.g., VANNEVAR BUSH, SENATE SUBCOMMITTEE ON PATENTS, TRADEMARKS, AND COPY-
RIGHTS, COMMITTEE ON THE JUDICIARY, PROPOSALS FOR IMPROVING THE PATENT SYSTEM,
STUDY No. 1, 88th Cong., 2d Sess. (1956) (copy on file with the author); GEORGE FROST,
SENATE SUBCOMMITTEE ON PATENTS, TRADEMARKS, AND COPYRIGHTS, COMMITTEE ON THE
JUDICIARY, THE PATENT SYSTEM AND THE MODERN ECONOMY, STUDY No. 2, 84th Cong.,
2d Sess., (1957). When the Report of the President's Commission on the Patent System
was issued in 1966, the emphasis was on creating a better patent, laying to rest the
speculation of the earlier decade that contemplated whether the patent system was
somehow a burden on the economic development of the United States.
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extremely poor rate of patent survival in legal forums. Although there
was much speculation as to the cause, one fact remained salient-the
high percentage of invalidity resulting from prior art. By 1974, one
author determined that of the total patents invalidated, seventy-five
percent were rendered invalid over prior art not considered during the
application stage examination process.8

Soon after the 1966 Report of the President's Commission on the
Patent System, legislative bills concerning patent reform started to
enter the floors of Congress. 9 The majority of bills that contained re-
examination provisions were omnibus patent reform bills that failed
due to the excessive reform presented in one package. One bill ap-
peared solely as a reexamination bill.1 0 In total, approximately eight
different bills concerning reexamination appeared from 1974 through
1980.

Significantly shaping the reexamination statutes as finally codi-
fied was Senator Fong's Senate Bill 4259.11 An omnibus patent re-
form bill containing eleven sections, Senator Fong's bill essentially
created a reexamination system that mirrored the application stage
examination process in that it was an ex parte proceeding. 12 A unique
aspect of Senator Fong's bill was a provision prohibiting, during in-
fringement suits, the use of prior art that was not considered by the
Patent and Trademark Office (PTO) in either initial application stage
examination or patent reexamination.' 3 The actual benefit to the pat-
ent system due to such a provision is questionable. Under the Fong
proposal, new prior art would always cause some delay in an infringe-
ment trial, without any real binding effect on the court as a result of
the reexamination. That is, the PTO reexamination would only be a
first hurdle and undoubtedly not the last hurdle for the patent owner.
Unless the PTO refused to grant the reexamination or alternately
granted reexamination and then held the allegedly infringed claims

8. G. KOENIG, PATENT VALIDITY - A STATISTICAL AND SUBSTANTIVE ANALYsis, § 5.05
(1974).

9. One commentator wrote in 1978 that over a dozen bills for general and compre-
hensive patent law reform that addressed patent quality had been introduced since the
1966 Report of the President's Commission on Patent Reform. Thomas Edward Po-
povich, Note, Patent Quality: An Analysis of Proposed Court, Legislative, and PTO-Ad-
ministrative Reform - Reexamination Resurrected, 1978 Wis. L. REV. 1155 (1978).

10. H.R. 14632, 94th Congress, 2d Sess. (1976).
11. S.4259, 93d Cong., 2d Sess. (1974) [hereinafter S.4259].
12. Senator Fong's S.4259 was substantially identical to a reexamination proposal

from the ABA's Patent, Trademark, and Copyright Law Section, which was published
one month before Senator Fong's bill was introduced to Congress, suggesting that the
ABA may have played a role in drafting S.4259.

13. Senator Fong's bill also provided that the new prior art must create a "new
question of patentability" in order for the Commissioner to grant a reexamination. See
S.4259, supra note 11.
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invalid, the same prior art considered during reexamination as well as
the same validity issues before the PTO would be presented again
before the district court for purposes of ascertaining validity.

The net effect of the Fong provision on new prior art would have
been delay of the infringement trial and increased costs for the patent
owner without any assistance to the key problem that reexamination
was to address: high failure rate of patents during litigation. Not sur-
prisingly, the provision of mandatory referral of new prior art to the
PTO became controversial and eventually helped lead to the demise of
Senator Fong's S.4259.14 In retrospect however it is clear that the
original purpose for reexamination, as treated in the 1966 Report of
the President's Commission on the Patent System, had been
skewed. 15 The Fong bill did not propose a system that would decrease
the rate at which patents were being held invalid. It would only help
to discourage patentee's from asserting their property grant in court.
Furthermore, it became clear that the legal effect resulting from pat-
ent reexamination and the delay imposed by the reexamination pro-
ceeding were both critical concerns for the survival of any legislative
proposal for a reexamination system.

Another important bill considered was Senate Bill 1679,16 intro-
duced by Senator Bayh. Senator Bayh's bill was similar to Senator
Fong's bill except for the approach taken to the above controversial
problems. Rather than a prohibition on the use of new prior art dur-
ing an infringement trial like Senator Fong's S.4259, Senator Bayh's
S.1679 allowed the trial court to use its discretion regarding the ad-
mission of previously uncited prior art. Also, Senator Bayh's S.1679
bill required a "material reason" 17 for the reexamination request
when made by a third party. In this way, the Bayh bill intended to
help curtail potential for unnecessary delay during trial and increased
costs for the patent holder.

Two other bills also worthy of mention are Senate Bill 21418 and
Senate Bill 2255,19 which were introduced chronologically between
the Fong and Bayh bills. These bills were backed by two diametrically
opposed groups evidencing various views held in 1975 on how reexam-

14. Robert B. Benson, The New Reexamination Law - A Legislative History, 9 Am.
PAT. L. ASS'N Q.J. 234 (1981).

15. For a historical perspective of the ideals represented in the notion of reexami-
nation following the 1966 Report of the President's Commission, supra note 3, see M.
Abramson, Note, Should the U.S. Adopt a Reexamination System?, 13 IDEA 637, 638
(1970).

16. S.1679, 96th Cong., 1st Sess. (1979) [hereinafter S.1679].
17. Id. See supra note 13 and accompanying text.
18. S.214, 94th Cong., 1st Sess. (1975) [hereinafter S.214].
19. S.2255, 94th Cong., 1st Sess. (1975) [hereinafter S.2255].
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ination could serve distinct ideologies. S.214 was called the "patent
bar bill,"20 and S.2255 was called the "administration-antitrust bill."2 1

S.214, the "patent bar bill," advocated a limited reexamination
proceeding, indicating that the patent bar was generally concerned
with potential anti-patent ramifications associated with reexamina-
tion proceedings. 2 2 That is, the patent bar was of the opinion that a
complicated inter partes proceeding could result in increased invalid-
ity rates rather than improved patent quality. Accordingly, S.214 re-
stricted the scope of the reexamination proceeding by not allowing
participation by interested third parties and by limiting the prior art
to only published materials.2 3 Additionally, S.214 did not allow courts
to invalidate patents on the basis of prior art that had not been re-
viewed by the PTO. 24 Essentially, S.214 was extending the ex parte
examination process while concomitantly preventing the courts from
independently acting as PTO examiners.

In contrast to S.214, S.2255 advocated a reexamination proceed-
ing that allowed unfettered third party participation and PTO review
of any prior art relevant to the validity of the patent being reexam-
ined.2 5 S.2255 also gave the PTO power to issue subpoenas for pur-
poses of gathering information from any person, including third
parties. 26 Additionally, S.2255 allowed the courts, during patent liti-
gation, to conduct an independent inquiry of prior art not considered
by the PTO.2 7

Not surprisingly, the major proponent of S.2255 was the Depart-
ment of Justice, 28 which also had helped to author the bill. During
this time period, the Department of Justice supported the view that
patents had anti-competitive effects. 29 Likewise, it reasoned that by
increasing the scope of PTO reexamination while minimizing the res
judicata effects of such a broad reexamination, reexamination would
serve the Department's anti-patent bias.30

20. See Note, 1978 Wis. L. REV. at 1182.
21. Id.
22. S.214, supra note 18.
23. Id.
24. Id.
25. S.2255, supra note 19.
26. Id.
27. Id.
28. See A. Whale, Patent Law Revision - A Dark Look at S.2255, 59 J. PAT. OFF.

Soc'y 153 (1977).
29. See H. Markey, The Status of The U.S. Patent System - Sans Myth, Sans Fic-

tion, 59 J. PAT. OFF. Soc'Y 164, 171 (1977); Whale, 59 J. PAT. OFF. Soc'Y at 153.
30. Arthur Whale, past President of the American Patent Law Society, wrote:
One of our federal courts that hears patent cases said not long ago: "Monopolies
- even those conferred by patents - are not viewed with favor." That is the
attitude, spoken or not, we often face in court. The distrust of patents and of
people who deal with patents has been fed by the antipatent sentiment of the
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The legislative efforts and battles that ensued from the 1966 Re-
port of the President's Commission on the Patent System highlighted
several important and controversial substantive and procedural con-
siderations to implementing patent reexamination legislation: the is-
sues covered in the proceeding; the extent of third party participation;
the interaction of the court system with the PTO during reexamina-
tion of the patent; and the concomitant legal effects like resjudicata or
collateral estoppel as a result of a reexamination proceeding. It also
became clear that different factions had different views on what reex-
amination was to accomplish. One view advocated a reexamination
procedure that would form another hurdle to patent enforcement. The
opposite view sought a reexamination procedure that would improve
patent validity. Unfortunately, reexamination as finally codified
largely side stepped these thorny issues by stripping the legislation of
controversial provisions. The controversies in the legislature also ob-
scured the original goals for implementing the patent reexamination
system:31 to improve the survival rate of issued patents in litigation;
to decrease litigation costs; and to improve patent quality.32 Ironi-
cally, after the smoke cleared and the reexamination statutes were in
place, there was little to suggest that reexamination would be a useful
vehicle for carrying out the intent of the 1966 Report of the President's
Commission on the Patent System. 33 Also unclear was the role that
reexamination would play in improving U.S. patent jurisprudence, if
any.

B. REEXAMINATION AS CODIFIED FAILED TO BE USEFUL

Congress passed the act that authorized reexamination proceed-
ings in 1980.34 The codified act owed its substantive content to the

Antitrust Division of the Justice Department and has metastasized into many
parts of our judicial system. And we see it embodied in S.2255.

Whale, 59 J. PAT. OFF. Soc'y at 154.
31. See supra note 15.
32. REPORT OF THE PRESIDENT's COMMISSION, supra note 3, at 3.
33. When the reexamination statutes were codified, Robert Benson, having served

the Chairman of the Patent Policy of the Advisory Committee under the Carter Admin-
istration, wrote:

I think that the reexamination system that became law is a good proposal and
if properly implemented to carry out the spirit and intentions of the legislation
will turn out to be a major improvement in our patent laws which will signifi-
cantly improve the quality and reliability of commercially important U.S.
patents.

Robert B. Benson, The New Reexamination Law - A Legislative History, 9 Am. PAT. L.
ASS'N Q.J. 234, 238 (1981). Yet, there was little factual or legal support presented to
bolster this conclusion.

34. Act to Amend the Trademark and Patent Laws, P.L. 96-517, 94 Stat. 3015
(1980) (codified at 35 U.S.C. §§ 301-307).
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noncontroversial provisions of earlier legislative efforts 35 and success-
ful passage through Congress to the recommendations of the Presi-
dent's Commission on Industrial Innovation. 36 This broad derivation
of origin, 37 as witnessed by the comments of the legislative history,38

resulted in a likewise bold purpose-to provide an inexpensive and
quick method for increasing the public's confidence in issued patents.
It was hoped that this in turn would promote technological innovation
and strengthen investor confidence. 39 However noble these inten-
tions, for reasons discussed below, the practical reality is that reexam-
ination has not currently accomplished or supplemented the intended
goals.

40

The reexamination statutes create an extremely simple ex parte
proceeding. The statutes provide that any person 4 ' may cite prior art
to the PTO, consisting of patents or printed publications. 4 2 The cita-
tions must contain a brief explanation of the pertinence and manner of
applying such prior art to at least one claim of the patent in ques-
tion.43 The prior art and explanation will then be made a part of the
official file of the patent in question.44 Upon request and payment of
reexamination fee, the Commissioner of Patents will also determine
whether the cited prior art raises a "substantial new question of pat-
entability."45 If the Commissioner determines this to be the case with
regard to one or more claims of the patent, then the Commissioner will
order a reexamination of the patent in question.

35. See William G. Conger, Patent Reexamination Reexamined, 1986 DET. C.L.
REV. 523, 535 (1986).

36. REPORT OF THE PRESIDENT'S ADVISORY COMMITTEE ON INDUSTRIAL INNOVATION
(1979).

37. The genesis of patent reexamination is the 1966 recommendation of the Report
of the President's Commission, supra note 3, which also sought a fast and inexpensive
administrative procedure for the cancellation of patent claims.

38. See H.R. REP. No. 96-1307, 96th Cong., 2d Sess. 2 (1980), reprinted in 1980
U.S.C.C.A.N. 6460, 6461.

39. 1980 U.S.C.C.A.N. at 6462.
40. The goals of the legislation were clearly overstated. As represented in the Re-

port of the President's Advisory Committee on Industrial Innovation (1979) (cited in
1980 U.S.C.C.A.N. 6460), the reexamination statutes were to play a role in increasing
United States productivity and technological innovation. Additional funding of the PTO
in order to upgrade the facilities and increase the staff was also suggested.

41. The statutes require neither the person to be an interested party nor the iden-
tity of that person. See 35 U.S.C. § 301 (1988).

42. 35 U.S.C. § 301 (1988).
43. Id.
44. Id.
45. 35 U.S.C. § 303(a) (1988).
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The reexamination proceeding takes place according to the proce-
dures of the PTO during patent application stage examination4 6 with
some minor exceptions. In particular, if the reexamination requestor
is a third party, i.e., not the patent owner, the third party has an ex-
tremely limited "inter partes" opportunity. The third party may make
detailed arguments in the initial request for reexamination. 47 These
arguments generally address how the cited prior art raises a substan-
tial new question of patentability and how the cited prior art should be
applied to narrow or defeat the claims of the patent in question.48 If

an order for reexamination is granted, then the patentee is given a
period of "not less than two months from the date of the order" to
make a "statement."4 9 This statement by the patent owner may con-
sist of arguments that the subject matter as claimed is not anticipated
or rendered obvious by the cited prior art,50 or may be in the form of a
proposed amendment to the claims. 5 1 Only if the patent owner elects
to make this statement, may the third-party requestor reply to the
patent owner's arguments. 5 2 Therefore, the third party's participa-
tion may be limited to merely submitting the original request for reex-
amination if the patent owner decides not to file the statement to the
order for reexamination. 5 3 Alternatively, if the patent owner decides
to make the statement, the third party's reply to the statement will
conclude third party involvement, even as a mere spectator.5 4 It

should also be noted that the third party has no right to appeal either
the Commissioner's denial of reexamination 5 or any determinations

46. The Manual of Patent Examining Procedures covers reexamination in Chapter
2200. The procedural aspects of reexamination can be found in the Title 37 of the Code
of Federal Regulations, section 1.501 through section 1.570.

47. The Federal Regulations provide:
(b) [A]ny request for reexamination must include the following parts:
(1) A statement pointing out each substantial new question of patentability
based on prior patents and printed publications.
(2) An identification of every claim for which reexamination is requested and a
detailed explanation of the pertinency and manner of applying the cited prior
art to every claim for which reexamination is requested. If appropriate the
party requesting reexamination may also point out how claims distinguish over
cited prior art.

37 C.F.R. § 1.510(b) (1993).
48. 37 C.F.R. § 1.510(b) (1993).
49. Id. § 1.530(b).
50. Id. § 1.530(c).
51. Id. § 1.530(d).
52. Id. § 1.535.
53. The Federal Regulations provide:
No submissions other than the statement pursuant to § 1.530 (the statement
and amendment by the patent owner) and the reply by the requester pursuant
to § 1.535 will be considered prior to the examination.

37 C.F.R. § 1.540 (1993) (parenthetical added).
54. 37 C.F.R. § 1.540 (1993).
55. 35 U.S.C. § 304 (1988).
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made during the reexamination proceeding.5 6 In all other respects,
the reexamination procedure is identical to the patent application
stage examination process.

The codified reexamination statutes fell short of intended lofty
goals 5 7 due to three major limitations imposed as a direct result of the
precodification legislative controversies. The first major limitation is
the narrow substantive and procedural scope of patent reexamination.
The reexamination statutes only allow the PTO to consider substan-
tive issues of novelty and obviousness. Moreover, the novelty and ob-
viousness issues can only be considered in light of newly discovered
documentary prior art that raises a substantial new question of pat-
entability.58 Furthermore, the procedural scope of reexamination is
extremely limited. As discussed in the proceeding paragraph, third-
party requestors are almost entirely barred from the reexamination
process, including the appeal process.5 9 Therefore, the third party
cannot influence the reexamination process beyond initiating it. 60 In
addition, the same examiner who initially granted the patent will hear
the reexamination if he or she is available. Recent statistics seem-
ingly support the proposition that there is no difference between using
the original examiner or a new examiner due to the fact that the per-
centage of confirmed, changed, or cancelled claims during reexamina-

56. 35 U.S.C. § 306 (1988).
57. See infra notes 58-72 and accompanying text.
58. The statute provides:
[Tihe Commissioner will determine whether a substantial new question of pat-
entability affecting any claim of the patent concerned is raised by the re-
quest. . .. [T]he Commissioner may determine whether a substantial new
question of patentability is raised by patents and publications discovered by
him or cited under the provisions of section 301 of this title.

35 U.S.C. § 303 (1988).
Therefore, the basis for ordering reexamination is not limited to new prior art.

Also, MPEP § 2256 states that the examiner is not limited to the new prior art during
the reexamination proceeding and may even make a search for additional unconsidered
prior art during the proceeding.

59. Third parties cannot appeal reexamination decisions, including a decision not
to reexamine the patent. 35 U.S.C. § 306 (1988).

60. See In re Opprecht, 868 F.2d 1264 (Fed. Cir. 1989) in which the Federal Circuit
refused to allow a third party right to participate as an intervenor or amicus curiae in
an appeal of a reexamination proceeding where the third party did not play a role in the
proceeding. Applying a test set forth by the United States Supreme Court in United
Auto Workers v. Scofield, 382 U.S. 205 (1965), the Federal Circuit considered the affect
on third party rights if the intervention was allowed in contrast to not allowing such
participation. The Federal Circuit also considered that Congressional intent weighed
against allowing intervention as the reexamination statutes limit third party participa-
tion. Although In re Opprecht seemingly suggests that the Federal Circuit will not al-
low a third party to participate as an intervenor or to file an amicus curiae brief, the
Federal Circuit in In re Raychem Corp., 996 F.2d 1236 (Fed. Cir. 1993) (table decision)
recently allowed a third party that was being sued for infringing the patent being reex-
amined to file an amicus curiae brief in the patentee's appeal before the Federal Circuit
of the PTO's adverse reexamination decision.
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tion is the same regardless of which examiner oversees the
reexamination process. 61 Yet, new examiners are over two times more
likely to grant a reexamination than the original examiner.62 This
demonstrates considerable bias and is a serious procedural
limitation.

63

The second major limitation is that the reexamination proceeding
lacks meaningful legal effect like res judicata or collateral estoppel.6 4

Unless the patent is invalidated or "substantively"65 altered, there is
absolutely no binding legal effect as a result of the reexamination.
Therefore, even though a patent has been reexamined and a certifi-
cate of reexamination has issued, the courts are free to subsequently
invalidate the patent on the basis of the same prior art that was ana-
lyzed during the reexamination. 66 This is true regardless of whether
the alleged infringer ordered the reexamination or whether the same

61. The Report of the Advisory Commission, supra note 4, determined that regard-
less of whether the original examiner or a new examiner is conducting the reexamina-
tion, there is little difference in outcome. The original examiner confirmed the claims
24% of the time, cancelled the claims 11% of the time, and changed the claims 65% of
the time. A new examiner confirmed the claims 24% of the time, cancelled the claims
14% of the time, and changed the claims 62% of the time. Consequently, the Report
concludes in Appendix C:

[T]he effects of reexamination differ little between the requestor or the exam-
iner which conducts the reexamination. Despite general perceptions otherwise,
there is no statistical significance which can be derived ... due to the use of a
new, rather than the same examiner.

Although the percentages as presented suggest that the difference is negligible, the
original examiner is over two times more likely to deny a reexamination proceeding
than a new examiner. Id.

62. See Gregor N. Neff, Patent Reexamination - Valuable, But Flawed: Recommen-
dations For Change, 68 J. PAT. OFF. Soc'y 575, 582 (1986).

63. Id.
64. Although this paper treats the more pressing problem of the finality of reexam-

ination, another concern is whether patent litigation should be stayed when the patent
being litigated is reexamined. When reexamination laws were codified, no guidance
was given as to the effect a reexamination proceeding would have on co-pending law-
suits. For a discussion of this problematic topic, see Robert W. Fieseler, Note, Staying
Litigation Pending Reexamination of Patents, 14 Loy. U. CH. L.J. 279 (1983). See also
Ethicon, Inc. v. Quigg, 849 F.2d 1422 (Fed. Cir. 1988) (holding that the PTO may not
stay a Reexamination Proceeding pending the outcome of the issue of patent validity in
a district court).

65. Pursuant to 35 U.S.C. § 307(b) (1988), a substantive change made in the claims
of a patent due to a reexamination proceeding may relieve a third party from liability
for the patent infringement occurring prior to the effective date of the reexamination
certificate. In such a case, the third party is said to have gained intervening rights. The
issue of what, constitutes "substantive change" for purposes of intervening rights was
considered by the Federal Circuit in Kaufman Co., Inc. v. Lantech, Inc., 807 F.2d 970
(Fed. Cir. 1986).

66. The degree to which Congress could have granted res judicata effects to an
administrative agency procedure given the fact that a third party has no right to partici-
pate in the reexamination process and no right to appeal the result of reexamination
proceeding is questionable. See United States v. Utah Construction & Mining Co., 384
U.S. 394 (1966).
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issues were raised by a different party during reexamination. Addi-
tionally, the reexamined patent is not entitled to any heightened evi-
dentiary proof requirement for purposes of proving invalidity in a
court proceeding. That is, the burden of proof to invalidate a reexam-
ined patent is identical to that required when the patent originally
issued: The presumption of validity requires the party asserting inva-
lidity to demonstrate by clear and convincing evidence that the patent
is invalid.6 7 The end result is a lack of finality for purposes of litigat-
ing the patent unless the patent is found invalid or a "substantive
change" is made to the claims bringing an accused device outside the
scope of the claims.

The third major limitation is monetary cost in light of the risks to
the party requesting patent reexamination. It is generally true that a
reexamination proceeding is inexpensive when compared to litigating
validity issues in court. However, this generality is seriously tainted.
A patent owner will incur a cost approximated in the tens of
thousands of dollars for a reexamination proceeding. For the money,
the patent owner takes very large risks. The patent owner temporar-
ily loses the presumption of validity68 during reexamination, risks in-
curring intervening rights,69 and does not gain absolute finality with
respect to the issues covered during reexamination. Therefore, not
only does the patent owner spend money and concomitantly risk inter-
vening rights or invalidity, but also may be forced to relitigate the
same issues over again in court. The only tangible benefit for the pat-
ent owner is that the new prior art may be less damaging during trial
because the judge could 70 rely on the fact that the PTO has deter-
mined the new prior art to be inconsequential to validity.7 1

Similarly, due to the lack of accomplishment, the cost may also
dissuade a third party from requesting reexamination. This is true
even though the typical monetary cost to a third party will be much

67. 35 U.S.C. § 282 (1988).
68. The Federal Circuit has determined that the presumption of validity under 35

U.S.C. § 282 (1988) does not apply to patent claims involved in a reexamination pro-
ceeding. See In Re Etter, 756 F.2d 852 (Fed. Cir. 1985).

69. See supra note 64.
70. As discussed earlier, the court does not legally have to give any deference to a

reexamined patent over that which existed immediately after the patent was originally
issued. See supra note 66.

71. Historically, the courts created different rules concerning the effect of "fresh"
prior art, i.e. prior art not considered by the PTO, upon the statutory presumption of
validity. See Adamo, Reexamination - To What Avail? An Overview, 63 J. PAT. OFF.
Soc'y 616, 644 (1981). The fact that courts created such rules in clear absence of statu-
tory authority demonstrates that judges have a tendency to give more deference to the
validity of a patent when the prior art was considered by the PTO. Today, there is no
question that it is legally improper to give "fresh" prior art any special treatment over
prior art considered by the PTO. Yet, it is questionable whether "fresh" prior art inher-
ently influences judges and juries.
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lower than that to the patent owner. When the lack of influence the
third party has over the reexamination process is considered, the cost
is high. Even though theoretically the third party gains the advan-
tage of stripping the patent of the presumption of validity during reex-
amination, the third party cannot rebut or contradict the patent
owner's arguments. In contrast, the effect of "fresh" prior art, i.e.,
prior art not previously considered by the PTO, may have greater im-
pact in court.7 2 "Fresh" prior art may influence the judge or jury to
conclude the patent is invalid or seriously flawed, regardless of the
technicality that the presumption of validity should not be altered by
the presence of such art. Therefore, if the PTO does not invalidate the
patent during reexamination, the third party's opportunity to present
"fresh" prior art during a subsequent infringement trial is lost. Conse-
quently, the costs incurred during reexamination outweigh the poten-
tial gains for either party.

In 1980 when the Reexamination Act was passed, President
Carter wrote, "The patent reexamination procedures established by
this legislation constitute the most significant improvement in our
patent laws in more than a century.... This legislation will improve
the reliability of reexamined patents, thereby reducing the costs and
uncertainties of testing patent validity in the courts."73 Still, the
three major limitations discussed above prevented reexamination
from even approaching the threshold of such grand expectations. A
statistical look at reexamination demonstrates this. When the legisla-
tion was passed, predictions for the number of reexamination requests
were one thousand to three thousand per year. 74 The actual number
of reexamination requests per year was approximately 230 - roughly
ten percent of the estimated requests per year!75 Additionally, only
twenty percent of all the patents reexamined were known to be in liti-
gation.76 Only five years after the codification of reexamination one
commentator stated, "The widespread use of reexamination, however,
has not materialized. The current level of reexamination requests is
only ten percent of that predicted and, as a result, the goals sought to
be achieved through reexamination have not been met."77 It is argua-

72. See supra note 70 and accompanying text.
73. Patent and Trademark System Reform, 16 WEEKLY COMP. PRES. Doc. 2803

(Dec. 12, 1980).
74. Testimony of the Honorable Sidney A. Diamond, Commissioner of the Patent

and Trademark Office, before the House Committee on the Judiciary, Sub-Committee on
Courts, Civil Liberties and the Administration of Justice, 584 (Apr. 24, 1980) (copy on
file with author).

75. REPORT OF THE ADVISORY COMMISSION, supra note 4. Appendix C lists the total
number of reexamination requests to date to be 2310.

76. REPORT OF THE ADVISORY COMMISSION, supra note 4, Appendix C.
77. Note, 1986 DET. C.L. REV. at 562.
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ble whether reexamination has had any meaningful effect on patent
validity.

It is clear that the three limitations of scope, legal effect, and costs
have seriously undermined the usefulness of patent reexamination.
Although those working closely with reexamination optimistically pre-
dicted that it would be a fine addition to U.S. patent law, 78 the num-
bers over the last decade do not nearly meet the quantity expectations.
As a result of the low number of reexamination proceedings and the
creation of the United States Court of Appeals for the Federal Cir-
cuit,7 9 which easily surpassed reexamination in terms of improving
the patent validity rate,8 0 there still remains some question as to
whether reexamination has found any useful role in U.S. patent juris-
prudence.8 1 Indeed, with the emergence of the U.S. Court of Appeals
for the Federal Circuit, it is questionable whether reexamination in its
present form is needed at all. Ambivalence toward the effectiveness of
reexamination has spawned renewed efforts to transform the reexami-
nation proceeding into a meaningful vehicle for improving the U.S.
patent system. The next section of this paper discusses the newest
proposal.

78. One Commentator stated:
I think that the reexamination system that became law is a good proposal and
if properly implemented to carry out the spirit and intentions of the legislation
will turn out to be a major improvement in our patent laws which will signifi-
cantly improve the quality and reliability of commercially important U.S.
patents.

Benson, 9 Am. PAT. L. ASS'N Q.J. at 238. His sentiment generally reflected the feelings
of the bar at that time.

79. Federal Courts Improvements Act of 1982, Pub. L. No. 97-164, § 402, 92 Stat.
25 (1982). The United States Court of Appeals for the Federal Circuit has, among other
appeals, exclusive subject matter jurisdiction over all patent infringement appeals and
all appeals from the United States Patent and Trademark Office.

80. Judge Pauline Newman, Circuit Judge, United States Court of Appeals for the
Federal Circit, stated during her confirmation hearing, "Now that the [Federal Circuit]
has been functioning for close to two years, it has surpassed the expectations of all of us
in its role as a force for strength in our industrial community." Confirmation Hearing,
Senate Judiciary Committee, 98th Cong., 2d Sess. 3, 4 (Feb. 22, 1984).

81. Mark T. Banner & John J. McDonnell, 69 J. PAT. & TRADEMARK OFF. Soc'Y 611
(1987). The authors state:

The reexamination option has its advantages and disadvantages. As experi-
ence with reexamination is gained, voluntary reexamination will find its proper
place in the scheme of patent enforcement activity. However, it simply is not
evident that reexamination is appropriate in all instances.

This article was written six years after the statutes were put in place. Not only is it
apparent that reexamination has yet to find a role in United States patent jurispru-
dence, but proposed legislation, S. 539 and H.R. 115, introduced on February 19, 1987,
demonstrates that legislators are still searching for new roles that patent reexamina-
tion could play in reducing time and costs associated with patent enforcement.
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C. PTO ADVISORY COMMITTEE PROPOSAL

Recognizing that patent reexamination can be potentially useful
and that the reexamination process is not being fully utilized by the
patent bar, the Advisory Commission on Patent Law recently pro-
posed and approved several recommendations for implementing
change to the patent reexamination statutes. These proposed recom-
mendations are aimed at providing a fast expert forum, which is a less
expensive alternative to litigating patent validity.8 2

First, the proposal recommends broadening the procedural scope
of reexamination by allowing more third party participation. Under
the proposed recommendations, third parties would be allowed to com-
ment on the examiner's first office action instead of the patent owner's
initial response to the order for reexamination.8 3 This would alleviate
the current problem of third party preemption by the patent owner's
failure to file a statement to the Reexamination Order.8 4 Addition-
ally, under the proposal third parties would have the right to partici-
pate in interviews, but not to request the interviews. The interviews
would be held under controlled conditions, in the presence of the ex-
aminer and a senior U.S. Patent and Trademark Office representa-
tive.85 Finally, the third party would be allowed to submit written
comments at the close of the reexamination.8 6 The proposal recom-
mends limiting these comments to issues raised during the reexami-
nation.87 After reading the comments, the examiner may choose to
reopen the reexamination by filing a supplemental final action.88 The
patent owner would then be allowed to make a single amendment to
the supplemental final action. 89 If the patent owner elects to do so,
the proposal recommends allowing the third party to respond to the
amendment. 90 The proposal further recommends that the third-party
comments be made part of the record for appeal.91

Second, the recommendations advocate broadening of the sub-
stantive scope of reexamination by allowing the examiner to review
patent claims for compliance with 35 U.S.C. § 112.92 These new
grounds under Section 112 are limited to review of original, new and

82. REPORT OF THE ADVISORY COMMISSION, supra note 4, at 74.
83. Id. at 77.
84. See supra notes 49-56 and accompanying text.
85. Id. at 77.
86. Id.
87. Report of the Advisory Commission at 78.
88. Id.
89. Id.
90. Id.
91. Id.
92. Id. at 76 (Recommendation VIII-A).
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modified claims for compliance with the section 112 "formalism."93

That is, evidentiary issues such as the best mode requirement would
not be considered. 94

Third, the proposal also recommends allowing the third party
some right to participate in the appeals process. 95 However, three dif-
ferent options were offered concerning the type of participation that
might be allowed to a third party in the appeals process. One option is
that the third party may participate in any appeal before the Board of
Patent Appeals and Interferences ("Board"). 96 However, the appeal
must be made by the patent owner.97 Another option allows the third
party who requested and participated in the reexamination to file an
appeal to the Board and then to the United States Court of Appeals for
the Federal Circuit, but on limited issues.98 That is, issues on appeal
could only consist of those raised by the Board or the third party dur-
ing the close of PTO's proceeding. 99 The last option allows a third
party the right to appeal the reexamination decision to the Board and
then to the United States Court of Appeals for the Federal Circuit, but
with three limitations. 100 The limitations are as follows: the third
party may only appeal issues raised by the Board or the third party at
the close of the PTO proceeding; 101 the third party must pay a sub-
stantial fee; 102 and the third party must file a written waiver in which
the third party agrees not to relitigate, in any legal forum, the validity
of any claim in the reexamined patent on grounds that were raised or
could have been raised by the third party.10 3 The last of these limita-
tions requires that the third party agree to be bound, as resjudicata in

93. Id. The "formalism" of 35 U.S.C. § 112 included the following legal
requirements:

The specification shall contain a written description of the invention, and
of the manner and process of making and using it, in such full, clear, concise,
and exact terms as to enable any person skilled in the art to which it pertains,
or with which it is most nearly connected, to make and use the same .... The
specification shall conclude with one or more claims particularly pointing out
and distinctly claiming the subject matter which the applicant regards as his
invention.

35 U.S.C. § 112 (1988).
94. 35 U.S.C. § 112. 35 U.S.C. § 112 requires the inventor(s) who files for a patent

to disclose, at the time of filing the patent application, the "best mode" contemplated of
making or using the disclosed invention. Failure to do so, that is, suppressing the best
mode contemplated by the inventor(s), renders the subsequently issued patent null and
void. See 35 U.S.C. § 112 (1988).

95. REPORT OF THE ADVISORY COMMISSION, supra note 4, at 79.
96. Id. (Recommendation VIII-E).
97. Id.
98. Id. (Recommendation VIII-E (Alternative 1)).
99. Id.

100. Id. (Recommendation VIII-E (Alternative 2)).
101. Id.
102. Id.
103. Id.
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any legal forum, to the validity issues raised, or which could be raised,
during reexamination. 10 4

The Report of the Advisory Commission makes meaningful recom-
mendations for addressing the limited scope of the reexamination
statutes as they exist today. However, changing the scope without ad-
dressing the other limitations of legal effect and cost has serious nega-
tive repercussions for the patent owner and the patent system. In
other words, the recommendations would protract reexamination with
minimal legal effect: There is nothing that prevents a third party
from relitigating in a district court the same issues heard during the
newly proposed reexamination proceeding. The recommendations, if
implemented would increase cost, increase the duration of the reex-
amination proceeding, and incur unnecessary redundancy for the pat-
ent owner assuming an infringement issue still exists at the
completion of reexamination. To a limited degree, the Advisory Com-
mission recognized this by making Recommendation VIII-E, which re-
quired a waiver from the third party should they appeal. Considering
the increased costs and delay, however, the waiver alone is not ade-
quate. The third party could preserve all issues of the reexamination,
for de nov review in a district court, by simply not filing an appeal.
Consequently, the proposal increases reexamination scope and costs
without legal effect.

Although the Commission stated that the objective of the recom-
mendation was to provide an alternative to a validity challenge in
court,10 5 without finality, the recommendations really create a new
vehicle to protract patent litigation. From the review of the newest
proposal for changing reexamination, it is clear that new goals for re-
examination must be considered prior to any alterations.

D. SUMMARY: NEW GOALS FOR REEXAMINATION ARE NECESSARY

PRIOR TO RECONFIGURATION OF EXISTING LAW

In the legislative history to the reexamination statutes, the fol-
lowing statement can be found: "[R]eexamination of issued patents
could be conducted with a fraction of the time and cost of formal legal
proceedings and would help restore confidence in the effectiveness of
our patent system."106 The reexamination statutes accomplished
these goals-reexamination is relatively quick, relatively inexpensive
in comparison to litigation, and has not imposed a burden on the PTO.
Yet, this accomplishment needs to be qualified. In light of the limited
scope, the absence of meaningful third party participation, and the

104. Id.
105. Id. at 75.
106. H.R. REP. No. 96-1307 at 3-4.
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lack of legal effect for the cost, patent reexamination in most situa-
tions is undesirable and not utilized. The patent bar, as reflected by
the low usage rate, has had little interest in spending money for a
patent reexamination proceeding. Furthermore, the current changes
proposed by the Advisory Committee diminish the qualified success of
reexamination in that the time and cost of the proceeding will greatly
increase without any legal effect, such as res judicata or collateral es-
toppel. Consequently, after ten uneventful years, it is clear that prior
to changing the statutes, new objectives for the reexamination stat-
utes are required. In other words, how can reexamination be changed
in order to have a meaningful role in the U.S. patent system?

The range of potential objectives and likewise the different roles
for reexamination in the U.S. patent system is intriguing. However,
to avoid the temptation of advocating a system that is entirely imprac-
tical or is otherwise a detriment to the U.S. patent community, a com-
parative study of the German reexamination system will be made in
the next section. The German system was selected because the
Germans utilize two distinct types of postgrant patent reexamination.
After reviewing the German system, several proposals altering the
objectives and procedures for U.S. reexamination will be made.

III. THE GERMAN SYSTEM FOR REEXAMINATION 10 7

German patent jurisprudence provides for two distinct procedural
methods for reexamining patent postgrant validity and scope. The
first is an opposition proceeding, which can only be instituted within
three months from the grant of the patent. The second is a nullity
proceeding, which can occur at any time during the life of the patent
after filing an opposition is no longer possible. Essentially, the nullity
proceeding is tantamount to a validity challenge in a U.S. district
court during patent infringement litigation, but the nullity proceeding
is completely bifurcated from the infringement action and can result
in amendment of the patent claims. Additionally, the nullity proceed-
ing is heard in the specialized Federal Patent Court.' 0 8

107. The author acknowledges the faculty of the Max Planck Institute for allowing
personal access to the Institute's exceptional resources in Munich, Germany, in order to
facilitate this study. In particular, the author would like to thank Dr. Rainer Moufang,
Hans Pitz, and Hans-Christian Haugg of the Max Planck Institute for sharing legal
insight and thought-provoking ideas. The author would also like to thank Dr. Walter
Moll of Glawe, Delfs, Moll & Partner for his guidance. The views in this section are not
necessarily those of Dr. Rainer Moufang, Hans Pitz, Hans-Christian Haugg, or Dr.
Walter Moll, their clients, or colleagues.

108. The Federal Patent Court is called the Bundespatentgericht. It is an appeals
court that oversees appeals from the German Patent Office. The Federal Patent Court
also has original jurisdiction over nullity proceedings. See Section 81 PatG (1980).
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As a result of these two distinct methods for investigating patent
validity, the German Patent System offers a wealth of information for
forecasting the benefits and detriments associated with different types
of postgrant reexamination systems. In particular, analyzing the Ger-
man postgrant reexamination helps address the following question:
how does reexamination scope, legal effect, and cost, embodied in the
opposition and nullity proceedings, affect the enforcement of the pat-
ent property right?

A. INTRODUCTION

Prior to examining the German legal system for patent "reexami-
nation,"10 9 a brief introduction to German procedural law is necessary
for understanding the German patent postgrant substantive legal pro-
visions. German law has some major procedural differences in com-
parison to U.S. law. First, German civil procedure, like many other
foreign systems, does not utilize pretrial discovery.1 10 Instead, discov-
ery essentially occurs during trial. As a result of the lack of a discov-
ery system, pleadings play a key role in setting forth facts and law.111

At first blush, the lack of pretrial discovery may appear to place a
boulder on the shoulders of the party attempting to meet a burden of
proof. However, German law seemingly compensates for the lack of
discovery in the appeals process. That is, the first appeal, called ap-
peal of first instance, is completely de novo, i.e., it allows new evidence
and does not have anydeference for findings of fact or law made in the
lower court.1 12 As a result, the trial may lead the parties to introduce
new evidence or argument during the first appeal. The second appeal
more closely approximates the first appeal in the U.S. court system in
that new evidence cannot be added, the appeal largely concerns points
of law, and findings of fact are entitled to deference. 113

109. For purposes of this section on German Law, the term "reexamination" refers
to the postgrant examination of a German patent either in the nullity proceeding or in
the opposition proceeding. Both types of proceedings are considered analogous to
United States patent reexamination because the validity of the patent can be chal-
lenged, and the scope of the patent claims can be amended during the proceedings.

110. A pretrial procedure for securing evidence can occasionally be used for immedi-
ately securing evidence if for some reason the evidence will be difficult or impossible to
obtain or if the other party agrees to such a procedure. See Zivilprozeordnung (ZPO)
Section 485.

111. See Zivilprozeordnung (ZPO) Section 253 (requiring the party filing the claim
to set out the facts and law relied upon in the legal action).

112. One indicative figure is that in general litigation, a Court of Appeal reverses
the judgement of the district court 44% of the time. See MCINSTOSH & HOLMES, CIVIL
PROCEDURE IN E.C. COUNTRIES 133 (1991).

113. For a comparison of the treatment of first and second appeals before the Fed-
eral Supreme Court the provisions for second appeal in a opposition proceeding, con-
trast Section 100 PatG (1980) with the provisions for a first appeal in a nullity
proceeding, Section 117 PatG (1980).
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Second, the nullity proceedings, the opposition proceedings, and
the patent infringement suits are filed in different German legal fo-
rums. The legal forums that hear the nullity proceeding and the oppo-
sition proceeding are specialized subject matter jurisdiction forums. It
is believed that in nullity and opposition proceedings, subject matter
jurisdiction forums increase the probability that judicial opinions will
be legally and technically sound. In contrast, infringement suits are
filed in the federal courts of general jurisdiction which properly have
territorial jurisdiction over the case. However, unlike the U.S. courts,
which typically have a lottery system for assigning a judge to a partic-
ular case, the German courts have specialized "senates." Each senate
is assigned particular cases by subject matter. Most German general
jurisdiction district courts have a special senate for industrial prop-
erty infringement cases.

Because Germany is a civil law country, the writing of judicial
decisions and the meaning of those decisions to the German legal com-
munity is distinguishable from that of the U.S. Despite the differ-
ences, study of German postgrant patent reexamination yields
important insight to the different alternatives available and the gen-
eral effect those alternatives have on the patent system of a major
industrialized country.

B. GERMAN OPPOSITION PROCEEDINGS: DESCRIPTION AND COMMENT

When the German Patent Law was harmonized with European
Patent Law in 1980, the period to file an opposition was changed from
pregrant publication to postgrant of the patent.114 This change was
more form than substance 1 5 . The substance of opposition remained
the same in that the grounds for opposition and opposition procedure
were unchanged."" However, the form changed in that the opposition
must now be filed three months from patent grant instead of three

114. For a comprehensive discussion on the harmonization of the German Patent
System, see Albrecht Krieger, The New German Patent Law After Its Harmonization
With European Patent Law - A General Survey, 13 IIC 1, 17 (1982).

115. As one German commentator noted prior to implementation of the postgrant
opposition system:

[T]here is hardly any legal difference (under German Law) between disclosure
of a patent application and granting of a patent after an internal preliminary
examination process has been conducted. Even under the present arrange-
ment (pre-grant opposition), the legal effect of a patent goes into effect... with
its (the application) disclosure.

Fromut Volp, Einspruchsverfahren nach Patenterteilung [Opposition Proceedings After
a Patent is Granted], 1959 GRUR 260 (1959).

116. The author herein cites articles written prior to harmonization where such ar-
ticles reflect important aspects of the opposition system. Many legal scholars feel the
change from pregrant to postgrant did little to affect the substantive operation of the
opposition. The author is inclined to agree.
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months after pregrant publication. 1 17 Consequently, the German Pat-
ent Act of 1980 gives the public 18 three months from the grant of the
patent to file an opposition, which is still three months from when the
patent is published. 1 9 The German Patent Act also allows additional
parties to intervene in an ongoing opposition after the lapse of the
three-month period. However, the third party must have been sued
for infringement on the patent being opposed and must file for inter-
vention within three months from date of the infringement suit.120

When the request for an opposition is properly filed, all subse-
quent proceedings concerning the opposed patent pass from the exam-
iner to the Patent Division of the German Patent Office. 12 1 Typically,
the Patent Division will assign three technical members to oversee the
opposition. 122 One member will be the Chairman of the particular
Patent Division involved. Another member overseeing the opposition
will be the original examiner. The original examiner will work in the
capacity of reporter during the opposition proceeding. 12 3 The Patent
Division collects all of the various oppositions against the patent and
forwards them to the patent owner. The patent owner is given a brief
time to respond. The response of the patent owner can be simply a
commentary regarding the opposition grounds or can consist of pro-
posed amendments to the claims and specification. After the proceed-
ing has concluded and the Patent Division of the German Patent
Office has rendered a decision, the case can be appealed as a matter of

117. As a result of the change to a postgrant opposition system, the German Law
now includes a provision that the scope of the patent cannot be enlarged during the
opposition proceeding. This provision was derived from the Luxembourg Patent Con-
vention with the intent of allowing the public to rely on the fact that granted patents
will not be broadened subsequent to issue. See Official Opinion on the Government
Draft of the Community Patent Law, Bundestagsdrucks, 8/2087 at 25, cited in Krieger,
13 IIC at 17.

118. Anyone can file a patent opposition without having to demonstrate an interest
in the outcome of the opposition. BENDARD, PATENT LAw § 59 nn. 5, 6 (8th ed.). The
rationale is that the party opposing the patent is considered to be representing the gen-
eral public.

119. Section 59(1) PatG (1980). Under the 1980 German Patent Act, the patent is
published at the time it is granted. Prior to the 1980 Act, the patent application was
published after examination but before the patent issued.

120. Section 59(2) PatG (1980).
121. Dietrich Lewinsky, Opposition Procedure Before the Patent Office of the Federal

Republic of Germany, 14 INDUS. PROP. 242 (1975).
122. In special cases a fourth member with a legal background might be asked to

preside over the hearing. Typically, when a fourth member is called, it is because the
opposition involves complex legal issues. See Section 27(3) PatG (1980); Lewinsky, 14
INDUS. PROP. at 242.

123. Lewinsky, 14 INDUS. PROP. at 242.
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right to the Board of Technical Appeals 124 of the Federal Patent
Court. 125

In comparison to the U.S. reexamination proceeding, the scope of
the opposition is broad in two respects. First, there are more statu-
tory grounds for filing an opposition. 12 6 Like the U.S. reexamination,
grounds for opposing a granted German patent may include absence of
novelty 12 7 or lack of inventive step.128 However, unlike the U.S. reex-
amination proceeding, a German patent also can be opposed for lack of
statutory subject matter, 12 9 lack of proper disclosure, 130 misappropri-
ation 1 3 ' of the subject matter from another without his consent, or
that the subject matter was broadened during the application stage
examination beyond the disclosure of the original application. 13 2

Second, the scope of the opposition proceeding is extremely broad
with respect to admissible evidence. Unlike the evidence allowed in a
U.S. reexamination proceeding, which is limited to publications and
patents, the German Patent Office is allowed to independently find

124. The Board of Technical Appeals consists of three members and oversees,
among other things, opposition appeals from the Patent Division. Two of the members
are technically qualified and one is legally qualified. One practice of the Technical
Board of Appeal that is generally disliked during opposition appeal is the proposal of
revised claims written by the board members. One commentator writes:

I frequently experience that ... the board of appeal will refer ... to the fact
that the main claim must (of course) be changed or clarified and perhaps be
freed of inadmissible changes; the opponent, however, has to first make a com-
plete presentation; the board of appeal will then confer as to any changes in the
application for protection that appear to be necessary. During the time they
confer, which frequently is more than an hour, the board will then formulate a
patent claim which was never petitioned in this version by the applicant. Occa-
sionally, such claims formulated by the board will contain technical terms
which have not yet been used in the entire granting procedure. It may appear
to be justifiable, expedient and economical in procedure in an applicant appeal
if the board of appeal continues the work of the examiner. This is not valid,
however, for an opposition appeal . I . . It cannot be the job of the board of
appeal to determine, beyond the requests made, the application for protection
which would make possible the granting of a patent and then to formulate an
appropriate proposal.

Werner Gramm, Probleme des Rechtsuchenden vor den Gerichten des gewerblichen
Rechtsschutzes, [Problems of Those Seeking Justice Before Legal Protection of Industrial
Property Courts], 1981 GRUR 465.

125. See Section 73 PatG (1980).
126. Section 21 PatG (1981) lists the grounds for revocation of a granted patent.
127. Section 1(1) PatG (1981).
128. Section 3 PatG (1981).
129. Section 1(2) PatG (1981). The German Patent Act precludes discoveries, scien-

tific theories and mathematical methods, aesthetic creations, schemes, rules and meth-
ods for performing mental acts, playing games or doing business, programs for
computers, and presentations of information.

130. Section 21 PatG (1981). The German Patent Act requires that the patent "dis-
close the invention in a manner sufficiently clear and complete for it to be carried out by
a person skilled in the art." Id.

131. Section 21 PatG (1981).
132. Section 21(1)4 PatG (1981).
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facts, add evidence, and admit both oral testimony and published prior
art.133 Moreover, because oral evidence can be procured during an op-
position, novelty investigations may include evidence of prior public
use.' 34 Consequently, the grounds for opposition and the type of evi-
dence to support those grounds are extremely broad in comparison to
a U.S. reexamination proceeding.

From a U.S prospective, the broad scope of issues and evidence
allowed during an opposition would seem overly burdensome to the
German Patent Office and the parties involved. This is not so. A
party only has three months 135 from first publication of the issued
patent to file an opposition. Because there is no discovery in German
Law, the party filing the opposition must plead the grounds for opposi-
tion with detailed facts. It is fatal to the opposition if these facts, per
se, do not adequately support the grounds as pled. Moreover, a party
is not allowed to add new grounds to the opposition proceeding once
the opposition period of three months has passed. The party is al-
lowed, however, to add new facts to the pleadings at any time. There-
fore, the three-month window and the "per se" requirement that facts
credibly support the alleged grounds serve to curtail "fishing expedi-
tions" and to reduce the burden upon the German Patent Office.

Like the U.S. reexamination proceeding, legal effect as a result of
the opposition proceeding, like resjudicata and collateral estoppel, are
de minimis.136 However, an opposition proceeding is barred by the

133. DR. BRANDI-DOHRN, WORLD INTELLECTUAL PROPERTY GUIDEBOOK, FEDERAL RE-
PUBLIC OF GERMANY § 2D at 2-104 (1991) (hereinafter BRANDI-DOHRN).

134. See BGH GRUR 1987, 513 - Streichgarn (carded wool) (decision of March 1987),
cited in BRANDi-DOHRN, supra note 133, at 2-103. In Streichgarn, The Federal Supreme
Court specified the evidentiary requirements to prove prior use in an opposition
proceeding.

135. Section 59 PatG (1980). Some German commentators feel this "opposition win-
dow" is too short. One commentator states:

The opposition period... has often proven to be too short, especially for compa-
nies, to take note of the fact that a patent has been granted and initiate the
required measures though the departments affected by the ruling, discover
materials, make a decision, formulate an opposition brief and also issue a
power of attorney document for the legal representative.

Wolfgang Niedlich, Einspruch ohne Vollmacht [Opposition without Full Power of Attor-
ney], 1989 GRUR 158 (copy on file with author). The author however, recognizes the
necessity of a reasonably fast opposition proceeding by his concluding statement: "Let
the opposition proceedings follow their course - rapidly." Id.

136. Essentially, the "legal effect" discussed here encompasses finality of the issues
and heightened evidentiary burden of proof for invalidating an unsuccessfully opposed
patent. One German commentator suggested that the fact a patent has been opposed
may not be admissible during the nullity proceeding. He states: "This (lack of legal
knowledge) leads to a lack of willingness (of a technical judge at the Federal Patent
Court) to enter into discussion of special legal problems like . . . the inadmissibility of
opposition." Werner Gramm, Problem des Rechtsuchenden vor den Gerichten des gewer-
blichen Rechtsschutzes [Problems of Those Seeking Justice Before Legal Protection of
Industrial Property Courts], 1981 GRUR 465. It is uncertain what the conditions and
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three-month statutory filing period. The advantages of utilizing oppo-
sition within this three-month window, when compared to the alterna-
tives, act as incentive for all interested parties despite the de minimis
legal effect. The alternative to challenging validity after the three-
month window for opposition is limited to instituting a nullity pro-
ceeding. Unlike the opposition proceeding which has no actual burden
of proof for patentability issues, in the nullity proceeding the burden
of proof for validity issues is upon the party seeking to invalidate the
patent. Additionally, as will be discussed below, the costs are higher
during a nullity proceeding and the loser of the nullity proceeding
must pay ALL costs. 13 7 Moreover, because the opposition proceeding
has produced additional prior art, there is a greater chance that an
opposed patent will more accurately reflect the proper scope of the
patent.138 Consequently, although the legal effect of an opposition
proceeding is de minimis, there is an incentive for both the patent
owner and competitors to clarify the patent by initiating an opposition
proceeding within the three-month window.

In general, the opposition proceeding is favored in Germany. 13 9 It
is viewed as a legitimate, nonadversarial legal method used to clarify
a competitor's rights in a newly issued patent. 140 Additionally, a typi-

prerequisites are for the admission, during a nullity proceeding, that the patent was
opposed. Yet, it would seem that not giving any deference to an opposed patent during
the nullity proceeding is unthinkable.

137. One German commentator stated in 1976 that the cost of a nullity proceeding
is approximately 10 times or more that of an opposition proceeding. See Gunther Eg-
gert, Additional Comments, Primarily As Seen From Point of View of Chemical Practice,
4 Am. PAT. L. ASS'N Q.J. 173, 174 (1976).

138. However, some commentators see the opposition not as a means to arrive at
proper patent scope, but more of a means for harming a competitor by delaying the
issuance of their patent. See Martin Abramson, Note, Should the U.S. Adopt a Re-ex-
amination System?, 13 IDEA 637, 647 (1970). However, this view is now outdated by
the new postgrant German Patent Act of 1980, which allows infringement actions to be
filed regardless of whether the patent is in an opposition proceeding.

139. One German commentator articulately wrote:
The statistics show that opposition proceedings are highly advantageous, con-
sidered from the point of view of the national economy and trade. They provide
better examined patents - monopoly rights where they should be -but also free
competition unhampered by doubtful and questionable patents. The present
rapid evolution of science and technical knowledge requires cooperation of the
public and industry in the examination of patents which will play an increas-
ingly important role in the future.

Rudolf Ruger, Opposition Proceedings in Germany - As Seen by an Attorney in Private
Practice, 4 AM. PAT. L. ASS'N Q.J. 143, 156 (1976).

140. One German commentator wrote:
[I]t should be noted that an opposition proceeding is one which is carried out
"administratively," that is, to file or to contest an opposition does not involve
high-level considerations within an organization attendant upon filing of a law
suit. While, of course, the aim of the opposition proceeding, looked at from the
opponent, is to eliminate patent rights which might interfere with his opera-
tions and, from the applicant, to obtain exclusive rights which might well be
asserted against the opponent, the gravity of the proceeding is not nearly that
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cal opposition with appeals might take three to four years to complete.
The overwhelming majority of German practitioners would appreciate
decreasing the duration of the opposition proceeding. However, con-
sidering that opposition occurs during the first few years of the patent
and that German law does not allow a challenge of validity during an
infringement suit, the duration is reasonable. 14 1 In other words, the
time period for the opposition takes place prior to major investment in
or detrimental reliance on an uncertain patent right. Furthermore,
because the German Patent Office does not charge a fee for the opposi-
tion,14 2 and all parties pay their own costs, the opposition is relatively
inexpensive. 1 43 The opposition proceeding is considered a reasonable,
fair, and legitimate administrative exercise for ascertaining the valid-
ity and scope of newly issued patents. As a result, the opposition pro-
ceeding typically is not a heated conflict between parties.

A few commentators argue that German opposition incurs unnec-
essary costs for industry. Naturally, effective opposition requires cor-
porations to spend money monitoring published patents and storing
"ammunition," i.e., leading prior art for oppositions. 1 44 However, it is
questionable whether a patent office can consistently locate the best
prior art absent industry involvement. Without the best prior art,
patent owners may lose more money in the long term if the patent is
later held invalid in a nullity proceeding. Other critics argue that
large corporations have more resources and can function more quickly
and cost effectively and research better prior art. These critics see
large corporations, which have greater resources than small corpora-

of a law suit and is handled by all parties concerned in the ordinary course of a
patent application, without "hard feelings" between parties.

Friedrich Schweikhardt, Opposition Proceedings in the Federal Republic of Germany, 4
AM. PAT. L. ASS'N Q.J. 157, 166 (1976).

141. The average amount in which a U.S. reexamination is filed in the PTO is 5.2
years after grant. REPORT OF THE ADvISORY COMMISSION, supra note 4, Appendix C.
This tends to indicate that several years pass before the economic viability and scope of
the patent is scrutinized, or alternately, utilized.

142. Section 62(1) PatG (1981).
143. Although the German Patent Office has the discretion to assess costs against

any party pursuant to Section 62 PatG (1980), it is in very unusual instances where the
costs will not be equally divided. See Schweikhardt, 4 AM. PAT. L. Ass'N Q.J. at 162
(1976); Wilhelm Reichel & Stephen H. Frishauf, Opposition Proceedings in the German
Patent Office in the Light of the Sixth Transfer Law Effective July 1, 1961, 44 J. PAT.
OFF. Soc'y 52, 63 (1962).

144. One German commentator states:
Perhaps it is slightly exaggerated but one can probably say that for each dollar
the Patent Office wants to save for an improvement and intensification of the
preliminary examination process with the Patent Office, the industry (for
searching prior art for purposes of the opposition system) would have to pay ten
times as much for its own examination work.

Fromut Volp, Einspruchsverfahren nach Patenterteilung [Opposition Proceedings after a
Patent is Granted], 1959 GRUR 260.
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tions, the real benefactors of the opposition proceeding. 145 Yet in the
U.S., without an opposition system, general jurisdiction courts resolve
invalidity issues during infringement suits at extreme costs, after pro-
longed periods of time, and usually after there has been material reli-
ance on the property grant by the patent owner. It is therefore
questionable whether critics of the opposition system can offer an al-
ternative patent reexamination system that does not inherently favor
parties with greater economic resources.

Critics of opposition are clearly in the minority. As Judge Rich
noted in 1976, "One feeling I get from my reading (about opposition) is
that these authors, who are leading solicitors of patents in the major
industrial, patent-utilizing countries of the world, work with opposi-
tion systems described here with considerable contentment."1 4 6 The
contentment is understandable. The German opposition system ap-
pears to be an excellent and relatively inexpensive method to deter-
mine patent scope and validity. It wisely utilizes both industry
resources and the expert government resources of the patent office
prior to the patent owner's material reliance upon the property grant.

C. GERMAN NULLITY PROCEEDINGS: DESCRIPrION AND COMMENT

If an opposition is not pending and cannot be filed because the
three-month time period has elapsed, 14 7 a party can challenge the va-
lidity or modify the scope of the patent in Germany only by filing a
nullity proceeding. 148 Under the 1980 German Patent Act, the
grounds upon which a nullity action may be filed were made identical
to the grounds for the opposition proceeding. 149 Like the opposition
proceeding, properly pleading the grounds in the nullity proceeding is

145. One German commentator noted:
Inventions of great economic value are made today mainly by employees of ma-
jor corporations that can expend the money needed for systematic research
work. [I]t is often only the patent departments of major corporations that can
discover significant material that is prejudicial to novelty . . .because they
alone are capable (economically) of completely researching respective discipline

Volp, 1959 GRUR at 260.
The author concludes that the small and mid-sized companies are thus disadvan-

taged by the opposition system. Additionally, the author states that by withholding the
best art, big companies can obtain royalty-free licenses on newly issued patents by
agreeing not to file an opposition. Id.

146. Judge Giles S. Rich, Foreword - And Comments on Post Issuance Reexamina-
tion, 4 Am. PAT. L. AS'N Q.J. 86 (1976). This edition of the American Patent Law Asso-
ciation Quarterly Journal contained a symposium discussing the various opposition
systems of the industrialized nations.

147. See Section 59 PatG (1981).
148. Section 81(2) PatG (1981).
149. See E.K Pakuscher, The New Provisions in the German Patent Act Relating to

Revocation Procedure, in PATENT CLAIM DRAFTING AND INTERPRETATION (John A. Kemp
ed., 1983).
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critical to the maintenance of the action. 150 The pleadings must set
forth the grounds for invalidity as well as the facts that support the
grounds pled. 151 Unlike the opposition suit, however, no amendment
of the facts is allowed. If there is critical information missing in the
pleadings, then a party will have to withdraw from the proceeding,
pay all costs, and completely refile the suit.

The nullity suit is filed before the Federal German Patent
Court. 15 2 In contrast to the administrative agency setting of an oppo-
sition, the nullity proceeding in the Federal German Patent Court is a
law suit with an adversarial setting.153 The Federal German Patent
Court nullity panel consists of five judges, three of whom are technical
judges. 154 The remaining two are legal judges. 155 Before the Federal
German Patent Court, parties are traditionally represented by patent
attorneys, i.e., technical specialists who are licensed to practice before
the German Patent Office. 156 Like the opposition proceeding, the pat-
ent claims may be modified during the nullity proceeding. Therefore,
having patent attorneys represent clients before the Federal Patent
Court is generally thought to be an important advantage. 157 How-
ever, where the nullity proceeding was filed in response to an infringe-
ment suit, it is likely that the attorneys representing the parties
before the District Court in the infringement suit will also represent
the parties before the Federal German Patent Court. 158 The rationale
is that the attorneys will be able to sharpen their technical insight
into the infringement action while helping to insure that any limita-
tions to the scope of the patent made during the nullity proceeding
will not unfavorably affect the pending infringement suit.' 59

The nullity action appeal from the Federal German Patent Court
is heard before the Federal Supreme Court.' 60 The nullity proceeding
appeal before the Federal Supreme Court is the first appeal and there-

150. Section 81(5) PatG (1980).
151. Id.
152. Section 65 PatG (1980).
153. See Rainer Schulte, Das Vorschaltverfahren fdr Berufungen in Patentnich-

tigkeitssachen vor dem Bundespatentgericht [The Preliminary Step Process for Appeals
in Patent Nullity Ceases Before the Federal Patent Court], 1985 GRUR 779.

154. Section 67(2) PatG (1980).
155. Id.
156. DR. UWE DREISS & DR. PETER CHROCZIEL, BUSINESS TRANSACTIONS IN GERMANY,

§ 15[1][i] at 15-25 (1991). The patent attorney, called patentanwald, must have a uni-
versity degree in science or engineering, have practical training as an apprentice in
industrial property law, and pass an examination given by the German Patent Office.

157. Jochen Pagenberg, Different Level of Inventive Step for German and European
Patents? The Present Practice of Nullity Proceedings in Germany, 22 IIC 763, 766 (1991).

158. Id.
159. Id.
160. Section 110 PatG (1980).
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fore results in a de novo trial pursuant to German law. 161 This is
unique for two reasons. First, it is one of very few situations where
the Federal Supreme Court must hear a trial with live evidentiary
testimony. Second, the Federal Supreme Court appoints an objective
technical expert 162 to assist the Justices during the de novo trial. Due
to the fact that the nullity proceeding involves complex legal and tech-
nical questions, the technical expert is a very important source of in-
formation for the Federal Supreme Court Justices.' 63 The Justices
usually give the expert direction through instructions on the legal
problems presented by German law, on established facts in the case,
and on facts that the Justices want investigated.' 64 However, the
Justices keep an impartial distance from the expert opinion, some-
times choosing not to agree with the expert's final report, which repre-
sents the factual findings of the expert's investigation. 165

The bifurcation of infringement and validity has been criticized as
more detrimental than beneficial.' 6 6 That is, there is a question why
one specialized court tries nullity questions, while a court of general
jurisdiction handles infringement, when both issues involve serious
technical questions.' 6 7 Moreover, because different legal forums are
handling similar legal concepts, there exists an evolution of dissimilar
definitions or standards for identical legal terms. A Justice at the
Federal Supreme Court, discussing potential problems with harmo-
nizing European and German patent law, stated:

[M]y colleagues from the nullity panels will be well aware -
IT IS ALREADY ALWAYS DIFFICULT, in the evaluation under pat-
ent law of invention proposals, first by the examiner, then by
the patent division and the appeal panel, and finally by the
nullity panel, to apply a uniform standard, despite the fact
that all of these institutions must apply the same law, with
which they have grown up, how much greater must be the

161. Section 117 PatG (1980).
162. James Maxeiner, The Expert in U.S. and German Patent Litigation, 22 IIC 595,

598 (1991). In this article, the author states that many Germans analogize the use of
experts in the American system to musical instruments, which play the tune selected by
the party's attorney. In contrast, the German experts are viewed as objective, selected
by and taking direction from the German judges instead of the attorneys.

163. Pagenberg, 22 IIC at 767.
164. Maxeiner, 22 IIC at 601.
165. Pagenberg, 22 IIC at 770.
166. There are many commentators who have urged elimination of the bifurcation.

See, e.g., E.K. Pakuscher, The New Provisions in the German Patent Act Relating to
Revocation Procedure, in PATENT CLIM DRAFrING AND INTERPRETATION 237 (John A.
Kemp ed., 1983); Gramm, 1981 GRUR at 465; EK. Pakuscher, Zur Reform des Nich-
tigkeitsverfahrens [On the Reform of Nullity Procedure], 1977 GRUR 371.

167. Wolfgang Bierbach, Probleme der Praxis des Verletzungsverfahrens mit
Bezugzum Erteilungs- und Nichtigkeitsverfahren [Problems in Practical Infringement
Proceedings with Reference to Granting and Nullity Proceedings], 1981 GRUR 458.
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efforts of all concerned when they, also armed with common
rules of law but, because of their legal background and train-
ing oriented in part on other legal concepts, may tend to in-
terpret the law to be applied in a different manner.168

The bifurcation becomes even more difficult to rationalize when
the infringement court must evaluate a stay of proceedings due to a
nullity proceeding. Under section 148 of the German Civil Procedure
Code, the district court is authorized to stay the proceedings of an in-
fringement suit if there is a likelihood that the patent will be held null
and void or otherwise modified. 169 This forces the district court to
evaluate the nullity plaintiffs chances for success according to the
principles utilized by the Federal Patent Court. 170 To make this de-
termination, the district court will take evidence on the issue of nul-
lity. 17 1 The district court may even appoint an expert essentially to
reconsider the result of the nullity proceeding. 172 However, the court
will not give the Federal Patent Court any information concerning the
evidence taken on nullity - it is considered improper. 173 One Ger-
man Judge criticizes the practice under section 148: "[I]t is not proce-
durally economical to amass evidence on the same subject in two
separate proceedings. There is also the consideration that the parallel
amassing of evidence can lead to contradictory court decisions."1 74

Even more problematic for the district court is determining
whether to stay the infringement proceeding when the nullity suit de-
cision is appealed. In one case, the infringement court found infringe-
ment and refused to stay the proceedings. 175 The Federal Patent
Court later found the patent null and void. The decision of the Fed-
eral Patent Court was appealed to the Federal Supreme Court for the
de novo review. 176 At that time, the infringement court was again

168. Justice Hans-Joachim von Albert, Probleme des Nichtigkeitsverfahrens im Hin-
blick auf das neue europaische Patentsystem [Problems of Nullity Proceedings in the
Light of the New European Patent System], 1981 GRUR 451.

169. ZPO § 148.
170. BGH ZPO § 148 - Transport Vehicle, 1987 GRUR 284. The official summary

reads: "Suspension of the hearing in an infringement process in an appeal is possible if
the legal recourse measure taken against the granted patent (in this case an opposition
appeal) has some prospect for success." Id.

171. Dr. Hans-Heinrich Schmieder, Zur Kompetenzverteilung zwischen Nichtigkeits-
und Verletzungsverfahren nach neuem Patentrecht [Distribution of Competency Between
Nullity Cases and Infringement Cases Under the New Patent Law], 1978 GRUR 561.

172. Bierbach, 1981 GRUR at 458.
173. Judge Falk Freiherr von Maltzahn, Die Aussetzung im Patentverletzungsproze

nach § 148 ZPO bei erhobener Patentnichtigkeitsklage [Stay of Patent Infringement Pro-
ceedings Pursuant to Paragraph 148, Civil Practice Code, in the Case of a Lodged Plea of
Patent Nullity], 1985 GRUR 163.

174. Id.
175. Id.
176. Id.
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presented with the question of whether to stay the remaining issues in
the infringement suit.177 The question sparked much debate concern-
ing the proper action for the district court.17 8 Another problematic
scenario occurs when the district court is forced to handle the issue of
infringement even though it possesses, as a result of the stay hearings
under section 148, evidence that the patent is invalid.17 9

Yet, even if there are no procedural oddities when the district
court considers the stay of proceedings, it is ironic that the district
court is forced to hear evidence and make a decision about the prob-
able outcome of the nullity suit. That is, the infringement court must
evaluate carefully the nullity issues when the infringement court is
considered by the logic of the bifurcated statutory scheme not compe-
tent to hear such issues. Additionally, the final appeal of the nullity
action, as a matter of right, goes before the Federal Supreme Court as
a de novo action.' 8 0 Yet, the Federal Supreme Court, like the district
court, is not specialized. As a result, much of the advantage of having
the specialized Federal Patent Court handle the technically complex
nullity proceeding is lost during the de novo appeal. Therefore, many
argue that bifurcation of the nullity proceeding is counterproductive.

Apart from the problems stemming from bifurcation, the nullity
proceeding is also controversial as a result of the first instance appeal
to the Federal Supreme Court. The appeal is almost always granted,
thereby imposing delay. This is true even though one commentator
sees section 112 of the German Patent Act as giving the Federal Pat-
ent Court some discretion in allowing appeal to the Federal Supreme
Court.' 8 Critics believe the nullity appeal to the Federal Supreme
Court should be restricted for two reasons. First, the Federal
Supreme Court is largely unaccustomed to de novo review and the
complex technical fact issues. As mentioned earlier, the Federal
Supreme Court has no specialization that would assist it in making a

177. Id.
178. Id.
179. One German commentator wrote:

[T]his meant that the infringement court is neither called upon nor authorized
to turn over to the nullity proceeding material which the participants of the
nullity proceedings have not yet introduced. In a patent dispute, the Patent
Litigation Court, over which I presided at the time, had learned of material
from other proceedings, which would have been relevant for the question of
suspension. It was a matter of foreign prior art publication, which was not
know in the nullity proceedings. We did not refer to it and did not make use of
it in the decision regarding the suspension; and in my opinion, that was the
correct thing to do. For the infringement court is only an observer and prophet
at the margin of the nullity proceedings but not a participant.

Bierbach, 1981 GRUR at 458.
180. Section 117 PatG (1980).
181. See Schulte, 1985 GRUR 779.
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better judgment on a de novo basis. 182 The end result of the appeal is
excessive delay in the determination of the case without any guaran-
tees of a better decision.18 3 One commentator has recommended
starting a nullity action in the German Patent Office or having a two-
tier appeal in the Federal Patent Court.'8 4 In this way, the de novo
review by the Federal Supreme Court would be avoided.

Second, the nullity proceeding is criticized for the lack of legal ef-
fect like res judicata or collateral estoppel. Without such legal effect,
the nullity proceeding does not complement patent certainty, unless
the patent is declared null. That is, another nullity plaintiff can insti-
tute an action against the patent, despite the fact that the same pat-
ent may have already been reexamined in a nullity proceeding on
identical issues. On the other hand, since validity cannot be chal-
lenged during infringement, it is inherently problematic to impose a
collateral estoppel or res judicata effect to a reexamined patent for
fear of creating an incontestible patent. Yet, it is far more likely that
a patent which has been through the nullity action successfully is
valid. Consequently, it seems the concept of a nullity proceeding
would be complemented by at least a threshold requirement for insti-
tuting the action. For example, the Federal Patent Court could re-
quire, like U.S. reexamination, a substantial new question of
patentability in the pleadings. Furthermore, it should be noted that
the lack of finality is mitigated by the imposition of all costs on the
loser of the nullity action. 185 Consequently, the advantages of utiliz-
ing nullity proceedings as a delay tactic are slightly offset by the impo-
sition of costs on the infringer.

182. One German commentator therefore recommends technical training for the
justices in the Federal Supreme Court:

Since the evaluation of inventive merit lies at the center of most nullity pro-
ceedings, it appears to me that an additional technical training of several years
would be desirable for at least some judges of the patent council of the Federal
Supreme Court. In this way, the patent holder would have the certainty of
making himself understandable technically not only with the examiners and
patent departments of the Patent Office and Boards of Technical Appeals, but
also the all-decisive nullity appeal of the Federal Supreme Court. In every case
then, the inclusion of a court expert would not be necessary and this would lead
to a not insignificant shortening of the appeal.

Gramm, 1981 GRUR at 465.
183. The nullity proceeding can delay the determination of an infringement suit by

four to six years if a stay is granted. In contrast, although a stay can be granted in an
opposition, the opposition occurs so early in the patent grant that the delay is viewed as
less critical. Additionally, the opposition, as an administrative action, is resolved in less
time than a nullity proceeding.

184. Pakuscher, 1977 GRUR at 371.
185. Section 80 PatG (1980).
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D. FINALITY AND THE RELATIONSHIP BETWEEN NULLITY &
OPPOSITION

A historical analysis of the relation between the nullity proceed-
ing and the opposition proceeding has yielded interesting observation
on the behavior of German industry when confronted with the possi-
bility of an incontestible patent. The early codification of the nullity
proceeding time limited filing to the first five years of the patent.
Therefore, after five years from grant, the patent could not be chal-
lenged for lack of novelty, technical progress, or inventive level. This
five-year window was called the "preclusion period."

As early as 1898, there were heated legislative debates concerning
whether the preclusion period should be abolished. Proponents,
largely comprised of the chemical industry, opined that the preclusion
period led to certainty with minimal opportunity for abuse.18 6 Oppo-
nents, mostly from the electrical industry, argued that the preclusion
period led to abuse and was unknown in other jurisdictions. 18 7 After
over thirty years of debate, the preclusion period was finally
abolished.188

When the nullity preclusion period was abolished, not only did the
number of oppositions decrease, but also the number of nullity pro-
ceedings decreased. One commentator noted that "[t]his amazing re-
sult shows clearly that any term set on a process with which the
patent rights are prevented (opposition) or eliminated (nullity) causes
a drastic increase in the number of these cases."' 8 9It is clear from this
example that industry is very responsive to the finality assigned to the
validity of a patent. If this means filing more oppositions, even in bor-
derline cases, industry will do so to avoid the creation of an incontes-
tible patent. Consequently, a strict finality requirement in a
reexamination system may impose, inherently greater delay due to
over-zealous utilization.

E. LESSONS FROM THE GERMAN SYSTEM

The German experience sheds light on the how the scope, legal
effect, and cost embodied in the different reexamination procedures
affect the users and investors of the patent system. It is clear that
opposition proceedings, which have broad scope and combine the
watchfulness and resources of industry with the technical expertise of

186. See Stauder, Legal Course and Legal Redress in Patent Proceedings, in 1
GEWERBLICHER RECHTSSCHUTZ UND URHEBERRECHT IN DEUTSCHLAND [PROTECTION OF
COMMERCIAL RIGHTS AND COPYRIGHT IN GERMANY] (F.R. Beier et al., eds., 1989).

187. Id.
188. RGBI. II, 372 (Oct. 23, 1941), cited in Volp, 1959 GRUR at 260.
189. Volp, 1959 GRUR at 260.
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the German Patent Office in a cost efficient manner, serve to
strengthen the patent system. Additionally, opposition demonstrates
that technical examiners of the German Patent Office can competently
receive a wide range of evidence concerning a number of validity is-
sues. 190 Furthermore, the examiners of the German Patent Office can
function effectively in an inter partes proceeding. It is important to
note that a board of three members is used, not one examiner. The
original examiner assists in the determination of validity, but not as
the presiding member. The most alluring aspect for the opposition
system is the result: early determination of the validity and scope of
the patent at a reasonable cost, which is realistically construed by the
German patent community to benefit all interested parties.

In stark contrast to the opposition proceeding, the nullity proceed-
ing is very controversial. The demarcation of the different attitudes
toward opposition and nullity proceedings serves to highlight several
important concerns for creating a reanimated reexamination system
in the United States. How the reexamination will affect an infringe-
ment suit is a major concern. If reexamination occurs in a manner
that bifurcates validity and infringement among different legal fo-
rums and results in a stay of an infringement suit, the reexamination
will unduly burden the patent owners with excess delay and cost.
This is one commonly identified detriment to the nullity proceeding.
Another concern is the use of special subject matter courts. Although
typically appreciated, special subject matter can lead to redundancy.
Several German commentators have noted that, in light of the close
relationship between patent claim interpretation and patent validity
issues, bifurcating the two issues among different forums leads to ex-
cess cost and delay. Moreover, where the same issues can be heard in
different subject matter jurisdiction forums, there is a danger of losing
uniformity for common legal concepts. 19 1 Clearly, if a reexamination
system is to be implemented, special concern is warranted for the rela-
tionship between patent reexamination and patent infringement
actions.

190. There always exists some sentiment that the United States Patent Office is
incapable of handling "preissuance" examinations, let alone postgrant examinations.
For example, one commentator states: "[T]he (U.S.) Patent Office performs a notori-
ously inadequate pre-issuance examination of the 100,000-odd patent applications it
receives yearly." Edward S. Irons & Mary Helen Sears, Patent "Reexamination": A Case
of Administrative Arrogation, 1980 UTAH L. REV. 287, 305 (1980). The author is of the
opinion that the German System affirmatively answers the question of whether a tech-
nical expert in an administrative setting can effectively deal with postgrant problems.
The author is therefore inclined to believe that United States examiners can effectively
handle a broader reexamination, given the proper resources. Currently, the fact that
the Federal Circuit has affirmed six of seven reexamination appeals would tend to sup-
port this conclusion.

191. See supra note 185 and accompanying text.
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The nullity proceeding also demonstrates that a reexamination
system should be designed to prevent delay of a related patent in-
fringement suit. Increasing duration of an infringement suit results
in higher costs for patent enforcement. Due to procedural differences
alone, the nullity proceeding is almost ten times the cost of the opposi-
tion proceeding and can add roughly five years to the determination of
a related infringement suit. Additionally, because a nullity proceed-
ing can be brought at any time after opposition is time barred, and has
minimal res judicata effects, it is considered a tactic for obstructing
patent enforcement rather than a pathway to justice. In comparison,
the three-month opposition window typically results in reexamination
prior to an infringement action.

Another concern highlighted by the German system is the time at
which a challenge to validity occurs. Nullity proceedings seem to
cause greater resentment because validity is examined many years af-
ter the grant. This may be due to the fact that the patent owner has
materially relied upon the patent through investment in know-how
and manufacturing. It follows that there may exist an implicit belief
that the certainty of the patent right should be established after a cer-
tain amount of time has passed from grant. In contrast, however, as
noted by the excessive filing of oppositions when nullity proceedings
were time barred by the "preclusion period," patent incontestability
can have adverse effects on the efficient administration of the patent
system. When the nullity proceeding was no longer time barred, the
filing of oppositions and even nullity proceedings dramatically de-
creased. Seemingly, this may indicate that industry prefers a "wait
and see" attitude toward patents. This too is unfortunate because it
forces a patent owner to rely detrimentally on the certainty of a patent
without the benefit of industry participation through opposition. Fair-
ness, as reflected by the imposition of finality to patent validity, is
quite difficult to achieve in the reexamination process.

IV. PROVISIONS FOR U.S. CHANGE: REANIMATING

REEXAMINATION

A. THE PURPOSE OF POSTGRANT REEXAMINATION

It was once said by the Chief Judge of the United States Court of
Appeals for the Federal Circuit:

In considering anything about the United States, its patent
system included, there is one consideration not to be over-
looked.... A teenager among nations, the United States may
be better understood if considered more a concept than a
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country, more a dream than a place, more a seeking and
searching than a settled society. 192

If there is to be "seeking and searching" for a reanimated U.S. reexam-
ination procedure, then it would be wise if prior to disturbing the "set-
tled" procedure, the goals for patent law in general are reiterated and
then related to the intended objectives for new reexamination provi-
sions and procedures.

A main goal for patent law is to give inventors and investors a
property right that is valid and may be utilized with minimal expense
and delay. Absence of such certainty results in increased financial
risks and inflated costs and unnecessarily burdens users and inves-
tors of the patent system. Moreover, the lack of certainty in patent
validity adversely impacts general consumers. Costs for exercising
the patent right must be recouped. Furthermore, financing research
and development of new technologies becomes more difficult to obtain
when costs and risks imposed by uncertainty in patent protection in-
crease. Investment in technology must not be thwarted at this junc-
ture in U.S. economic history. For purposes of improving the U.S.
technological base, and likewise furthering the welfare of the public,
the assertion of the patent right must not be fraught with unnecessary
uncertainty, cost and delay.

Three different forms of postgrant reexamination systems are
proposed below. These different forms of postgrant reexamination are
mutually exclusive and achieve different objectives. However, each
augments the U.S. patent system by improving patent certainty with-
out unnecessary costs or delay. The different reexamination systems
and the desired objectives are presented below.

B. SIMPLE INTER PARTES NOT LITIGATION RELATED

The objective for a simple inter partes reexamination procedure is
to provide investors and potential licensees, but not litigating parties,
with an inexpensive way to ascertain the certainty of a granted U.S.
patent prior to material reliance. This simple procedure would be sim-
ilar to the current reexamination system, 193 with several important
alterations that closely follow the recommendations of the Report on
the Advisory Commission for Patent Law Reform. 194

192. Markey, 59 J. PAT. OFF. Soc'y at 164.
193. Currently, 80% of all U.S. patent reexaminations are not litigation related. RE-

PORT OF THE ADVISORY COMMISSION, supra note 4, Appendix C. Consequently, it is be-
lieved that with some modifications, reexamination can be a useful tool for industry to
ascertain the validity and scope of the patent prior to investment, but not necessarily in
the same form for infringement considerations.

194. Discussed in Section II, Part C, herein.
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The substantive scope of the simple inter partes reexamination
would be identical to initial patent application stage examination, in-
cluding the "formalism" of section 112.195 This limited scope would
yield the benefits of a fast and low cost procedure while allowing the
PTO to operate on "familiar ground." However, the procedural scope
would be notably different than current reexamination in order to fur-
ther the objective of this procedure. First, third party participation
would be permitted to the extent recommended by the Report to the
Advisory Commission for Patent Law Reform. 196 The rationale is that
third party participation would ensure a thorough and more objective
review of patent validity. Second, the PTO would have full discretion
as to the type of evidence taken. Although written evidence would be
the preferred method, oral testimony could be gathered if necessitated
by the particular case. Third, all parties would have the right to ap-
peal the decision to the United States Court of Appeals for the Federal
Circuit. This would ensure uniformity and fairness in the legal stan-
dards applied during reexamination. As a consequence of the sub-
stantive and procedural scope of the simple inter partes
reexamination, the net result would be a proceeding much like the
German opposition, i.e., a nonadversarial administrative procedure.

For simple inter partes reexamination, there would be minimal
need for legal effect like resjudicata, collateral estoppel or stay of liti-
gation proceedings. The rationale is a direct result of the objective:
Simple inter partes reexamination is not related to litigation, thereby
quelling any need to prevent abuse. However, to discourage third par-
ties from requesting reexamination in order to impose delay on poten-
tial litigation, third party involvement would only be allowed
following issuance of a waiver consenting to finality of the issues
raised during reexamination. This would distinguish investors from
litigating parties: Only investors would dare to consent to finality.
Moreover, due to the fact that this procedure would not have a direct
nexus with litigation, no provisions for stay of an infringement suit
would be necessary.

The cost of the simple inter partes reexamination would be
slightly higher than reexamination as it exists today. This would be a
direct consequence of the broadened procedural and substantive
scope. However, the burden of increased cost is mitigated by the reali-
zation that the patent owner or third party would not elect to incur
the cost if it was not justified by the value of the patent. In other
words, only economically valuable patents would undergo this type of
reexamination. Additionally, because the simple inter partes reexami-

195. See supra note 91 and accompanying text.
196. See supra note 91 and accompanying text.
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nation in some ways resembles an opposition proceeding, it could
serve as a pilot program to later implementation of an opposition sys-
tem in the U.S.

C. COMPLEX INTER PARTE- LITIGATION RELATED

The objective for a complex inter partes reexamination system
would be to relieve the district courts of the burden associated with
the technical fact issues of patent validity. That is, at some early time
during discovery, upon motion of the parties, the district court would
have the discretion to bifurcate the infringement and validity issues
based upon the particular facts of the case. If the court decided to
bifurcate, then the infringement determination would be stayed pend-
ing the resolution of the validity issue via the complex inter partes
reexamination. In essence, the complex inter partes reexamination
would be the implementation of the German nullity proceeding, but
with several key additions to prevent redundancy, cost, and delay.

Both procedural and substantive scope of the complex inter partes
reexamination would be extremely broad in comparison to current
U.S. reexamination procedure. This is a necessary evil. Restricting
the scope of reexamination would lead to redundancy if the court were
left to determine any validity issues, like best mode 197 or an on sale
bar. s9 8 Consequently, the substantive scope of the complex inter
partes reexamination would include issues that are not currently in-
cluded in U.S. patent reexamination law, such as best mode and on
sale bar. Moreover, the procedural scope would allow for the taking of
live testimony in order to assist proper determination of these sub-
stantive validity issues. However, the PTO would be given the discre-
tion to determine what type of testimony is necessary to perform the
reexamination competently. This would help to prevent unnecessary
delay associated with over-zealous trial advocacy.

As a direct result of the adversarial setting and the potential for
live testimony, a panel composed of three PTO representatives would
preside over the reexamination. One member of the panel would be
the original examiner, if he or she is still available. Furthermore, like
current reexamination procedure, redrafting patent claims' 9 9 during
the reexamination procedure would be possible. This would mitigate
the harshness of the "all or nothing" approach to patent validity as it
currently exists in patent litigation.

197. 35 U.S.C. § 112 (1988).
198. Id. § 102(b).
199. Like the German nullity and opposition proceedings, the claims could not be

broadened.
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The final determination of the complex inter partes reexamination
procedure would be binding res judicata upon both parties. That is,
given the broad scope of the complex inter partes reexamination and
the concomitant delay imposed, the parties would be required to sign a
waiver barring relitigation of validity issues in the district court.
However, for purposes of fairness to the parties and in order to unify
the legal concepts applied during the complex inter partes reexamina-
tion, an appeal to the United States Court of Appeals for the Federal
Circuit would be granted as a matter of right. To reduce delay, unlike
the German nullity proceeding, the appeal would have the typical U.S.
appellate deference for factual findings. Upon completion of the ap-
peal, the district court that stayed proceedings would resume trial on
the issue of infringement, or alternately, dismiss the case.

The practical limitations of a complex inter partes reexamination
system would be the high cost to litigants as a result of the broad
scope of the proceeding. Additionally, there would be delay associated
with transferring the validity issue to the PTO. However, the admin-
istrative setting would reduce costs over the alternative of litigating
validity in the court. This is the direct result of the fact that the PTO
acts as a specialized subject matter forum with expert judges. 200 Fi-
nally, the dramatic departure from current litigation practice would
make integrating the complex inter partes reexamination a difficult
legislative task. However, the rewards of a well-planned legislative
effort would outweigh the growing pains of implementing this radical
departure from current patent practice.

D. OPPOSITION PROCEEDING: EARLY INDUSTRY INVOLVEMENT

The objective for implementing an opposition-type reexamination
proceeding is to make an early and relatively inexpensive determina-
tion of the scope and validity of a newly issued patent. Another objec-
tive is to locate and address the best prior art, utilizing the guidance
and resources of industry in a cost effective administrative setting in

200. The greater the scope of the reexamination proceeding, the greater the need for
a specially trained group of "examiner judges." One commentator noted:

The execution (of U.S. reexamination) was flawed, right from the start. In-
stead of the creation of a "supergroup" of Examiners to deal with reexamina-
tion, as had been the original plan, for reasons unnecessary for this paper, the
Office failed to carry out such a plan. Rather, the (reexamination) cases were
randomly distributed throughout the Office. With roughly 200 reexaminations
per year in an examining corps of 1600 Examiners, this works out to one reex-
amination per examiner every eight (8) years, which is hardly the way to gain
expertise in this specialized area.

HAROLD C. WEGNER, PATENT HARMONIZATION By TREATY OR DOMESTIC REFORM 282
(1993).
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order to produce a patent that will endure subsequent validity
challenges.

The substantive scope of an opposition would mirror that of the
patent application stage examination. This would allow the PTO to do
work with which it is most familiar. However, the procedural scope
would be different in order to accommodate input from opposing par-
ties. Obviously, several third parties could file oppositions to a newly
issued patent. A panel of three experienced examiners, who specialize
in opposition practice, would be utilized to maintain the opposition
and to render a decision concerning the opposed patent. Additionally,
the panel would have the discretion to determine what type of evi-
dence should be taken. The evidence would largely consist of written
testimony. However, oral testimony could be admitted if the panel
deems it appropriate. During the opposition, the patent owner would
be allowed to make amendments narrowing, but not broadening, the
claimed subject matter in the patent. Appeals from the opposition
panel would be heard by the United States Court of Appeals for the
Federal Circuit to ensure uniformity in the standards of patent law.

There would be no legal finality like res judicata or collateral es-
toppel, but the filing of an opposition would be time barred, probably
nine months 20 1 from date the patent issues. However, a patent that
survives an opposition would be more likely to survive a validity at-
tack during litigation. This is a direct consequence of the fact that an
opposition produces the best prior art at the time the patent issues.
The result is a better defined and a more certain property grant.

The cost of an opposition would be considerable, but less than a
validity challenge in court. Additionally, the entire procedure, includ-
ing appeals, would probably take an average of three years. Yet these
are short-term costs that should pay off over the life of the patent.
First, a third party will not institute an opposition against a patent
unless there is economic potential in the property grant. Second, the
fact that an opposition is filed immediately after grant typically
means that the patent owner has not fully developed and materially
relied upon the property grant. Material reliance followed by a find-
ing of invalidity during litigation is much more costly to the patent
owner. Third, the opportunity to amend the patent without losing the
property grant entirely, as might happen during litigation, is more eq-
uitable to all parties concerned. Consequently, the benefits associated
with an opposition-type reexamination procedure significantly out-

201. Nine months is recommended to prevent parties contemplating opposition from
being pressured to file without having the opportunity to assess whether there is good
cause to do so. In this way, over-zealous filing, like that which Germany faced during
the institution of the preclusion period, would be avoided. See supra part III.D.
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weighs the cost. This is a significant distinction over the other two
postgrant reexamination proceedings discussed in this section. That
is, there would be a greater incentive for industry to utilize the opposi-
tion-type reexamination.

V. CONCLUSION

The early emphasis of U.S. legislation for reexamination was
upon creating a system that would reduce the number of patents in-
validated during litigation. The creation of the United States Court of
Appeals for the Federal Circuit has done more to address that problem
than could ever be realized with a reexamination system. The current
economic environment of the United States demands a fresh look at
potential objectives for reexamination in the U.S. patent system.
Clearly, taking the current reexamination statutes and broadening
them with respect to scope without changing the legal effect will esca-
late costs and delay infringement determinations. In a nutshell, the
U.S. system will gain the nullity proceeding Germany would like to
lose.

The Report of the President's Commission on the Patent System
recommended that the U.S. patent law be harmonized with the patent
laws of other industrial nations, except where U.S. practice is supe-
rior.2 0 2 At that time, overly cautious skepticism was exercised by the
patent community as an air of U.S. superiority reigned. Today, it ap-
pears that the skepticism and impressions of U.S. superiority were
unwarranted, although a fair amount of resistance to change still re-
mains. Other nations have harmonized their patent laws without ad-
verse repercussions upon the innovation and protection of technology.
Growing numbers see great benefit to increasing the globalized econ-
omy by harmonizing the laws of different nations. With these
thoughts in mind, and the fact that there are continuing efforts in
Congress aimed at harmonizing U.S. patent law,20 3 it is advantageous
for the U.S. to adopt an opposition system. The end result would be

202. REPORT OF THE PRESIDENT'S COMMISSION, supra nte 3.
203. The task of harmonizing United States patent law on reexamination law is one

of the least problematic harmonization efforts. Article 18 of the Harmonization Draft
Treaty provides:

(1) [Administrative Revocation]
(a) Where a patent was granted after substantive examination, any

person shall have the right to request the competent Office to revoke the pat-
ent, in whole or in part, at least on the ground that, because of one or several
documents available to the public, the conditions of novelty or inventive step
are not satisfied.

(b) The request for revocation may be presented during a period to be
fixed by the Contracting Party which shall commence from the announcement
in the official gazette of the grant of the patent and that shall not be less than
six months.
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higher quality patents, yielding certainty in the patent right. Addi-
tionally, an opposition system would assist U.S. companies to function
more effectively in the international patent community. The 1991 Eu-
ropean Patent Office (EPO) figures reflect that U.S. Companies filed
an extraordinarily low number of oppositions compared to the number
of EPO patent applications which they filed.20 4 Given the need for a
good reexamination system, the need for harmonization, and the need
for quality patents, it appears that establishing an opposition proceed-
ing for postgrant reexamination would be an outstanding addition to
the U.S. patent system. After review of the German experience, oppo-
sition is a top candidate for that "something" to which Judge Giles S.
Rich alluded in 1976.205

(c) No request for revocation may be based on grounds of non-compli-
ance with formal or procedural requirements.

(d) No decision may be made by the Office departing from the request
unless the person having made the request has had at least one opportunity to
present his arguments on the grounds on which the Office intends to depart
from the request.

(e) The Office may not revoke the patent, in whole or in part, at the
request of a third party, unless the owner of the patent has had at least one
opportunity to present his arguments on the grounds on which the Office in-
tends to revoke his patent.

Article 18, Administrative Revocation (formerly Art. 108), Basic Proposal, PLT/DC/3, at
33-34, corresponding to the Draft Treaty, HLICE/VIII/3 (english) (Feb. 15, 1990) at 101,
103.

United States reexamination as it currently exists could be in brought into compli-
ance with the current draft of the Harmonization Treaty by not allowing the patent
owner to preclude participation of the third party. See supra part II.B. (concerning pre-
clusion of third party participation). For more information on Patent Harmonization,
see HAROLD C. WEGNER, PATENT HARMONIZATION By TREATY OR DOMESTIC REFORM
(1993).

204. In 1989, United States companies accounted for 26.1% of the applications for
European Patents. In comparison, German Companies accounted for 21% of the appli-
cations for European Patents. Yet, German companies accounted for 71.4% of the oppo-
sitions filed in the European Patent Office, whereas United States companies accounted
for only 3.4% of the oppositions filed. EuRoPEAN PATENT OFFICE, ANNUAL REPORT 62
(1989). This demonstrates that the Germans, who are familiar with use of the opposi-
tion proceedings domestically, more readily utilize it for purposes of furthering interna-
tional competition.

205. See supra note 2.
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