
WITHOUT A NET: THE SUPREME COURT
ATTEMPTS TO BALANCE PATENT PROTECTION

AND PUBLIC NOTICE IN FESTO CORP. V.
SHOKETSU KINZOKU KOGYO KABUSHIKI CO.

"Each case is inevitably a matter of degree, as so often
happens, and other decisions have little or no value."'

"No doubt, this is, strictly speaking an anomaly; but it is
one which courts have frankly faced and accepted almost from
the beginning."

2

INTRODUCTION

The United States Constitution provides for a patent system by
granting Congress the power "[t]o promote the Progress of Science and
useful Arts, by securing for limited Times to Authors and Inventors
the exclusive Right to their respective Writing and Discoveries."3 The
goal of the patent system is to promote innovation, which conse-
quently contributes to economic growth.4 The patent system achieves
this goal by creating an incentive to invent through the grant of a lim-
ited monopoly.5 To receive the protection afforded by the patent sys-
tem, inventors must disclose their innovations to the public.6 The
disclosure of inventions furthers innovation in a second way by al-
lowing competitors to build upon the discoveries encompassed in pat-
ented inventions. 7 Accordingly, the United States' patent system
furthers the goal of encouraging innovation in at least two ways: (1)
providing protection to patented inventions and (2) giving public no-
tice of new technologies. 8

The scope of protection afforded to a patent holder is determined
by the patent's claims. 9 Because the limitations of language make it

1. Claude Neon Lights, Inc. v. E. Machlett & Sons, 36 F.2d 574, 575-76 (2d Cir.
1929).

2. Royal Typewriter Co. v. Remington Rand, Inc., 168 F.2d 691, 692 (2d Cir.
1948).

3. U.S. CONST. art. I, § 8, cl. 8.
4. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo VI), 234 F.3d 558,

621 (Fed. Cir. 2000) (Linn, J., concurring-in-part, dissenting-in-part), vacated, 122 S.
Ct. 1831 (2002).

5. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo VII), 122 S. Ct.
1831, 1837 (2002).

6. Festo VI, 234 F.3d at 621 (Linn, J., concurring-in-part, dissenting-in-part).
7. Id. (Linn, J., concurring-in-part, dissenting-in-part).
8. Id. (Linn, J., concurring-in-part, dissenting-in-part).
9. DONALD S. CHISUM ET AL., PRINCIPLES OF PATENT LAW 1030 (1998) [hereinafter

CHISUM, PRINCIPLES].
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virtually impossible to perfectly describe a new technology, literal con-

struction of patent claims would significantly decrease the protection

afforded to patented inventions.10 Therefore, courts developed what is

now referred to as the doctrine of equivalents, which allows courts to

broaden the scope of a patent to extend beyond the literal language of

the claims." The doctrine of equivalents allows a patentee to find in-

fringement in a competitor's product that substantially performs the

same function, in the same way, with the same result.12 Accordingly,

the doctrine serves to protect patents from unscrupulous copyists who

could otherwise make insignificant and unimportant changes to an in-

vention to circumvent the patent system. 13

Because the doctrine of equivalents allows for a construction of

patent claims beyond their literal interpretation, the doctrine is in

tension with the fundamental principle that the patent claims mea-

sure the extent of the patent's protection.14 Accordingly, courts have

been concerned with an unbridled application of the doctrine that con-

flicts with the public notice function of patent law. 15 Therefore, courts

have developed a number of restraints to the doctrine, such as prose-

cution history estoppel. 1 6 Prosecution of a patent is the examination

procedure carried out by the Patent and Trademark Office ("PTO"),

and the prosecution history of a patent is the record of the interaction

between an applicant and the PTO prior to issuance of a patent. 17

Prosecution is typically an iterative process between the two parties,

and the patent claims are usually amended during the process.1 s

Under prosecution history estoppel, a patentee cannot later capture

an equivalent to an amended claim under the doctrine of equivalents

if the subject matter was relinquished during the prosecution of the

patent. 19

The doctrine of equivalents and prosecution history estoppel com-

pete to protect different interests of the patent system.20 The doctrine

10. Festo VII, 122 S. Ct. at 1837.
11. CHISUM, PRINCIPLES, supra note 9, at 1104.
12. 5A DONALD S. CHISUM, CHISUM ON PATENTS § 18.04, at 18-242 (2002) [hereinaf-

ter CHISUM ON PATENTS].

13. Graver Tank & Mfg. Co. v. Linde Air Products Co., 339 U.S. 605, 607-08 (1950).
14. 5A CHISUM ON PATENTS, supra note 12, § 18.04[1][a][i], at 18-246 to 18-247.
15. Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 28-29 (1997).
16. Andrew C. Greenberg et al., The "Palsgraffing" of Patent Law: Foreseeability

and the Doctrine of Equivalents, INTELL. PROP. TODAY, June 1998, at 17. Limitations on
the doctrine of equivalents include the all-elements rule, the prior allowability rule, the
dedication rule, prosecution history estoppel, and the foreseeability rule. Id.

17. 5A CHISUM ON PATENTS, supra note 12, §18.05, at 18-413.
18. Festo VI, 234 F.3d at 618 (Michel, J., concurring-in-part, dissenting-in-part).
19. 5A CHISUM ON PATENTS, supra note 12, §18.05, at 18-413 to 18-414.
20. CHISUM, PRINCIPLES, supra note 9, at 1106 (indicating that prosecution history

estoppel tempers the doctrine of equivalents); Nicole S. Robbins, Note, The Curtailment
of the Doctrine of Equivalents: Courts Emphasize the Public Notice Function of Patent
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of equivalents ensures that patented inventions are adequately pro-
tected. 2 1 On the other hand, a rigid application of prosecution history
estoppel favors the public notice function. 22 The strength of the pat-
ent system relies upon the proper balance between patent protection
and public notice. 23 Therefore, courts have struggled in the applica-
tion of the competing doctrine of equivalents and prosecution history
estoppel in an attempt to balance the competing interests of patent
protection and public notice.24

Recently, in Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co.
(Festo VI!),25 the United States Supreme Court once again addressed
the relationship between the two competing patent law concepts, the
doctrine of equivalents and prosecution history estoppel. 26 In particu-
lar, the Court focused on two questions. 27 First, the Court examined
the question of what types of amendments to patent claims give rise to
prosecution history estoppel, finding that estoppel applies when an
amendment narrows a patent's scope and was necessary to secure the
patent.28 Second, the Court addressed the question of whether any
scope of equivalents remains for an amended claim, rejecting the
United States Court of Appeals for the Federal Circuit's adoption of a
complete bar rule.2 9 Instead, the Court indicated that amendments
that give rise to prosecution history estoppel create a presumption
that the amendment surrendered all equivalents. 30 The Court held
that in order to rebut this presumption, a patentee must show that the
amendment did not surrender a particular equivalent by demonstrat-
ing that "one skilled in the art could not reasonably be expected to
have drafted a claim that would have literally encompassed the al-
leged equivalent."3 1

This Note will first review the facts and holding of Festo VII.32

Next, this Note will examine the Supreme Court's historical progres-
sion and development of the doctrine of equivalents and prosecution

Claims, 35 SUFFOLK U. L. REV. 323, 331 (2001) (indicating that the doctrine of
equivalents furthers patent protection); Festo VI, 234 F.3d at 629 (Linn, J., concurring-
in-part, dissenting-in-part) (indicating that a rigid application of prosecution history es-
toppel furthers public notice).

21. Robbins, 35 SUFFOLK U. L. REV. at 331.
22. Festo VI, 234 F.3d at 629 (Linn, J., concurring-in-part, dissenting-in-part).
23. Id. at 621.
24. Robbins, 35 SUFFOLK U. L REV. at 324.
25. 122 S. Ct. 1831.
26. FestoVII, 122 S. Ct. at 1835.
27. Id. at 1835, 1839-40.
28. Id. at 1839-40.
29. Id. at 1835, 1840.
30. Id. at 1842.
31. Id.
32. See infra notes 38-172 and accompanying text.
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history estoppel. 33 This Note will then argue that the Court's decision
expanded the types of amendments that give rise to prosecution his-
tory estoppel, emphasizing the public notice interests. 34 Next, this
Note will discuss the Court's rejection of the Federal Circuit's com-
plete bar application of prosecution history estoppel and opine that
the rejection restored some balance between patent protection and
public notice.3 5 This Note will then discuss the scope of equivalents
remaining for amended claims under the Court's new rebuttable pre-
sumption in Festo VII.3 6 Finally, this Note will argue that although
the Supreme Court intended to balance the competing interests of pat-
ent protection and public notice, the Court's decision will result in
very minimally increased certainty at the expense of reduced protec-
tion for inventions. 37

FACTS AND HOLDING

Festo Corporation ("Festo") is the owner of two patents, United
States Patent No. 3,779,401 (the "Carroll patent") and United States
Patent No. 4,354,125 (the "Stoll patent"), which relate to a magneti-
cally coupled rodless cylinder. 38 The device has a wide range of uses
and has been "employed in machinery as diverse as sewing equipment
and the Thunder Mountain ride at Disney World."39 After Festo
started selling the device, Shoketsu Kinzoku Kogyo Kabushiki Co.
("SMC") began selling a similar device, although SMC's device was not
identical to the inventions disclosed by Festo's two patents. 40 SMC's
device has two notable differences from the claims of the Festo inven-
tions. 41 First, rather than using a pair of one-way sealing rings,
SMC's device utilizes a single two-way sealing ring.4 2 Second, the
outer portion of the sleeve of the SMC device is made of a nonmagne-
tizable alloy.43 The Carroll patent had been amended during a reex-
amination proceeding to include the limitation that the device
contains a pair of sealing rings.4 4 The Stoll patent had been amended

33. See infra notes 202-424 and accompanying text.
34. See infra notes 471-523 and accompanying text.
35. See infra notes 524-590 and accompanying text.
36. See infra notes 591-620 and accompanying text.
37. See infra CONCLUSION.

38. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo VI), 234 F.3d 558,
563, 578 (Fed. Cir. 2000), vacated, 122 S. Ct. 1831 (2002).

39. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo VII), 122 S. Ct.
1831, 1835 (2002).

40. Festo VII, 122 S. Ct. at 1831, 1836.
41. Festo VI, 234 F.3d at 582.
42. Id.
43. Id.
44. Festo VII, 122 S. Ct. at 1836. Reexamination of a patent is a procedure

whereby a third party or the patentee requests that the PTO reexamine a patent claim
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during the prosecution of the patent to include both the sealing ring
and magnetizable material limitations.4 5

Festo sued SMC in the United States District Court for the Dis-
trict of Massachusetts for infringement of the patents (Festo I).46 Be-
cause of the complexity: of the claims, the court referred the case to a
special master pursuant to Federal Rule of Civil Procedure 53. 47 On
April 27, 1993, the special master issued his report.48 In the report,
the master concluded that the claims at issue of both the Carroll pat-
ent and the Stoll patent were valid.49 The special master also con-
cluded that the SMC device infringed the Carroll patent under the
doctrine of equivalents. 50 However, the master determined that the
prosecution history of the Stoll patent estopped Festo from asserting
that the Stoll patent was infringed under the doctrine of
equivalents.

5 1

Following the master's report, the parties made various mo-
tions.5 2 The district court allowed Festo's motion for partial summary
judgment with respect to the Carroll patent, finding that SMC in-
fringed the patent pursuant to the doctrine of equivalents.5 3 The
court, however, declined to adopt the special master's recommenda-
tion that prosecution history estoppel barred Festo from asserting in-
fringement of the Stoll patent under the doctrine of equivalents. 5 4

The court indicated that there existed a disputed factual issue appro-
priate for a jury and denied both Festo's and SMC's motions for sum-

in light of cited prior art. DONALD S. CHISUM ET AL., PRINCIPLES OF PATENT LAW 123
(1998) [hereinafter CHISUM, PRINCIPLES].

45. Festo VII, 122 S. Ct. at 1835-36.
46. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo IV), 172 F.3d

1361, 1364 (Fed. Cir. 1999), vacated, 187 F.3d 1381 (Fed. Cir. 1999), reh'g en banc, 234
F.3d 558 (Fed. Cir. 2000), vacated, 122 S. Ct. 1831 (2002).

47. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo I (Order)), No.
88CV1814, 1994 WL 1743984, at *1 (D. Mass. Feb. 3, 1994), affd, 72 F.3d 857 (Fed. Cir.
1995), vacated, 520 U.S. 1111 (1997), remanding to 172 F.3d 1361 (Fed. Cir. 1999), va-
cated, 187 F.3d 1381 (Fed. Cir. 1999), reh'g en banc, 234 F.3d 558 (Fed. Cir. 2000), va-
cated, 122 S.Ct. 1831 (2002). Rule 53(b) of the Federal Rules of Civil Procedure provides
in part that "[Mn actions to be tried by a jury, a reference shall be made only when the
issues are complicated." FED. R. Civ. P. 53(b). "Where complicated issues of patent law
are involved, the appointment of an experienced patent attorney is quite appropriate."
Constant v. Advanced Micro-Devices, Inc., 848 F.2d 1560, 1567 (Fed. Cir. 1988).

48. Festo I (Order), 1994 WL 1743984, at *1.
49. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo (Special Master)),

No. CIV.A.88-1814-MA, 1993 WL 1510657, at *7, *16 (D. Mass. Apr. 27, 1993).
50. Festo (Special Master), 1993 WL 1510657, at *10.
51. Id. at *20.
52. Festo IV, 172 F.3d at 1365.
53. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo II), 72 F.3d 857,

860 (Fed. Cir. 1995), vacated, 520 U.S. 1111 (1997), remanding to 172 F.3d 1361 (Fed.
Cir. 1999), vacated, 187 F.3d 1381 (Fed. Cir. 1999), reh'g en banc, 234 F.3d 558 (Fed.
Cir. 2000), vacated, 122 S. Ct. 1831 (2002).

54. Festo I (Order), 1994 WL 1743984, at *2, *4.
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mary judgment with respect to the Stoll patent.55 After trial of the
remaining issues, the jury found both the Carroll patent and the Stoll
patent valid, found that SMC had infringed the Stoll patent under the
doctrine of equivalents, and assessed damages. 56

On appeal before the United States Court of Appeals for the Fed-
eral Circuit (Festo II), SMC sought reversal of the district court's judg-
ment of infringement for both the Carroll and Stoll patents. 57 With
respect to the Carroll patent, SMC argued that the trial judge had
performed impermissible fact-finding in granting summary judg-
ment.58 In addition, SMC argued on appeal that the finding of in-
fringement did not comply with the all-elements rule. 59 Judge
Pauline Newman, writing for a three-judge panel of the Federal Cir-
cuit, rejected SMC's arguments and affirmed the lower court's sum-
mary judgment finding that SMC had infringed the Carroll patent.60

The Federal Circuit stated that the evidence was undisputed in dem-
onstrating that the single two-way sealing ring used in the SMC de-
vice corresponded with the pair of sealing rings claimed in the Carroll
patent.

6 1

The Federal Circuit next addressed the issue of infringement of
the Stoll patent, stating that in light of the evidence presented, a rea-
sonable jury could have found that SMC had infringed the Stoll patent
under the doctrine of equivalents. 6 2 SMC, however, raised the issue of
prosecution history estoppel on appeal because the description of the
sleeve's composition as magnetizable material was added during the
patent's prosecution. 63 The Federal Circuit stated that although the
reason for this addition was "a mystery," the trial judge had not erred
in holding that prosecution history estoppel did not apply to prevent
Festo from arguing equivalency. 64 Therefore, the Federal Circuit sus-
tained the judgment that SMC had infringed the Stoll patent.6 5

55. Id. at *2, *5.
56. Festo IV, 172 F.3d at 1365.
57. Festo 11, 72 F.3d at 857, 860, 862.

58. Id. at 860.
59. Id. at 861. The all-elements rule requires courts to apply the doctrine of

equivalents to the individual elements of a patent claim rather than applying the doc-
trine to the invention as a whole. Benjamin C. Hsing, Proof of Equivalence after Festo,
725 PLIIPAT 115, 120 (2002) (citing Warner-Jenkinson Co. v. Hilton Davis Chem. Co.,
520 U.S. 17, 29 (1997)).

60. Festo 11, 72 F.3d at 857, 861.
61. Id. at 861.
62. Id. at 862-63.

63. Id. at 863-64.
64. Id. at 857, 864.
65. Id. at 864.
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SMC filed a petition for writ of certiorari to the United States Su-
preme Court. 66 SMC filed the petition based on two questions. 67 The
first question related to the doctrine of equivalents, and the second
was a procedural question related to the special master.68 In light of
the Court's intervening decision in Warner-Jenkinson Co. v. Hilton
Davis Chemical Co. ,69 the Court granted certiorari, vacated the mat-
ter, and remanded the case to the Federal Circuit (Festo III).70

On remand before the United States Court of Appeals for the Fed-
eral Circuit (Festo IV), the court heard reargument for both the Car-
roll patent and Stoll patent.71 The Federal Circuit affirmed the
summary judgment finding of infringement of the Carroll patent, ad-
dressing the issues of the application of the all-elements rule and pros-
ecution history estoppel. 7 2 For the Stoll patent, however, the Federal
Circuit vacated the judgment of infringement and remanded the case
for determination of whether prosecution history estoppel applied.7 3

In its affirmation of infringement of the Carroll patent, Judge
Newman, writing for a three-judge panel of the Federal Circuit, ex-
amined the district court's ruling that a finding of infringement did
not violate the all-elements rule.7 4 On remand, SMC continued to ar-
gue that the all-elements rule prevented a finding of infringement be-
cause its device did not contain two sealing rings or two other distinct

66. Shoketsu Kinzoku Kogyo Kabushiki Co. v. Festo Corp. (Festo III), 520 U.S.
1111, 1111 (1997), remanding to 172 F.3d 1361 (Fed. Cir. 1999), vacated, 187 F.3d 1381
(Fed. Cir. 1999), reh'g en banc, 234 F.3d 558 (Fed. Cir. 2000), vacated, 122 S. Ct. 1831
(2002).

67. Festo /V, 172 F.3d at 1365.
68. Id. The question concerning the doctrine of equivalents was "can the statutory

requirement for patent claims (35 U.S.C. § 112, 92) and the statutory restriction for
correcting them (35 U.S.C. § 251, $4) be nullified by the judicially created doctrine of
equivalents?" Id.

69. 520 U.S. 17 (1997). In Warner-Jenkinson, the Supreme Court explained that
prosecution history estoppel applies to amendments that were made for reasons related
to patentability. Festo IV, 172 F.3d at 1372 (citing Warner-Jenkinson, 520 U.S. at 33).
In addition, the Court created a new presumption that when the prosecution record is
not clear as to the reason a patentee made an amendment, the presumption is that the
patentee made the amendment for reasons related to patentability. Id. The Court also
stated that the patentee can rebut the new presumption by establishing an appropriate
reason for the required amendment. Warner-Jenkinson, 520 U.S. at 33.

70. Festo III, 520 U.S. at 1111. The sequence of events used by the Supreme Court
is referred to as a "GVR" (grant, vacate, remand). Festo IV, 172 F.3d at 1365. A GVR is
used when "intervening developments, or recent developments that [the Supreme Court
has] reason to believe the court below did not fully consider, reveal a reasonable
probability that the decision below rests upon a premise that the lower court would
reject if given the opportunity for further consideration, and where it appears that such
a redetermination may determine the ultimate outcome of the litigation." Id. (quoting
Lawrence v. Chater, 516 U.S. 163, 167 (1996)).

71. Festo IV, 172 F.3d at 1361, 1365.
72. Id. at 1361, 1367, 1371, 1374.
73. Id. at 1380-81.
74. Id. at 1370.
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elements that were equivalent to the two sealing rings in Festo's de-
vice.75 The Federal Circuit again rejected this argument and affirmed
the district court's finding that the all-elements rule is satisfied by the
use of the single sealing ring in the SMC device.76 In its finding, the
Federal Circuit considered whether'Warner-Jenkinson modified the
principle cited in the Federal Circuit's previous decision in Festo 11
that one-to-one correspondence for every element of a claimed inven-
tion is not necessary to satisfy the all-elements rule.7 7 The Federal
Circuit found no basis in Warner-Jenkinson for erasing the precedent
establishing this rule.78 With regard to the Carroll patent, the Fed-
eral Circuit stated that Warner-Jenkinson indicated that it is proper
to inquire into the role of the two sealing rings in Festo's device, and to
contrast that role with the role of the two-way sealing ring in SMC's
device. 79 Applying this reasoning, the Federal Circuit opined that the
single sealing ring used in the SMC device preserved the role of the
paired sealing rings claimed in the Carroll patent (to provide a fluid-
tight seal).8 0 In other words, the single two-way sealing ring fully pre-
served the claimed function of the pair of sealing rings.8 1

After determining that the all-elements rule had been met, the
Federal Circuit continued by discussing whether equivalency in fact
was present.8 2 The Federal Circuit indicated that the classical crite-
ria of substantial similarity between the function, way, and result of
the patented and accused devices are relevant.8 3 Applying this rule,
the Federal Circuit sustained the finding of equivalency because SMC
had failed to dispute that its single sealing ring performed the same
function as the pair of sealing rings in the Festo device by providing a
fluid-tight seal.8 4

The Federal Circuit next addressed the issue of whether the new
presumption of prosecution history estoppel created by the Supreme
Court in Warner-Jenkinson applied to the Carroll patent.8 5 SMC ar-

75. Id. at 1368.
76. Id. at 1371.
77. Id. at 1368-69.
78. Id. at 1369-70.
79. Id. at 1370.
80. Id. at 1370-71.
81. Id. at 1371.
82. Id. The court noted that "modifications that meet the all-elements requirement

may nonetheless embody substantial change from the claim limitations and thus avoid
equivalency in fact." Id.

83. Festo TV, 172 F.3d at 1371.
84. Id.
85. Id. at 1361, 1371-72. Discussing Warner-Jenkinson, the Federal Circuit ex-

plained that the Supreme Court determined that prosecution history estoppel applies
when amendments are required during prosecution for reasons related to patentability.
Id. at 1372 (citing Warner-Jenkinson, 520 U.S. at 33). In addition, the Federal Circuit
discussed how the Supreme Court in Warner-Jenkinson created a new presumption that
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gued that the new presumption barred the application of the doctrine
of equivalents because Festo added the sealing rings by amendment
during reexamination. 8 6 SMC contended that any change to a patent
claim must be related to patentability.8 7 Festo argued that the pre-
sumption did not arise because' the claim containing the sealing rings
was not necessitated by an examiner's rejection; rather, the claim was
voluntary.8 8 The Federal Circuit concluded that prosecution history
estoppel did not preclude Festo from applying the doctrine of
equivalents.8 9 In rejecting SMC's argument, the Federal Circuit
noted that the Supreme Court had rejected a similar argument in
Warner-Jenkinson, stating that "petitioner reaches too far in arguing
that the reason for an amendment during patent prosecution is irrele-
vant to any subsequent estoppel."90

After affirming the district court's summary judgment of infringe-
ment of the Carroll patent, the Federal Circuit next addressed the
jury finding of infringement under the doctrine of equivalents for the
Stoll patent. 91 SMC again argued that the all-elements rule pre-
vented a finding of infringement and raised a new issue of prosecution
history estoppel. 9 2 With respect to'the all-elements rule, SMC argued
that the judgment of infringement for the Stoll patent does not comply
with the rule in two aspects.9 3 First, SMC asserted that its device
replaced the first sealing rings with a single sealing ring.9 4 Second,
SMC argued that its device contained a sleeve of nonmaguetizable
material. 95 SMC argued that the instructions regarding the all-ele-
ments rule given to the jury were not adequate in light of Warner-

Jenkinson.9 6 The Federal Circuit disagreed, stating that the jury in-
struction was a clear and plain statement of the all-elements rule.9 7

In addition, the Federal Circuit indicated that the jury instruction

when the prosecution record is not clear as to the reason 'a patentee made an amend-
ment, the presumption is that the patentee made the amendment for reasons related to
patentability. Id. (citing Warner-Jenkinson, 520 U.S. at 33). The Federal Circuit also
acknowledged that the Supreme Court stated that the patentee can rebut the new pre-
sumption by establishing an appropriate reason for the required amendment. Id. (citing
Warner-Jenkinson, 520 U.S. at 33).

86. Festo IV, 172 F.3d at 1373.
87. Id.
88. Id.
89. Id. at 1361, 1374.
90. Id. at 1373 (quoting Warner-Jenkinson, 520 U.S. at 30).
91. Id. at 1361, 1374.
92. Id. at 1374.
93. Id. at 1375.
94. Id.
95. Id.
96. Id. at 1376.
97. Id.
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stated the correct law and did not differ from the law stated by the
Supreme Court in Warner-Jenkinson.98

The Federal Circuit continued by addressing the issues of
equivalency for the Stoll patent.9 9 The Federal Circuit concluded that
substantial evidence existed to support the jury verdict of infringe-
ment based upon the doctrine of equivalents for both the sealing rings
and the sleeve material. 10 0 Discussing the sealing rings first, the Fed-
eral Circuit indicated that the issues were different between the Car-
roll patent and the Stoll patent.1° 1 With regard to the first sealing
rings in the Stoll patent, the rings provided an additional function of
wiping impurities away.102 However, the Federal Circuit noted that
Festo presented undisputed evidence that the guide rings in the SMC
device performed the same wiping function, satisfying the equivalency
requirements of same function, way, and result. 10 3 Regarding the
sleeve material, the Federal Circuit discussed Festo's expert witness
testimony, which indicated that the nonmagnetizable sleeve material
in the SMC device provided substantially the same function of
preventing leakage, in the same way, and with the same result.10 4

SMC had presented no evidence at trial to dispute this testimony.10 5

Therefore, the Federal Circuit concluded that based on the evidence
presented, a reasonably jury could have determined that the SMC
sleeve was equivalent to the claimed sleeve. 10 6

The Federal Circuit next addressed the issue of prosecution his-
tory estoppel for the Stoll patent.10 7 With respect to the magnetizable
sleeve material, the Federal Circuit found no basis for reversing the
district court's finding that the amendment relating to the magnetiza-
ble material was not required for reasons related to patentability be-
cause it was voluntary. ' 0 8 However, for the sealing rings element, the
Federal Circuit stated that an unresolved issue existed as to whether
the amendment was drafted for reasons related to patentability.10 9

Therefore, the Federal Circuit remanded the case with instructions for
the lower court to determine whether the Warner-Jenkinson presump-
tion of prosecution history estoppel had arisen, whether Festo could

98. Id.
99. Id. at 1361, 1374, 1376.

100. Id. at 1377-78.
101. Id. at 1377.
102. Id.
103. Id.
104. Id. at 1378.
105. Id.
106. Id.
107. Id. at 1374, 1378.
108. Id. at 1380.
109. Id.
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rebut the presumption if it had arisen, and the scope of any estoppel
that had arisen. 1 10

After the original decision on remand, SMC petitioned the Fed-
eral Circuit for a rehearing en banc and a panel rehearing.1 1 1 The
Federal Circuit denied the petition for panel rehearing but granted
the petition for rehearing en banc, vacating and withdrawing its pre-
vious judgment (Festo V).1 12 The Federal Circuit granted the en banc
rehearing to resolve a number of issues relating to the doctrine of
equivalents that remained after the Supreme Court's Warner-Jenkin-
son decision.' 13 Accordingly, the Federal Circuit ordered the parties
to file new briefs addressing five questions, of which questions one and
three related to the issues of the types of amendments that give rise to
prosecution history estoppel and the effect of estoppel, respectively. 114

110. Id.
111. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo V), 187 F.3d

1381, 1381 (Fed. Cir. 1999), reh'g en banc, 234 F.3d 558 (Fed. Cir. 2000), vacated, 122 S.
Ct. 1831 (2002).

112. Festo V, 187 F.3d at 1381.
113. Festo VI, 234 F.3d at 563, 566, 569.

114. Id. The court asked the parties to address the following questions:

1. For the purposes of determining whether an amendment to a claim creates
prosecution history estoppel, is "a substantial reason related to patentability,"
Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 33, 117 S.Ct.
1040, 137 L.Ed.2d 146 (1997), limited to those amendments made to overcome
prior art under § 102 and § 103, or does "patentability" mean any reason affect-
ing the issuance of a patent?
2. Under Warner-Jenkinson, should a "voluntary" claim amendment-one not
required by the examiner or made in response to a rejection by an examiner for
a state reason-create prosecution history estoppel?
3. If a claim amendment creates prosecution history estoppel, under Warner-
Jenkinson what range of equivalents, if any, is available under the doctrine of
equivalents for the claim element so amended?
4. When "no explanation [for a claim amendment] is established," Warner-
Jenkinson, 520 U.S. at 33, 117 S. Ct. 1040, thus invoking the presumption of
prosecution history estoppel under Warner-Jenkinson, what range of
equivalents, if any, is available under the doctrine of equivalents for the claim
element so amended?
5. Would a judgment of infringement in this case violate Warner-Jenkinson's
requirement that the application of the doctrine of equivalents "is not allowed
such broad play as to eliminate [an] element in its entirety," 520 U.S. at 29, 117
S. Ct. 1040. In other words, would such a judgment of infringement, post
Warner-Jenkinson, violate the "all elements" rule?

Id.
In response to question two, the court held that "voluntary' claim amendments are

treated the same as other claim amendments; therefore, any voluntary amendment that
narrows the scope of a claim for a reason related to the statutory requirements for a
patent will give rise to prosecution history estoppel with respect to the amended claim
element." Id. at 563-64. In response to question four, the court held that "'unexplained'
amendments are not entitled to any range of equivalents." Id. at 564. Finally, with
respect to the all-elements rule, the court did not reach question five in view of its deter-
mination in this case. Id. at 564, 590.
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The Federal Circuit's en banc decision (Festo VI) began by ad-
dressing the five questions posed to the parties by the court. 115 Under
question one, the Federal Circuit asked the parties to address the
matter of whether amendments made for a substantial reason related
to patentability that give rise to prosecution history estoppel are lim-
ited to amendments made to avoid the prior art or extend to amend-
ments made for any reason affecting a patent's issuance. 1 6 In
response to the question, the Federal Circuit held that amendments
made for a substantial reason related to patentability are not limited
to amendments made to avoid the prior art.117 . Instead, they include
amendments made for any reason that relates to the statutory re-
quirements for the issuance of a patent.1 18 Judge Alvin Schall, writ-
ing for the majority of the en banc Federal Circuit, reasoned that
because the statutory requirements must be met before a patent can
issue, the requirements must relate to patentability.' 19 Furthermore,
the Federal Circuit noted that although the Supreme Court did not
directly address this issue in Warner-Jenkinson, its answer was not
inconsistent with that decision because the language of Warner-Jen-
kinson did not limit prosecution history estoppel to amendments made
to overcome prior art.120

Under question three, the Federal Circuit asked the parties to ad-
dress the range of equivalents that remain for an amended claim
when prosecution history estoppel applies. 12 1 In response to the ques-
tion, the Federal Circuit held that when prosecution history estoppel
arises for an amended claim, no range of equivalents remains for that
amended claim. 12 2 Through its decision, the Federal Circuit rejected
its previous flexible bar approach to prosecution history estoppel. 12 3

The Federal Circuit instead held that when an amendment narrows a
claim's scope for a reason related to patentability, prosecution history
estoppel functions as a complete bar to the doctrine of equivalents. 12 4

In overruling its precedents, the Federal Circuit reasoned that the
case-by-case approach of the flexible bar rule had proven unwork-
able. 12 5 The Federal Circuit stated that the complete bar approach

115. Festo VI, 234 F.3d at 563.
116. Id. at 566.
117. Id.
118. Id.
119. Id.
120. Id. at 567.
121. Id. at 569.
122. Id. at 564.
123. Id. at 574-75.
124. Id. at 574.
125. Festo VII, 122 S. Ct. at 1836.
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would promote certainty in infringement cases. 126 In addition, the
Federal Circuit noted that the new rule would preserve the public no-
tice function of patents because it would eliminate the public's need to
speculate as to what subject matter was surrendered by an amend-
ment that gives rise to-prosecution history estoppel. 12 7 Finally, the
Federal Circuit determined that the flexible bar approach provided no
overriding benefits. 128 The Federal Circuit stated that although the
flexible bar approach afforded patentees increased protection under
the doctrine of equivalents, the Federal Circuit did not consider that
the benefit to patentees outweighed the costs of uncertainty. 129

Applying the holdings derived by answering the en banc questions
to the present case, the Federal Circuit reversed the judgment of in-
fringement of the Carroll and Stoll patents under the doctrine of
equivalents. 130 The Federal Circuit noted that Festo had added the
claim elements at issue for infringement during reexamination of the
Carroll patent and prosecution of the Stoll patent. 13 1 The Federal
Circuit further noted that the elements narrowed the scope of the pat-
ent claims.13 2 Because Festo did not provide any explanation to
demonstrate that the amendments were unrelated to patentability,
the Federal Circuit stated that the amendments gave rise to prosecu-
tion history estoppel. 133 Therefore, the Federal Circuit determined
that the amended claim elements could not be infringed under the
doctrine of equivalents because no range of equivalents was available
for the elements. 134

Six circuit judges wrote separate concurring and dissenting opin-
ions that were delivered with the majority opinion.13 5 Judge Paul

126. Id.
127. Festo VI, 234 F.3d at 576.
128. Id. at 578.
129. Id.
130. Id. at 558, 564.
131. Id. at 591.
132. Id.
133. Id.
134. Id.
135. Id. at 562. Judge Jay Plager concurred with the majority opinion, although in

his view, "it [was] a second-best solution to an unsatisfactory situation." Festo VI, 234
F.3d at 591 (Plager, J., concurring). Judge Plager argued that a better solution would
be to hold that the doctrine of equivalents was an equitable doctrine and a question for
judges. Id. at 593 (Plager, J., concurring). Judge Alan Lourie also concurred with the
majority opinion, stating that the new rule put forth by the decision promotes the inter-
ests of the patent system. Festo VI, 234 F.3d at 595 (Lourie, J., concurring). Judge
Lourie pointed out that the Supreme Court had not addressed the issue of the range of
equivalents available when a claim is amended for reasons of patentability. Id. at 596
(Lourie, J., concurring). Therefore, Judge Lourie stated the court was free to implement
the complete bar approach to the issue. Id. (Lourie, J., concurring). Judge Randal Ra-
der, concurred in part and dissented in part, arguing that the majority's complete bar
defied logic because an amended claim could not surrender after arising technology,
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Michel, joined by Judge Randall Rader, concurred in part and dis-
sented in part.136 Judge Michel agreed with the majority opinion with
respect to its answers to en banc questions one, two, four, and five. 137

However, Judge Michel dissented with respect to the disposition of
question three, arguing that the majority's decision violated Supreme
Court precedent. 138 Judge Michel argued that the complete bar rule
implemented by the majority opinion disregarded eight Supreme
Court cases and more than fifty previous Federal Circuit cases.139

Judge Michel also disagreed with the majority's assertion that the Su-
preme Court has never addressed the issue of whether any range of
equivalents is available for claim amendments made for patentability
reasons. 140 Judge Michel argued that the Supreme Court has instead
set forth a consistent doctrine for the application of prosecution his-
tory estoppel since the late 1800s and did not suggest in Warner-Jen-
kinson or any other recent decision that the Court intended to depart
from its precedent. 141

Judge Michel also argued that the majority's rule disrupted the
Supreme Court's balance between the rivaling interests of granting
adequately protected patents and providing the public with sufficient
notice of a patent's scope.14 2 He believed that, as a result, the rule
was "unfairly harmful" as it would prevent patent holders from ob-
taining protection under the doctrine of equivalents even for minor
amendments.143 Copyists would be able to exploit the rule by review-
ing the prosecution history of patents and making insignificant

which did not exist when the claim was amended. Festo VI, 234 F.3d at 619-20 (Rader,
J., concurring-in-part, dissenting-in-part). Judge Linn, joined by Judge Rader, con-
curred in part and dissented in part. Festo VI, 234 F.3d at 620 (Linn, J., concurring-in-
part, dissenting-in-part). Judge Linn agreed with the majority's holdings for questions
one, two, and four, but argued that the majority's new rule, eliminating all range of
equivalents for amendments related to patentability, went too far. Id. (Linn, J., concur-
ring-in-part, dissenting-in-part). Judge Pauline Newman filed the final opinion, also
concurring-in-part and dissenting-in-part. Festo VI, 234 F.3d at 630 (Newman, J., con-
curring-in-part, dissenting-in-part). Judge Newman attacked the majority decision by
stating that it "ignores the bases of the GVR which returned the case to [the court], and
instead manipulates the issues of equivalency and estoppel to achieve a policy-driven
result." Id. (Newman, J., concurring-in-part, dissenting-in-part).

136. Festo VI, 234 F.3d at 598 (Michel, J., concurring-in-part, dissenting-in-part).
137. Id. (Michel, J., concurring-in-part, dissenting-in-part). Circuit Judge Rader

also wrote a separate opinion, concurring-in-part, dissenting-in-part, arguing that the
majority's rule "defies logic" by preventing the doctrine of equivalents from protecting
patents by accommodating after-arising technology. Festo VI, 234 F.3d at 619-20 (Ra-
der, J., concurring-in-part, dissenting-in-part).

138. Festo VI, 234 F.3d at 598 (Michel, J., concurring-in-part, dissenting-in-part).
139. Festo VII, 122 S. Ct. at 1837.
140. Festo VI, 234 F.3d at 601 (Michel, J., concurring-in-part, dissenting-in-part).
141. Id. (Michel, J., concurring-in-part, dissenting-in-part).
142. Id. at 600 (Michel, J., concurring-in-part, dissenting-in-part).
143. Id. (Michel, J., concurring-in-part, dissenting-in-part).
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changes corresponding to an amendment made during prosecution. 14 4

In Judge Michel's opinion, the majority's rule would for many cases
"'convert the protection of the patent grant into a hollow and useless
thing."' 14 5 Finally, Judge Michel argued that the majority's rule
would most likely result in 'a number of unintended and adverse
consequences. 146

Festo filed a petition for writ of certiorari with the United States
Supreme Court, which granted certiorari to consider two questions
concerning the relation between the doctrine of equivalents and prose-
cution history estoppel.147 The first question was what types of claim
amendments give rise to prosecution history estoppel. 14 s The second
question was whether the application of prosecution history estoppel
should act as a complete bar to all equivalents for an amended claim
element.1

49

In a unanimous decision, the Supreme Court vacated the judg-
ment of the Federal Circuit and remanded the case for further pro-
ceedings (Festo VII). 15° The Court agreed with the Federal Circuit
with respect to the first question, stating that a narrowing claim
amendment made for any reason related to patentability may give rise
to prosecution history estoppel. 15 1 For the second question, however,
the Court rejected the complete bar rule adopted by the majority of the
Federal Circuit, stating that the reach of prosecution history estoppel
must be determined by examining the subject matter surrendered by
an amendment. 152

144. Id. at 600-01 (Michel, J., concurring-in-part, dissenting-in-part).
145. Id. at 600 (Michel, J., concurring-in-part, dissenting-in-part) (quoting Graver

Tank & Mfg. Co. v. Linde Air Products Co., 339 U.S. 605, 607 (1950)).
146. Festo VI, 234 F.3d at 615 (Michel, J., concurring-in-part, dissenting-in-part).

Judge Michel reiterated that the new rule would allow copyists to escape liability for
infringement by making insignificant changes to patents that have been amended for
reasons related to patentability. Id. at 616 (Michel, J., concurring-in-part, dissenting-
in-part). This result would be extremely severe for certain areas of technology, such as
biotechnology. Id. at 617 (Michel, J., concurring-in-part, dissenting-in-part). Next,
Judge Michel indicated that the vast majority of patents have claims that were
amended during prosecution, pointing out that the prosecution of a patent is often an
iterative process. Id. at 617-18 (Michel, J., concurring-in-part, dissenting-in-part).
Therefore, a possible result of the majority's rule is that applicants would be more likely
to appeal rejections that require amendments, thereby taxing the already backlogged
Patent and Trademark Office Board of Patent Appeals and Interferences. Id. at 618
(Michel, J., concurring-in-part, dissenting-in-part). Accordingly, Judge Michel argued
that the majority's ruling would likely significantly reduce the value of many unexpired
patents. Id. (Michel, J., concurring-in-part, dissenting-in-part).

147. Festo VII, 122 S. Ct. at 1831, 1835, 1839-40.
148. Id. at 1839.
149. Id. at 1840.
150. Id. at 1834-35, 1843.
151. Id. at 1835, 1839.
152. Id. at 1835, 1840.
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Addressing the first issue on review, Justice Anthony Kennedy
relied on the Court's previous decision in Warner-Jenkinson, which
held that prosecution history estoppel applies to amendments that are
made for a substantial reason related to patentability. 1 53 Although
the Court did not define the phrase "substantial reason related to pat-
entability," the Court stated that even if the purpose of an amendment
is unrelated to patentability, a court may consider whether the reason
for the amendment may nonetheless give rise to estoppel. 154 The
Court acknowledged that its prior precedent has addressed prosecu-
tion history estoppel most often for amendments required to avoid
prior art.155 However, the Court agreed with the Federal Circuit,
stating that estoppel may apply to amendments made to comply with
any statutory requirement for patentability. 156 The Court indicated
that the statutory requirements that must be satisfied before a valid
patent can issue include the requirements of 35 U.S.C. §§ 101, 102,
and 103, as well as the requirements of 35 U.S.C. § 112.157 Therefore,

153. Id. at 1834, 1839 (citing Warner-Jenkinson, 520 U.S. at 33).

154. Festo VII, 122 S. Ct. at 1839 (citing Warner-Jenkinson, 520 U.S. at 40-41).
155. Festo VII, 122 S. Ct. at 1839 (citations omitted).
156. Id. at 1835, 1839.
157. Id. at 1839-40. Section 101 embodies the utility condition, which requires an

invention to be useful. CHISUM, PRINCIPLES, supra note 44, at 729. Section 101 provides
that "[w]hoever invents or discovers any new and useful process, machine, manufacture,
or composition of matter, or any new and useful improvement thereof, may obtain a
patent thereof, subject to the conditions and requirements of this title. 35 U.S.C. § 101
(2002). Section 102 sets forth novelty, which requires that the claimed invention add
something new to society. CHISUM, PRINCIPLES, supra note 44, at 335. Section 102 pro-
vides, in pertinent part, as follows:

A person shall be entitled to a patent unless-
(a) the invention was known or used by others in this country, or patented or
described in a printed publication in this or a foreign country, before the inven-
tion thereof by the applicant for patent, or
(e) the invention was described in (1) an application for patent published under
section 122(b), by another filed in the United States before the invention by the
applicant for patent or (2) a patent granted on an application for patent by
another filed in the United States before the invention by the applicant for
patent, except that an international application filed under the treaty defined
in section 351(a) shall have the effects for purposes of this subsection of an
application filed in the United States only if the international application des-
ignated the United States and was published under Article 21(2) of such treaty
in the English language; or
(g) (1) during the course of an interference conducted under section 135 or sec-
tion 291, another inventor involved therein establishes, to the extant permitted
in section 104, that before such person's invention thereof the invention was
made by such other inventor and not abandoned, suppressed, or concealed, or
(2) before such person's invention thereof, the invention was made in this coun-
try by another inventor who had not abandoned, suppressed, or concealed it.
In determining priority of invention under this subsection, there shall be con-
sidered not only the respective dates of conception and reduction to practice of
the invention, but also the reasonable diligence of one who was first to conceive
and last to reduce to practice, from a time prior to conception by the other.

35 U.S.C. § 102 (2002).
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the Court stated that prosecution history estoppel applies to amend-
ments made to secure the patent and that narrow the patent's
scope.

158

The Court next examined the second issue on review, which ad-
dressed whether prosecution history estoppel acts as a complete bar,
preventing a patentee from asserting any equivalents for an amended
claim element. 15 9 In rejecting the Federal Circuit's complete bar rule,
the court reasoned that the per se rule was inconsistent with the pur-
pose of prosecution history estoppel, which is to hold the patentee to
the representations made during prosecution and to reasonable infer-
ences that may be drawn from an amendment. 160 The Court noted
that although the scope of an amended claim is not as broad as the
original, the language of the claim remains imperfect and may not
capture the invention precisely. 16 1 Therefore, the Court stated that a
narrowing amendment should not relinquish equivalents that were
unforeseeable when the amendment was made and beyond a reasona-
ble interpretation of what was surrendered. 162 The Court further jus-
tified its position by indicating that the complete bar rule would
disrupt the expectations of countless patent holders who had amended

Section 103 sets forth the nonobviousness requirement, which prevents a person
from obtaining a patent for an invention that would have been obvious to a person of
ordinary skill in the art in light of prior art teachings at the time the invention was
made. CHISUM, PRINCIPLES, supra note 44, at 530-31. Section 103(a) reads as follows:

A patent may not be obtained thought the invention is not identically disclosed
or described as set forth in section 102 of this title, if the differences between
the subject matter sought to be patented and the prior art are such that the
subject matter as a whole would have been obvious at the time the invention
was made to a person having ordinary skill in the art to which said subject
matter pertains. Patentability shall not be negatived by the manner in which
the invention was made.

35 U.S.C. § 103(a) (2002).
The first two paragraphs of Section 112 set forth the patent system's disclosure

requirements, including written description, enablement, best mode, and indefinite-
ness. CHISUM, PRINCIPLES, supra note 44, at 155-56. Section 112 provides, in pertinent
part:

The specification shall contain a written description of the invention, and of the
manner of making and using it, in such full, clear, concise, and exact terms as
to enable any person skilled in the art to which it pertains, or with which it is
most neatly connected, to make and use the same, and shall set forth the best
mode contemplated by the inventor of carrying out his invention.
The specification shall conclude with one or more claims particularly pointing
out and distinctly claiming the subject matter which the applicant regards as
his invention.

35 U.S.C. § 112 (2002).
158. Festo VII, 122 S. Ct. at 1840.
159. Id. at 1835, 1839.
160. Id.
161. Id. at 1840-41.
162. Id. at 1841.
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their claims under the previous rule with no reason to believe that the
amendments would relinquish all equivalents. 163

After rejecting the Federal Circuit's complete bar approach to
prosecution history estoppel, the Court further held that the patentee
has the burden of establishing that an amendmient does not relinquish
the particular equivalent at issue.164 The Court stated that a narrow-
ing amendment creates a presumption that all equivalents between
the original and amended claim have been surrendered.16 5 However,
a patent holder can overcome this presumption by demonstrating that
"at the time of the amendment one skilled in the art could not reason-
ably be expected to have drafted a claim that would have literally en-
compassed the alleged equivalent."1 66 The Court identified three
situations in which a patentee can rebut the presumption: (1) the
equivalent in question was unforeseeable at the time the claim was
amended; (2) the reason for the amendment has merely a tangential
relation to the equivalent at issue; or (3) some other reason that indi-
cates the patentee could not have reasonably described the equivalent
in question. 167

The Supreme Court next applied its holding to the Festo patents,
stating that it could not ascertain from the record before the Court
whether Festo had rebutted either the presumption that prosecution
history estoppel applied or the presumption that the equivalents in
question had been surrendered. 168 Festo, however, conceded that the
amendments were made for reasons related to patentability. 169

Therefore, the Court stated that the issue was not whether prosecu-
tion history estoppel applied but what subject matter was surrendered
by the amendments.' 70 Accordingly, the Court stated that the only
remaining issue was whether Festo could prove that the narrowing
amendments did not relinquish the particular equivalents at issue. 171

The Court therefore vacated the judgment of the Federal Circuit and
remanded the case for determination of this issue. 172

163. Id.

164. Id. at 1835, 1842.
165. Id. at 1842 (citing Exhibit Supply Co. v. Ace Patents Corp., 315 U.S. 126, 136-

37 (1942)).

166. Festo VII, 122 S. Ct. at 1842.
167. Id.
168. Id. at 1831, 1842, 1843.
169. Id. at 1831, 1842.
170. Id. at 1842.
171. Id. at 1831, 1842.
172. Id. at 1843.
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BACKGROUND

A. PATENT PROSECUTION AND THE ISSUANCE OF A PATENT

Patent prosecution is the process by which an applicant obtains a
patent on a new invention or discovery. 1 73 It includes the examina-
tion proceedings conducted by the Patent and Trademark Office
("PTO") to determine if a patent should issue.1 74 In order for an in-
ventor to obtain a patent, the inventor must submit an application to
the PTO. 175 The PTO then must "cause an examination to be made of
the application and the alleged new invention; and if on such exami-
nation it appears that the applicant is entitled to a patent under the
law, the Commissioner shall issue a patent therefor."17 6 The patent
application, as well as any subsequently issued patent, must contain
two key components, a written description and claims, which collec-
tively make up the patent specification. 177 Moreover, the claimed in-
vention and application must meet a number of statutory
requirements for a patent to issue. 178 These requirements include
utility, novelty, nonobviousness, and adequate disclosure. 17 9

1. The Substantive Requirements

The Patent Act sets forth the substantive requirements for pat-
entability in three separate sections, 35 U.S.C. §§ 101, 102, and
103.18o The first requirement is utility, which is embodied in § 101.181
Utility simply requires an invention to be useful for a patent to is-
sue. 182 To be useful, the invention does not need to be superior to any
existing process or product, but the invention must (1) "be operable
and capable of use;" (2) "operate to perform the functions and secure

173. DONALD S. CHISUM ET AL., PRINCIPLES OF PATENT LAW 75 (1998) [hereinafter
CHISUM, PRINCIPLES].

174. 5A DONALD S. CHISUM, CHISUM ON PATENTS § 18.05, at 18-413 (2002) [hereinaf-
ter CHISUM ON PATENTS].

175. CHISUM, PRINCIPLES, supra note 173, at 74.
176. 35 U.S.C. § 131 (2002).
177. CHISUM, PRINCIPLES, supra note 173, at 75.
178. Id.
179. Id.
180. Graham v. John Deere Co., 383 U.S. 1, 12 (1966).
181. MARTIN J. ADELMAN ET AL., PATENT LAw 133 (2d ed. 2003). Section 101 pro-

vides that "[w]hoever invents or discovers any new and useful process, machine, manu-
facture, or composition of matter, or any new and useful improvement thereof, may
obtain a patent thereof, subject to the conditions and requirements of this title." 35
U.S.C. § 101 (2002). In addition to the utility requirement, § 101 also sets forth four
categories of statutory subject matter: machines, processes, manufactures, and composi-
tions of matter. CHISUM, PRINCIPLES, supra note 173, at 752.

182. ADELMAN, supra note 181, at 133.
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the result intended;" and (3) "achieve a human purpose that is not
illegal, immoral or contrary to public policy. ' '183

Novelty, as set forth in § 102, requires that the claimed invention
add something new to society.18 4 Pursuant to this section, an inven-
tion cannot be anticipated by and must avoid the prior art to be pat-
entable.' 8 5 The purpose of the novelty requirement is to prevent the
issuance of a patent and its underlying protection to an invention that
is already known and will add nothing to the "'the store of common
knowledge."1

8 6

The third requirement, nonobviousness, is set forth in § 103.187

The nonobviousness requirement prevents a person from obtaining a
patent for an invention that would have been obvious to a person of

183. 1 CHISUM ON PATENTS, supra note 174, § 4.01, at 4-2 to 4-2.1.
184. CHISUM, PRINCIPLES, supra note 173, at 335. Novelty is embodied in § 102 sub-

sections (a), (e), and (g). Id. These subsections provide as follows:
A person shall be entitled to a patent unless-
(a) the invention was known or used by others in this country, or patented or
described in a printed publication in this or a foreign country, before the inven-
tion thereof by the applicant for patent, or
(e) the invention was described in (1) an application for patent published under
section 122(b), by another filed in the United States before the invention by the
applicant for patent or (2) a patent granted on an application for patent by
another filed in the United States before the invention by the applicant for
patent, except that an international application filed under the treaty defined
in section 351(a) shall have the effects for purposes of this subsection of an
application filed in the United States only if the international application des-
ignated the United States and was published under Article 21(2) of such treaty
in the English language; or
(g) (1) during the course of an interference conducted under section 135 or sec-
tion 291, another inventor involved therein establishes, to the extant permitted
in section 104, that before such person's invention thereof the invention was
made by such other inventor and not abandoned, suppressed, or concealed, or
(2) before such person's invention thereof, the invention was made in this coun-
try by another inventor who had not abandoned, suppressed, or concealed it.
In determining priority of invention under this subsection, there shall be con-
sidered not only the respective dates of conception and reduction to practice of
the invention, but also the reasonable diligence of one who was first to conceive
and last to reduce to practice, from a time prior to conception by the other.

35 U.S.C. § 102 (2002).
185. CHISUM, PRINCIPLES, supra note 173, at 335.
186. Id. (indicating that the purpose of the novelty requirement is to prevent pat-

ents for inventions that already exist); 1 CHISUM ON PATENTS, supra note 174, § 3.01, at
3-5 (quoting Dewey & Almy Chem. Co. v. Mimex Co., 124 F.2d 986, 989 (2d Cir. 1942))
(indicating that novelty prevents patents for inventions that do not increase "the store
of common knowledge").

187. CHISUM, PRINCIPLES, supra note 173, at 530. Section 103(a) reads as follows:
A patent may not be obtained thought the invention is not identically disclosed
or described as set forth in section 102 of this title, if the differences between
the subject matter sought to be patented and the prior art are such that the
subject matter as a whole would have been obvious at the time the invention
was made to a person having ordinary skill in the art to which said subject
matter pertains. Patentability shall not be negatived by the manner in which
the invention was made.

35 U.S.C. § 103(a) (2002).
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ordinary skill in the art in light of prior art teachings at the time the
invention was made. 18 8 Where novelty prevents a patent from issuing
when the claimed invention is entirely encompassed within one prior
art reference, nonobviousness prevents the issuance of a patent when
the claimed invention would be obvious to one skilled in the art by
combining more than one prior art reference.' 8 9

2. The Disclosure Requirements

The first two paragraphs of § 112 set forth the patent system's
disclosure requirements. 190 The first paragraph of § 112 provides for
three separate disclosure requirements: written description, enable-
ment, and best mode.1 91 The first requirement of § 112, 11 simply
provides that a patent specification must include a written description
of the invention. 19 2 Next, the enablement requirement dictates that a
patentee must disclose an invention with sufficient information such
that a person skilled in the art can both make and use the inven-
tion. 193 Finally, § 112, 1 requires that a patentee set forth the best
mode for carrying out the invention. 19 4

The second paragraph of § 112 sets forth a requirement for defi-
niteness in the patent claims. 19 5 This condition requires patent draft-
ers to clearly set forth the limits of their inventions.' 96 Pursuant to
this paragraph, the patent claims must particularly point out and dis-
tinctly claim the invention. 19 7

B. DOCTRINE OF EQUIVALENTS

Although the patent laws require patent claims to "particularly
point out and distinctly claim" the invention, courts have not always

188. CHISUM, PRINCIPLES, supra note 173, at 530-31.
189. Id.
190. Id. at 155. Section 112 provides, in pertinent part:

The specification shall contain a written description of the invention, and of the
manner of making and using it, in such full, clear, concise, and exact terms as
to enable any person skilled in the art to which it pertains, or with which it is
most neatly connected, to make and use the same, and shall set forth the best
mode contemplated by the inventor of carrying out his invention.
The specification shall conclude with one or more claims particularly pointing
out and distinctly claiming the subject matter which the applicant regards as
his invention.

35 U.S.C. § 112 (2002).
191. CHISUM, PRINCIPLES, supra note 173, at 156.
192. 3 CHISUM ON PATENTS, supra note 174, § 7.04, at 7-156.
193. 3 id. § 7.03, at 7-10.
194. 3 id. § 7.05, at 7-317.
195. 3 id. § 8.03, at 8-18.
196. ADELMAN, supra note 181, at 526.
197. 35 U.S.C. § 112 (2002).
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held patents to the literal meaning of the claims.19 8 Instead, courts
have employed the doctrine of equivalents to find infringement when
an element contained in an accused process or device is an
"equivalent" to an element claimed in the patent.19 9 Courts have em-
ployed the doctrine of equivalents to find infringement by an accused
process or device that does not literally infringe the patent but sub-
stantially performs the same function of the patented invention, in the
same way, and with the same result.20 0 Accordingly, the doctrine
serves to protect patents from unscrupulous copyists who could other-
wise make insignificant and unimportant changes to an invention to
circumvent the patent system.20 1

Winans v. Denmead20 2 is the first major United States Supreme
Court case recognizing and applying the concept of the doctrine of
equivalents. 20 3 Winans involved a patent obtained by Ross Winans on
June 26, 1847 for a new design of cars used to transport coal. 20 4 The
design of the Winans' car included a cylindrical shape, which allowed
the weight of the coal to be equally distributed around the circumfer-
ence of the car.20 5 The design permitted the car to carry four times its
own weight in coal. 20 6 In contrast, cars previously used to carry coal
could not carry a load that exceeded the car's own weight.20 7 Conse-
quently, the advantages of the Winans design allowed the available
power of locomotive engines to be increased from 50 to 100 percent.208

The defendants' cars employed an octagonal shape as opposed to the
claimed cylindrical shape. 20 9 Testimony at trial indicated that the de-
fendant's design relied upon the same principles in order to obtain a
similar result as the Winans' cars.2 10

Winans brought an action for patent infringement in the Circuit
Court of the United States for the District of Maryland. 21 1 In the cir-
cuit court, Winans requested a jury instruction indicating that he was
entitled to a verdict if the jury determined that the defendants had
employed the same principles to obtain substantially the same re-

198. CHISUM, PRINCIPLES, supra note 173, at 1104.
199. Id. at 1031.
200. 5A CHISUM ON PATENTS, supra note 174, §18.04, at 18-242.
201. Graver Tank & Mfg. Co. v. Linde Air Products Co., 339 U.S. 605, 607-08 (1950).
202. 56 U.S. 330 (1853).
203. CHISUM, PRINCIPLES, supra note 173, at 1106.
204. Winans v. Denmead, 56 U.S. 330, 330 (1853).
205. Winans, 56 U.S. at 331, 339.
206. Id. at 331.
207. Id.
208. Id. at 332.
209. Id.
210. Id. at 332-33.
211. Id. at 330, 338.
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suits. 2 12 The court rejected Winans' request and instead instructed
the jury that because Winans' design was limited to a conical body and
the defendant's car was rectilinear, the defendants did not infringe
the patent.2 13 Therefore, the court's instruction left nothing for the
jury to decide, settling not only the construction of the patent but also
the issue of infringement. 2 14

Winans brought a writ of error to the United States Supreme
Court.2 15 The Court reversed the judgment of the Circuit Court of the
United States for the District of Maryland, remanding the case with
directions to order a new trial.2 16 Justice Benjamin Curtis, writing for
the majority of the Court, reasoned that patents should be construed
liberally.2 17 Therefore, the Court indicated that a patent's claims in-
clude not only the literal description but also other forms that embody
the invention as described.2 18 The Court argued that if patents were
limited to the exact form described and claimed, the patent would be
valueless.

2 19

Four justices dissented from the majority's opinion.2 20 Justice
John Campbell, writing for the dissent, argued that Winans had lim-
ited his patent to the conical form. 22 1 The dissent questioned whether
competitors would be able to determine the bounds of a patent under
the majority's rule. 222 In the dissent's view, the patent system is best
served by "[flullness, clearness, exactness, preciseness, and particular-
ity, in the description of the invention."223 Moreover, the dissent

212. Id. at 334. The requested instruction specifically read:
[T]hat to entitle the plaintiff to a verdict, it was not necessary that the body of
the defendants' cars should be conical, in the exact definition of the term, pro-
vided the jury should believe that the form adopted by the defendants accom-
plished the same result, substantially, with that in view of the plaintiff, and
upon substantially the same principle and in the same mode of operation.

Id.
213. Winans, 56 U.S. at 330, 336.
214. Id.
215. Id. at 330, 338.
216. Id. at 348.
217. Id. at 341-42.
218. Id. at 342. The Court specifically stated that:

[WIhen a patentee describes a machine, and then claims it as described, that he
is understood to intend to claim, and does by law actually cover, not only the
precise forms he has described, but all other forms which embody his invention;
it being a familiar rule that, to copy the principle or mode of operation de-
scribed, is an infringement, although such copy should be totally unlike the
original in the form or proportions.

Id.
219. Winans, 56 U.S. at 342-43.
220. Id. at 344.
221. Id. at 330, 344, 347 (Campbell, J., dissenting).
222. Id. at 344, 346-47 (Campbell, J., dissenting).
223. Id. at 344, 347 (Campbell, J., dissenting). Justice Campbell stated that

"[flullness, clearness, exactness, preciseness, and particularity, in the description of the
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opined that the relaxation of the requirements for a full and clear
description of an invention would only lead to expensive and burden-
some litigation.224

In a decision whose language is repeatedly cited even five decades
later, Graver Tank & Manufacturing Co. v. Linde Air Products Co.,225

the United States Supreme Court addressed the fundamental issue of
whether the doctrine of equivalents should even exist.226 In Graver
Tank, Linde Air Products Co. ("Linde") sued Graver Tank & Manufac-
turing Co. ("Graver Tank") for infringement of the Jones patent
(United States Patent No. 2,043,960) in the United States District
Court for the Northern District of Indiana. 227 The patent at issue in-
volved a process for electric welding as well as compositions for use in
the welding process. 228

In the district court, Graver Tank raised the defenses of invalidity
and non-infringement. 229 The court determined that all of the process
claims at issue and a few composition claims were invalid; however,
the court found a number of the composition claims valid.230 Having
established that some of the composition claims were valid, the court
next evaluated whether Graver Tank had infringed the claims. 231

The court indicated that the two compositions operated in the same
manner and produced the same type of weld. 23 2 However, the valid

invention, its principle, and of the matter claimed to be invented, will alone fulfill the
demands of Congress or the wants of the country." Id. (Campbell, J., dissenting).

224. Winans, 56 U.S. at 344, 347 (Campbell, J., dissenting). The dissent argued that
"[niothing, in the administration of this law, will be more mischievous, more productive
of oppressive and costly litigation, of exorbitant and unjust pretensions and vexatious
demands, more injurious to labor, than a relaxation of these wise and salutary requisi-
tions of the act of Congress." Id. (Campbell, J., dissenting).

225. 339 U.S. 605 (1950)
226. ADELMAN, supra note 181, at 777 (indicating that the language of Graver Tank

is repeatedly cited even after five decades); Jay I. Alexander, Cabining the Doctrine of
Equivalents in Festo: A Historical Perspective on the Relationship between the Doctrines
of Equivalents and Prosecution History Estoppel, 51 AM. U. L. REv. 553, 593 (2002) (in-
dicating that the Supreme Court addressed the issue of whether the doctrine of
equivalents should exist).

227. Graver Tank & Mfg. Co. v. Linde Air Products Co., 339 U.S. 605, 606 (1950)
(indicating that Linde, as owner of the Jones patent, brought infringement action
against Graver Tank); Linde Air Products Co. v. Graver Tank & Mfg. Co., 167 F.2d 531,
531 (7th Cir. 1948), rev'd in part, 336 U.S. 271 (1949), adhered to on reh'g, 339 U.S. 605
(1950) (indicating that patent at issue is United States Patent No. 2,043,960); Linde Air
Products Co. v. Graver Tank & Mfg. Co., 86 F. Supp. 191, 191 (N.D. Ind. 1947), affd in
part, rev'd in part, 167 F.2d 531 (7th Cir. 1948), rev'd in part, 336 U.S. 271 (1949),
adhered to on reh'g, 339 U.S. 605 (1950) (indicating that the suit was in the District
Court for the Northern District of Indiana).

228. Graver Tank, 167 F.2d at 531.
229. Id.
230. Id. at 531-32.
231. Graver Tank, 86 F. Supp. at 199.
232. Id.
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claims of the Jones patent disclosed that the major constituent of the
welding composition was an alkaline earth metal silicate. 2 33 In con-
trast, the accused welding composition employed manganese silicate,
which is not an alkaline earth metal silicate. 234 Therefore, the court
determined that the accused composition did not literally infringe the
Jones patent.23 5 Evaluating infringement under the doctrine of
equivalents, the court determined that the manganese silicate was an
equivalent to alkaline earth metal silicate.2 36 The court pointed out
that the patent specification itself fully disclosed that manganese
could serve as a substitute for the alkaline earth metal. 23 7

Both parties appealed the district court's decision to the United
States Court of Appeals for the Seventh Circuit.238 Linde appealed
the district court's holding with respect to the court's finding of inva-
lidity for a number of the patent claims.2 39 After reviewing the dis-
trict court's decision on each of the invalidated claims, Judge William
Sparks, delivering the Seventh Circuit's opinion, determined that the
previously invalidated claims were valid.240 Graver Tank appealed
the district court's determination of validity and infringement with re-
spect to the composition claims. 24 1 After reviewing the district court's
factual findings, the Seventh Circuit determined that the findings
were sufficiently supported by evidence and affirmed the lower court's
holding of infringement. 24 2 In particular, the Seventh Circuit found
no error in the district court's finding that the accused flux was sub-
stantially identical to and an equivalent of the patented composi-
tion.2 4 3 Furthermore, the Seventh Circuit indicated that one skilled
in the art could produce the accused flux from the patent's teachings
and that Graver Tank produced no evidence that its composition was
derived from prior art, by independent experiment, or from other
teachings outside of the patent. 244

Graver Tank petitioned the United States Supreme Court, which
granted certiorari to review the Seventh Circuit's judgment. 24 5 The

233. Id. at 198. The alkaline earth metals include calcium, barium, magnesium,
and strontium. Id.

234. Graver Tank, 86 F. Supp. at 199.
235. Id.
236. Id. at 199-200.
237. Id.
238. Graver Tank, 167 F.2d at 531-32.
239. Id. at 531, 536.
240. Id. at 536-38.
241. Id. at 531, 538.
242. Id. at 538-39.
243. Id.
244. Id.
245. Graver Tank & Mfg. Co. v. Linde Air Products Co., 336 U.S. 271, 271-72 (1949),

adhered to on reh'g, 339 U.S. 605 (1950).
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Court reversed the portion of the Seventh Circuit's decision reversing
the district court, thereby reinstating the district court's judgment.2 46

Justice Robert Jackson, delivering the Court's opinion, indicated that
pursuant to Federal Rule of Civil Procedure 52, an appellate court
must give deference to a trial court's factual findings unless they are
clearly erroneous.24 7 The Court stated that this rule governing review
mandated that the trial court's finding of invalidity must prevail. 24 8

With respect to the finding of infringement, the Court found no cause
to reverse the findings of the district court, which were affirmed by the
court of appeals. 24 9 The Court relied on the lower court's finding that
Graver Tank sold a welding composition substantially similar to the
patented composition and that the flux could be made by one skilled in
the art by following the patent's teachings. 2 50 The Court also relied
on the district court's determination that Graver Tank had failed to
demonstrate that their accused composition was derived from prior
art, by independent experiments, or any other teachings outside the
patent.

25 1

The United States Supreme Court granted rehearing to evaluate
the doctrine of equivalents' applicability to the lower court's factual
findings.25 2 Delivering the Court's opinion, Justice Jackson discussed
infringement and the doctrine of equivalents. 253 The Court indicated
that infringement of a patent must be determined by first resorting to
the words of the patent claims. 254 However, the Court recognized that
"to permit imitation of a patented invention which does not copy every
literal detail would be to convert the protection of the patent grant
into a hollow and useless thing."25 5 The Court opined that limitation
of patent protection to the literal terms would allow unscrupulous
copyists to make insubstantial and unimportant changes to a patent,
which would allow the copyist to circumvent the protection of the pat-
ent laws. 2 5 6 The Court stated that the doctrine of equivalents was
developed in response to prevent competitors from practicing fraud on
a patent.25 7 The Court noted that under the doctrine of equivalents a
patent holder can obtain relief for infringement by a device "'if it per-

246. Graver Tank, 336 U.S. at 280.
247. Id. at 272, 274-75.
248. Id. at 279.
249. Id. at 275-76.
250. Id. at 271, 275-76.
251. Id. at 271, 276.
252. Graver Tank, 339 U.S. at 605-06.
253. Id. at 606-09.
254. Id. at 607.
255. Id.
256. Id.
257. Id. at 607-08.
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forms substantially the same function in substantially the same way
to obtain the same result."' 258 The Court continued by stating that
equivalence is a factual finding and must be determined in the context
of a variety of factors such as the patent itself, prior art, and other
circumstances of the particular case.2 5 9

After discussing the doctrine of equivalents, the Court pointed out
that the issue in the present case was whether the substitution of
manganese for magnesium in the accused composition was an insub-
stantial change, justifying the trial court's reliance upon the doctrine
of equivalents. 260 The Court noted evidence in the record that indi-
cated that the patented composition and accused flux operated in the
same manner and that manganese served the same purpose in the
composition as magnesium.26 1 The Court also noted the trial court's
finding that the compositions were equivalent because they were sub-
stantially the same in operation as well as result.2 6 2 Therefore, the
Court opined that it was "difficult to conceive of a case more appropri-
ate for application of the doctrine of equivalents."2 63

Justice Hugo Black, joined by Justice William Douglas, dissented,
reasoning that because manganese was disclosed as a substitute in
the patent's specification but was not claimed, its use was dedicated to
the public.2 64 Justice Black opined that the failure to claim manga-
nese silicate was intentional because its inclusion might have resulted
in denial of the patent or later invalidation based on manganese's use
in prior art.26 5 Justice Black argued that the majority's decision
would make extension of patent claims the rule as opposed to the
exception.

266

258. Id. at 608 (quoting Sanitary Refrigerator Co. v. Winters, 280 U.S. 30, 42
(1929)).

259. Id. at 609. The Court stated:
What constitutes equivalency must be determined against the context of the
patent, the prior art, and the particular circumstances of the case. Equiva-
lence, in the patent law, is not the prisoner of a formula and is not an absolute
to be considered in a vacuum. It does not require complete identity for every
purpose and in every respect. In determining equivalents, things equal to the
same thing may not be equal to each other and, by the same token, things for
most purposes different may sometimes be equivalents. Consideration must be
given to the purpose for which an ingredient is used in a patent, the qualities it
has when combined with the other ingredients, and the function which it is
intended to perform. An important factor is whether persons reasonably
skilled in the art would have known of the interchangeability of an ingredient
not contained in the patent with one that was.

Id.
260. Graver Tank, 339 U.S. at 610.
261. Id. at 610-11.
262. Id. at 611-12.
263. Id. at 612.
264. Graver Tank, 339 U.S. at 612-14 (Black, J., dissenting).
265. Id. at 616-17 (Black, J., dissenting).
266. Id. at 616 (Black, J., dissenting).
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In a separate dissenting opinion, Justice Douglas also argued that
use of manganese in the composition was dedicated to the public. 2 67

Justice Douglas pointed out that the use of manganese was disclosed
in the specification but excluded from the claims. 268 Therefore, Jus-
tice Douglas argued that the majority had erred because a patent's
protection is measured by the claims and not the specifications. 2 69

C. PROSECUTION HISTORY ESTOPPEL

Courts have historically been concerned with an unbridled appli-
cation of the doctrine of equivalents, which would conflict with the
public notice and scope-defining functions of patent claims. 2 70 There-
fore, courts created a related doctrine, prosecution history estoppel, to
temper the application of the doctrine of equivalents. 27 1 Prosecution
history estoppel precludes a patentee from using the doctrine of
equivalents to reach an alleged equivalent if it was relinquished by
amendment during the prosecution of the patent.

The basis of prosecution history estoppel was set forth in Leggett
v. Avery, 27 2 in which the United States Supreme Court indicated that
when an applicant disclaims a portion of the invention or acquiesces
in a rejection of claims to obtain the issue of the patent, the abandoned
claims cannot be subsequently allowed. 273 In Leggett, the patent at
issue involved certain improvements in plows. 274 The original patent,
granted in October 1860, was a narrow patent with only one claim.2 75

The patent holders surrendered the patent and received a reissue pat-
ent in June 1869 with six different claims replacing the original
claim. 2 7 6 The defendants in the action maintained that the reissue
patent claimed devices that had been publicly used and that the pat-
ent holders never attempted to enforce the patent.27 7 Therefore, when
the patent holders applied for an extension of the patent in 1874, the

267. Graver Tank, 339 U.S. at 618 (Douglas, J., dissenting).
268. Id. (Douglas, J., dissenting).
269. Id. (Douglas, J., dissenting).
270. Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 28-29 (1997).
271. CHISUM, PRINCIPLES, supra note 173, at 1031.
272. 101 U.S. 256 (1879).
273. John W. Schlicher, The Law, History, and Policy of Prosecution History Estop-

pel in Patent Actions in the U.S. Supreme Court-Implications for Festo (Part I), 84 J.
PAT. & TRADEMARK OFF. Soc'y 581, 593 (Aug. 2002) (stating that the basis of prosecu-
tion history estoppel was set forth in Leggett); Leggett v. Avery, 101 U.S. 256, 259-60
(1879) (indicating that when an applicant disclaimed a portion of the invention or acqui-
esced in a rejection of claims to obtain the issue of the patent, the abandoned claims
cannot be subsequently allowed).

274. Leggett, 101 U.S. at 256.
275. Id. at 256-57.
276. Id. at 257-58.
277. Id. at 258.
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application met opposition. 2 78 In order to obtain the reissue patent,
the applicant filed a disclaimer abandoning all claims except one. 279

However, the party applied for and was granted another reissue pat-
ent that included claims that the commissioner of patents had previ-
ously rejected and the applicant had disclaimed. 28 0 The patent
holders charged the defendants with infringing specific claims in the
latter reissue patent that had been previously disclaimed. 2 8 1

The United States Supreme Court affirmed the lower court's de-
cree, which had rejected an injunction to restrain the defendants from
allegedly infringing the patent.28 2 Justice Joseph Bradley, delivering
the Court's opinion, reasoned that patent claims cannot be sustained
when the patentee previously disclaimed the claims or consented to a
rejection to obtain the patent.28 3 Justice Bradley argued that allow-
ance of such claims would constitute fraud on the public.28 4 There-
fore, Justice Bradley determined that an applicant is estopped from
trying to recapture previously abandoned claims in a subsequent ap-
plication for a reissue patent. 28 5

A year after Leggett was decided, the United States Supreme
Court in Goodyear Dental Vulcanite Co. v. Davis28 6 indicated that af-
ter an intentional disclaimer, equivalents may remain for subject mat-
ter that was not affected by the disclaimer. 28 7 In Goodyear, Goodyear
Dental Vulcanite Company ("Goodyear") brought an action against
Charles Davis for infringement of its reissued patent.28 8 The patent
at issue concerned an invention by John Cummings for artificial teeth,
which specifically claimed "'the plate of hard rubber or vulcanite, or
its equivalent, for holding artificial teeth or teeth and gums, substan-
tially as described."' 28 9 The original patent claimed the use of rubber
or some other elastic substance in the invention. 290 The reissue pat-
ent, however, claimed only vulcanized substances or substances capa-

278. Id.
279. Id.

280. Id.
281. Id. at 257.

282. Id. at 256, 260.
283. Id. at 256, 259-60.

284. Id. at 256, 259.

285. Id. at 256, 259-60.

286. 102 U.S. 222 (1880).
287. Alexander, 51 Am. U. L. REV. at 570.

288. Goodyear Dental Vulcanite Co. v. Davis, 102 U.S. 222, 222 (1880).

289. Goodyear Dental Vulcanite Co. v. Davis, 10 F.Cas. 733, 733 (C.C.D. Mass.
1877) (No. 5,589), affd, 102 U.S. 222 (1880).

290. Goodyear, 102 U.S. at 224.
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ble of vulcanization. 2 9 1 The defendants used celluloid in the
manufacture of their set of artificial teeth.29 2

The Circuit Court for the District of Massachusetts dismissed the
complaint after determining that the defendants' use of celluloid in
their artificial teeth differed from the process and product claimed by
the Cummings patent. 293 Judge George Shepley, writing for the
court, reasoned that a finding of infringement could be made only if
the defendants produced an equivalent product through the use of
substitute materials without any change in the manufacturing pro-
cess. 294 The court noted that an essential element of the Cummings
patent was the process of subjecting a soft rubber or gum with sulfur
and heat to create a hard rubber.29 5 The court indicated that in using
celluloid, the defendants did not use rubber, sulfur or any equivalents
and that celluloid was not a vulcanizable material.2 96 Furthermore,
the court noted that celluloid softens instead of hardening when it is
subjected to heat. 29 7 Therefore, the court concluded that the defend-
ants' use of celluloid differed from the product and process claimed in
the Cummings patent.2 98

Goodyear appealed the circuit court's decision to the United
States Supreme Court, arguing that the defendants' use of celluloid
was equivalent to the vulcanized material employed in the patent. 299

On appeal to the Supreme Court, the Court ruled that the celluloid
dental plate did not infringe the Cummings patent.30 0 Justice Wil-
liam Strong, delivering the opinion of the Court, pointed out that the
patent applicant, Cummings, had amended the patent during the reis-
sue process such that the dental plate was made of hard rubber or
vulcanite. 30 1 Accordingly, the Court determined that materials not
susceptible to the vulcanization process were excluded from the pat-
ent.30 2 The Court also determined that celluloid was not an
equivalent to hard rubber because it cannot be subjected to a vulcani-
zation process.3 0 3 Therefore, the Court ruled that the celluloid dental

291. Id. at 225-26.
292. Goodyear, 10 F.Cas. at 734.
293. Goodyear, 102 U.S. at 222 (indicating that the bill was dismissed); Goodyear,

10 F.Cas. at 734 (stating that the defendants' use of celluloid differed from the process
and product claimed in the Cummings patent).

294. Goodyear, 10 F.Cas. at 733.
295. Id. at 734.
296. Id.
297. Id.
298. Id.
299. Goodyear, 102 U.S. at 222-23, 228.
300. Id. at 222, 230.
301. Id. at 223, 225, 228.
302. Id. at 226.
303. Id. at 229-30.
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plate did not infringe the Cummings patent.30 4 Nonetheless, the
Court indicated that the manufacture of a dental plate that employed
other substances susceptible to a vulcanization process might have
been considered an equivalent to and an infringement of the Cum-
mings patent.30 5

Nine years later in Hurlbut v. Schillinger,30 6 the Supreme Court
determined that although a patentee had disclaimed a portion of his
invention and was previously precluded in California Paving Co. v.
Schalicke30 7 from asserting infringement against an accused device in
view of that disclaimer, the patentee was nonetheless entitled to a de-
termination of infringement by another device. 30 8 Hurlbut and
Schalicke concerned reissue patent No. 4,364, issued to John Schillin-
ger, which disclosed certain improvements in concrete pavement. 30 9

The reissue patent claimed an arrangement of concrete pavement,
which was laid in sections using tar-paper or its equivalent in the
joints between the blocks. 3 10 The arrangement allowed for expansion
from temperature variations and for the removal of blocks without dis-
turbing adjoining blocks. 3 11 The reissued patent added, inter alia, the
language that "where cheapness is an object, the tar paper may be
omitted, and the blocks formed without interposing anything between
their joints."3 12 Schillinger later filed a disclaimer indicating that the
reissued patent was too broad. 31 3 He disclaimed any coverage to a
concrete pavement arrangement in which the tar-paper was omitted
and no material was used to separate the blocks. 3 14

A number of actions for infringement of the Schillinger patent
were brought against competitors, and two of the cases reached the
Supreme Court. 31 5 In the first case, Schalicke, California Artificial

304. Id. at 230.
305. Id. at 227.
306. 130 U.S. 456 (1889).
307. 119 U.S. 401 (1886).
308. Hurlbut v. Schillinger, 130 U.S. 456, 456, 463, 469 (1889) (indicating that pat-

entee disclaimed z portion of the invention and determining that the patent was in-
fringed); California Paving Co. v. Schalicke, 119 U.S. 401, 407 (1886) (determining that
the patent was infringed because "what the defendant did was just what the patentee
disclaimed").

309. Hurlbut, 130 U.S. at 457-58 (indicating that the case involved reissue patent
No. 4,364 to John Schillinger for concrete pavement improvements); Schalicke, 119 U.S.
at 401-02 (indicating that the case involved reissue patent No. 4,364 to John Schillinger
for concrete pavement improvements).

310. Hurlbut, 130 U.S. at 459-60.
311. Id. at 462.
312. Id. at 458-59, 462 (emphasis in original).
313. Id. at 463.
314. Id.
315. Schalicke, 119 U.S. at 401, 404-06 (indicating that the patent at issue had been

construed in a number of actions and that the present action was in the Supreme
Court); Hurlbut, 130 U.S. at 456 (indicating that the action was in the Supreme Court).
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Stone-Paving Company ("California Paving") brought an action for in-
fringement of the Schillinger patent against F.W. Schalicke in the Cir-
cuit Court of the United States for the District of California. 3 16 The
circuit court dismissed the action, determining that Schalicke's paving
arrangement did not infringe either of the two claims in the Schillin-
ger patent. 3 17

California Paving appealed the circuit court's dismissal to the
United States Supreme Court, arguing that Schalicke's pavement in-
fringed the Schillinger patent.3 18 On appeal, the Supreme Court af-
firmed the circuit court's decision. 3 19 Justice Samuel Blatchford,
writing for the Court, noted that Schalicke's paving arrangement was
laid in strips and then marked with a blunt marker.3 20 However, the
paving was not separated into individual blocks, and, therefore, no
material had been interposed between blocks. 3 21 Noting that Schillin-
ger had disclaimed the formation of the blocks without inserting any-
thing between the joints, the Court decided that Schalicke had not
infringed the patent.3 22 The Court determined that Schalicke did not
infringe because "what the defendant did was just what the patentee
disclaimed."

3 23

In Hurlbut, the second action to reach the Supreme Court, Schil-
linger brought an action against J.B. Hurlbut in the United States
Circuit Court for the Northern District of Illinois, alleging infringe-
ment of Schillinger's reissued patent.32 4 Hurlbut's arrangement was
formed by dividing the pavement into blocks using a trowel to cut
though the top layer of the paving.32 5 Hurlbut raised a number of
defenses, including invalidity, want of utility, want of novelty, and
non-infringement. 3 26 The circuit court determined that the reissue
patent was valid and that the defendant had infringed the patent.32 7

Hurlbut subsequently appealed the decision to the United States Su-
preme Court, arguing that the circuit court erred in its determination
of infringement.

3 28

316. Schalicke, 119 U.S. at 401-02.
317. Id. at 404.
318. Id. at 401-02.
319. Id. at 407.
320. Id. at 401, 407.
321. Id. at 407.
322. Id.
323. Id.
324. Hurlbut, 103 U.S. at 457-58.
325. Id. at 468.
326. Id. at 458.
327. Id.
328. Id. at 456, 458.
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On appeal, the Supreme Court affirmed the judgment of the cir-
cuit court. 3 2 9 Justice Samuel Blatchford, writing for the Court, noted
that Hurlbut's pavement arrangement was divided into blocks using a
trowel to cut through the top layer of the pavement. 3 30 The Court also
recognized that Schillinger had disclaimed the forming of blocks with-
out interposing any material in between the blocks. 33 1 Furthermore,
the Court acknowledged that in Schalicke, it had previously found
that another paving arrangement did not infringe the Schillinger pat-
ent in light of the disclaimer. 33 2 Nonetheless, the Court determined
that Hurlbut's product infringed because the use of a trowel to divide
the pavement into separate blocks was the equivalent of the use of tar-
paper in the Schillinger patent.33 3

The Supreme Court addressed prosecution history estoppel for
the last time prior to Warner-Jenkinson Co. v. Hilton Davis Chemical
Co. 3 3 4 in its Exhibit Supply Co. v. Ace Patents Corp.

3 3 5 decision. 3 36

The patent at issue in Exhibit Supply, the Nelson Patent (U.S. Patent
No. 2,109,678) owned by Ace Patents Corporation ("Ace Patents"), dis-
closed an invention that related to a contact switch for pin ball
games. 33 7 The invention described a target that, when struck by a
ball rolling on the game's table, would close a circuit, thereby operat-
ing auxiliary game devices connected to the target.338 Claim 4 of the
patent contained elements describing the circuit's conductor as em-
bedded in the table. 33 9 In order to comply with objections by the Pat-
ent Office during prosecution of the patent, the patentee had amended
the claim by substituting the phrase "embedded in the table" for "car-
ried by the table. '3 40

The defendants in Exhibit Supply manufactured six similar de-
vices, including: (1) the Exhibit 5 and 6 devices manufactured by Chi-
cago Coin Machine Co.; (2) the Exhibit 10 device manufactured by
Genco, Inc.; and (3) the Exhibit 7, 8, and 9 devices manufactured by
the Exhibit Supply Co.34 1 The six accused devices differed from the

329. Id. at 456, 472.
330. Id. at 467-68.
331. Id. at 466.
332. Id. at 465-66.
333. Id. at 469.
334. 520 U.S. 17 (1997).
335. 315 U.S. 126 (1942).
336. Schlicher, 84 J. PAT. & TRADEMARK OFF. SoC'Y at 606.
337. Ace Patents Corp. v. Exhibit Supply Co., 119 F.2d 349, 349-50 (7th Cir. 1941),

modified, 315 U.S. 126 (1942).
338. Exhibit Supply Co. v. Ace Patents Corp., 315 U.S. 126, 128 (1942).
339. Exhibit Supply, 315 U.S. at 129-30.
340. Id. at 136.
341. Ace Patents Corp. v. The Exhibit Supply Co., 45 USPQ 601, 601-02 (N.D. Ill.

1940), affd, 119 F.2d 349 (7th Cir. 1941), modified, 315 U.S. 126 (1942).
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patented invention only in the method and form by which the conduc-
tor was supported on the table. 3 42 Two of the accused devices (the
Exhibit 5 and 7 devices) substituted the patented invention's ring con-
ductor, which was embedded in the table, with a nail or pin conductor
that was driven into the table. 3 43 The remaining four accused devices
(the Exhibit 6, 8, 9, and 10 devices) further altered the invention.3 44

In the Exhibit 6 and 10 devices, the nail or pin conductor was opera-
tively connected to a metal plate set on the top of the table, instead of
being driven into the table. 34 5 In the Exhibit 8 and 9 devices, an insu-
lating core or sleeve supported the conductor above the table top.3 4 6

Ace Patents brought three separate actions against Exhibit Sup-
ply Co., Genco, Inc., and Chicago Coin Machine Co. (collectively "the
defendants") for infringement of the Nelson Patent.3 4 7 The three
cases were combined for trial in the District Court for the Northern
District of Illinois.348 The defendants raised a number of defenses in-
cluding file wrapper estoppel. 349 The court found claim 4 of the Nel-
son Patent valid and also found that the defendants had infringed the
patent. 35 0 In rejecting the defendants' reliance on estoppel, the court
indicated that no changes were made to the patent to limit the patent
claims as the defendants contended. 35 1

The defendants appealed to the United States Court of Appeals
for the'Seventh Circuit, arguing that Ace Patents was estopped from
asserting that the defendants' devices infringed its patent. 352 Judge
William Sparks, writing for the Seventh Circuit, affirmed the lower
court's decision, holding that file wrapper estoppel was not present in
the case. 3 5 3 The defendants argued on appeal that Ace Patents was
estopped from asserting infringement because amendment of claim 4
limited the patented invention to devices in which the conductor was
embedded in the table and the defendants' devices did not have con-
ductors embedded in the table. 3 54 The Seventh Circuit indicated that

342. Exhibit Supply, 315 U.S. at 130.
343. Id.
344. Id. at 130-31.
345. Id. at 130-31. In Exhibit 6, the conductor was affixed to the metal plate, while

in Exhibit 10, the conductor was insulated from the metal plate. Id.
346. Exhibit Supply, 315 U.S. at 131.
347. Id. at 126 n*, 127.
348. Exhibit Supply, 119 F.2d at 349.
349. Exhibit Supply, 315 U.S. at 127-28. Other defenses raised by the defendants

included non-invention in light of prior art, anticipation, use and sale, and non-infringe-
ment. Id. Courts previously referred to prosecution history estoppel as file wrapper
estoppel. 5A CHISUM ON PATENTS, supra note 174, §18.05, at 18-413 to 18-415.

350. Exhibit Supply, 45 USPQ at 602-03.
351. Id. at 602.
352. Exhibit Supply, 119 F.2d at 349, 352.
353. Id. at 349, 353-54.
354. Id. at 352.
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the controversy centered on the meaning of "embedded."35 5 The de-
fendants argued that the word "embedded" should be construed to
mean that the thing embedded cannot protrude above or below the
embedding material.3 56 The Seventh Circuit rejected this argument,
however, indicating that a thing may be embedded even if it extends
above or below the embedding material.3 57 The Seventh Circuit
opined that this definition of "embedded" was the intention of both the
patent examiner and the patentee.3 58 The Seventh Circuit deter-
mined that the accused devices contained embedded conductors and
held that there was no file wrapper estoppel. 35 9 The United States
Supreme Court granted certiorari to the defendants' petition, which
challenged the infringement judgment on the ground that, by resort-
ing to the doctrine of equivalents, the decree enlarged the scope of the
patent.

3 60

The United States Supreme Court modified the lower courts'
judgments after concluding that only two of the six accused devices
infringed.3 6 1 Chief Justice Harlan Stone delivered the Court's opin-
ion, stating that the word "embedded" should be construed to mean a
conductor that is set in the table, regardless of whether it extended
above or below the surface. 36 2 The Court determined that the conduc-
tor in the Exhibit 5 and 7 devices was embedded in the table and that
the devices did infringe. 36 3 However, the Court stated that in the
other four accused devices, the conductor was not embedded in the
table, but instead was supported either by an insulated plate posi-
tioned on the table or by an insulating core. 3 6 4 Ace Patents conceded
that the conductors in the four devices were not literally embedded in
the table, but argued that the changes were the mechanical equivalent
to the patented invention. 36 5 Therefore, Ace Patents asserted that it
was entitled to protection under the doctrine of equivalents. 3 66

The Court determined that the Exhibit 6, 8, 9, and 10 devices did
not infringe. 3 67 The Court indicated that it was settled law that the
doctrine of equivalents could not be used to recapture claims that the

355. Id.
356. Id. at 353.
357. Id.
358. Id.
359. Id. at 353-54.
360. Exhibit Supply, 315 U.S. at 126, 128.
361. Id. at 126, 137.
362. Id. at 127, 135.
363. Id. at 135.
364. Id. at 130-31.
365. Id. at 135.
366. Id.
367. Id
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patentee had surrendered by amendment.3 68 The Court stated that
by amending the claim from conductors "carried by the table" to con-
ductors "embedded in the table," the patent holder "recognized and
emphasized the difference between the two phrases and proclaimed
his abandonment of all that is embraced in that difference."36 9 Fur-
thermore, the Court opined that the difference must be regarded as
material and, as a disclaimer, must be strictly construed. 3 70 There-
fore, the Court concluded that the patentee disclaimed conductors car-
ried by the table but not embedded and could not regain what was
disclaimed through the doctrine of equivalents. 3 71

D. WARNER-JENKINSOg REAFFIRMED THE DOCTRINE AND

EQUIVALENTS AND CLARIFIED PROSECUTION HISTORY

ESTOPPEL

In Warner-Jenkinson Co. v. Hilton Davis Chemical Co.,
3 7 2 the

United States Supreme Court reaffirmed the viability of the doctrine
of equivalents and clarified the function of prosecution history estop-
pel.37 3 In Warner-Jenkinson, Hilton Davis brought a suit against
Warner-Jenkinson, alleging infringement of U.S. Patent No. 4,560,746
(hereinafter the '746 patent).37 4 Both Warner-Jenkinson and Hilton
Davis manufactured a variety of food, drug, and cosmetic dyes. 3 75

Strict government requirements for such dyes require impurities to be
removed from the dyes. 37 6 The '746 patent disclosed a process for puri-
fying the dyes using ultrafiltration, which was an improvement over
the previous purification process. 37 7 During prosecution of the '746
patent, the inventors added a pH limitation for the process from ap-
proximately 6 to 9 to distinguish it from a prior patent, the Booth pat-
ent, which disclosed an ultrafiltration system that, among other
variations, operated at a pH between 11 and 13.378 The accused
Warner-Jenkinson process operated at a pH of 5.379

The jury determined that the '746 patent was valid and that
Warner-Jenkinson infringed the patent under the doctrine of

368. Id. at 136.
369. Id.
370. Id. at 137.
371. Id.
372. 520 U.S. 17 (1997).
373. Alexander, 51 AM. U. L. REV. at 596-97.
374. Hilton Davis Chem. Co. v. Warner-Jenkinson Co., 62 F.3d 1512, 1515 (Fed. Cir.

1995), rev'd, 520 U.S. 17 (1997).
375. Warner-Jenkinson, 62 F.3d at 1515.
376. Id.
377. Id.
378. Id. at 1515-16.
379. Id. at 1516.
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equivalents. 38 0 Warner-Jenkinson appealed the validity and infringe-
ment findings to the United States Court of Appeals for the Federal
Circuit. 38 1 After a Federal Circuit panel heard the parties' oral argu-
ments, the court decided to rehear the appeal en banc to decide a num-
ber of issues concerning the application of the doctrine of
equivalents. 38 2 In particular, the Federal Circuit asked Warner-Jen-
kinson and Hilton Davis to address three questions. 38 3 The first ques-
tion was whether an infringement finding under the doctrine of
equivalents should be based on anything beyond the triple identity
test, which requires facts demonstrating that the accused device sub-
stantially performs the same function, in the same way, and with the
same result, and if so, what other considerations. 38 4 The second ques-
tion was whether the doctrine of equivalents was an equitable remedy
decided by the court or a question of fact for the jury.38 5 The final
question was whether the application of the doctrine of equivalents is
discretionary.

3 86

With respect to the first question, the Federal Circuit stated that
Graver Tank made the determination of infringement under the doc-
trine of equivalents predicated upon a finding of insubstantial differ-
ences between the patented and accused technologies. 38 7 Therefore,
the Federal Circuit determined that the triple identity test was not
"'the"' test for determination of equivalency.38 8 Instead, the Federal
Circuit indicated that evidence beyond the triple identity test may be
relevant to a determination under the doctrine of equivalents. 38 9 The

380. Id.
381. Id. at 1512, 1516.
382. Id.
383. Id. at 1516. The questions posed by the court for the parties to address are as

follows:
1. Does a finding of infringement under the doctrine of equivalents require
anything in addition to proof of the facts that there are the same or substan-
tially the same (a) function, (b) way, and (c) result, the so-called triple identity
test of Graver Tank [& Manufacturing Co.] v. Linde Air Products Co., 339 U.S.
605 [70 S.Ct. 854, 94 L.Ed. 1097] (1950), and cases relied on therein? If yes,
what?
2. Is the issue of infringement under the doctrine of equivalents an equitable
remedy to be decided by the court, or is it, like literal infringement, an issue of
fact to be submitted to the jury in a jury case?
3. Is application of the doctrine of equivalents by the trial court to find in-
fringement of the patentee's right to exclude, when there is no literal infringe-
ment of the claim, discretionary in accordance with the circumstances of the
case?

Id. (emphasis in original).
384. Warner-Jenkinson, 62 F.3d at 1516.
385. Id.
386. Id.
387. Id. at 1516-17.
388. Id. at 1518.
389. Id.
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Federal Circuit stated that one important factor is whether one skilled
in the art would recognize the interchangeability between an element
in an accused invention and an element in the patent.390 Next, the
Federal Circuit indicated that evidence of copying by the accused in-
fringer is also relevant to determination of infringement under the
doctrine of equivalents. 3 9 1 However, the Federal Circuit stated that
intent of the accused infringer is not relevant. 392 The Federal Circuit
next opined that evidence that the accused infringer designed around
the patented invention is relevant to the doctrine of equivalents. 39 3

However, the Federal Circuit indicated that evidence that the accused
technology was developed through independent research is not di-
rectly pertinent to the doctrine of equivalents. 39 4 In addressing the
second question, the Federal Circuit stated that a finding of infringe-
ment under the doctrine of equivalents is a question of fact that must
be submitted to the jury for determination.3 9 5 The Federal Circuit an-
swered the third question by stating that whether the doctrine of
equivalents should be applied in a certain case is not within the dis-
cretion of the trial judge.3 96

The Federal Circuit affirmed the district court's judgment of in-
fringement under the doctrine of equivalents. 3 97 The Federal Circuit
reasoned that the trial court correctly instructed the jury by indicat-
ing that the doctrine of equivalents may be determined under the
triple identity test and resisting the inclusion of any equitable compo-
nent.3 98 Next, the Federal Circuit determined that substantial evi-
dence was presented at trial to support the jury's finding of
infringement. 39 9 The Federal Circuit noted expert testimony that in-
dicated any pH above 2 would have the same effect on the process as a
pH of 6.400 Therefore, the Federal Circuit stated that a person skilled
in the art would know that the patented process could be performed at

390. Id. at 1519 (citing Graver Tank, 339 U.S. at 609). The court noted that the
presence of an interchangeability known by one skilled in the art is strong evidence of
insubstantiality. Id.

391. Warner-Jenkinson, 62 F.3d at 1519. The court stated that evidence of copying
indicates that the differences between the patented and accused device or process are
insubstantial. Id.

392. Warner-Jenkinson, 62 F.3d at 1519.
393. Id. at 1520. The court stated that evidence of designing around allows for an

inference that the competitor has made substantial changes to the patented invention
and thereby weighs against an infringement finding under the doctrine of equivalents.
Id.

394. Warner-Jenkinson, 62 F.3d at 1520.
395. Id. at 1522.
396. Id.
397. Id. at 1512, 1528-29.
398. Id. at 1516, 1523.
399. Id. at 1524.
400. Id.
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a pH of 5 in substantially the same function, way, and result as at a
pH between 6 and 9.4 01

The Federal Circuit continued by stating that prosecution history
estoppel did not prevent the application of the doctrine of
equivalents. 40 2 The Federal Circuit reasoned that the amendment ad-
ding the pH range from approximately 6 to 9 was made to avoid the
prior art of the Booth patent, which operated at a pH above 9.403

Therefore, the Federal Circuit opined that the amendment surren-
dered equivalents for processes that operate at pHs above 9 but did
not prevent Hilton Davis from asserting equivalency for processes
that operate at a pH below 6.404

Warner-Jenkinson appealed the Federal Circuit's decision to the
United States Supreme Court. 40 5 On appeal, the Supreme Court de-
clined Warner-Jenkinson's invitation to speak the death of the doc-
trine of equivalents. 40 6 Warner-Jenkinson argued that revisions to
the Patent Act since Graver Tank had eradicated the doctrine of
equivalents. 40 7 Warner-Jenkinson's argument centered on the incon-
sistency of the doctrine with the claiming requirements of patent laws
and the role of the PTO in setting the scope of the patent.40 8 The
Court rejected the argument, noting that revisions to the patent laws
subsequent to Graver Tank did not materially change the Patent Act's
requirements. 40 9 Furthermore, the Court stated that Warner-Jenkin-
son's arguments were similar to the arguments that failed in Graver
Tank.4 10 However, the Court agreed with the dissenters in the Fed-
eral Circuit's decision below, who were concerned that the doctrine of
equivalents had "taken on a life of its own, unbounded by the patent
claims."4 1 1 The Court acknowledged that a broad application of the
doctrine of equivalents conflicts with both the public notice and defini-
tional functions of the patent laws.4 12 However, the Court indicated
that the conflict can be avoided by applying the doctrine to individual
elements, as opposed to the invention as a whole.4 13

401. Id.
402. Id. at 1525.
403. Id.
404. Id.
405. Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 17 (1997).
406. Warner-Jenkinson, 520 U.S. at 17, 21.
407. Id. at 17, 25.
408. Id. at 17, 25-26.
409. Id. at 26.
410. Id. at 17, 26.
411. Id. at 28-29.
412. Id. at 29.
413. Id.
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Warner-Jenkinson next argued that Graver Tank did not super-
sede the application of prosecution history estoppel. 4 14 Moreover,
Warner-Jenkinson argued that surrender of subject matter during
prosecution of the patent' for any reason relinquishes the subject mat-
ter, preventing its recapture through the doctrine of equivalents. 4 15

Accordingly, Warner-Jenkinson asserted that Hilton Davis surren-
dered all equivalents to the pH element of its patent by limiting the
pH range to between 6 and 9.416 Although the Court agreed that
Graver Tank did not end the viability of prosecution history estoppel,
the Court stated that the reason for an amendment during prosecu-
tion is relevant to the application of estoppel. 4 17 The Court noted that
prosecution history estoppel had previously been applied only in cases
where amendments were made to avoid the prior art or because the
claimed subject matter was otherwise unpatentable. 4 18 The Court
continued by noting that the PTO requests changes to patent claims
for other reasons that do not limit available equivalents.4 19

With respect to the present case, the Court stated that while the
'746 patent's upper pH limit of 9 was added to avoid the prior art, the
reason for the lower pH limit of 6 was unclear.4 20 The Court stated
that in cases in which the reason for an amendment is not revealed by
the prosecution history, the definitional and public notice functions of
patent law dictate that the patentee must bear the burden of estab-
lishing the reason for the amendment. 42 1 Therefore, the Court stated
that where no explanation for an amendment is established, a court
must presume that the amendment was made for a substantial reason
related to patentability, giving rise to prosecution history estoppel and
preventing the application of the doctrine of equivalents to the ele-
ment. 42 2 The Court indicated that the patentee can rebut the pre-
sumption by demonstrating an appropriate reason for the
amendment. 4 23 Because the reason for the addition of the lower pH
limit was unclear, the Court remanded the case to the Federal Circuit
for determination of whether Hilton Davis could offer suitable expla-
nations for including the lower pH limit. 42 4

414. Id. at 17, 30.
415. Id.
416. Id.
417. Id. at 30. The Court stated that "petitioner reaches too far in arguing that the

reason for an amendment during patent prosecution is irrelevant to any subsequent
estoppel." Id.

418. Warner-Jenkinson, 520 U.S. at 30-31.
419. Id. at 31-32.
420. Id. at 32.
421. Id. at 33.
422. Id.
423. Id.
424. Id. at 34.
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ANALYSIS

In Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo
VII), 425 the United States Supreme Court addressed the relation be-
tween the doctrine of equivalents and prosecution history estoppel. 42 6

In particular, the Court dealt with two questions with respect to the
competing doctrines. 4 27 First, the Court addressed the question of
what types of amendments give rise to prosecution history estoppel. 4 28

For this issue, the Court found that prosecution history estoppel
arises when a patentee amends a claim in order to secure the patent
and the amendment confines the patent's scope. 42 9 Next, the Court
addressed the question of whether prosecution history estoppel acts as
a complete bar, preventing a patentee from asserting infringement for
any equivalent to a narrowed element.4 30 With respect to this issue,
the Court rejected the Federal Circuit's holding that, prosecution his-
tory estoppel acts as a complete bar to all equivalents for a narrowed
element. 43 1 Instead, the Court implemented a rebuttable presump-
tion to the prosecution history estoppel rule, holding that the patentee
bears the burden of demonstrating that an equivalent remains for an
amended element.4 3 2 Under the Court's new rule, a patentee can re-
but the presumption that prosecution history estoppel surrendered a
particular equivalent by demonstrating that one skilled in the art
could not reasonably have been expected to draft a claim that embod-
ied the equivalent. 43 3 The Court indicated three cases in which the
presumption can be rebutted: (1) when the equivalent was unforesee-
able; (2) when the amendment and the equivalent bear a tangential
relation only; and (3) when some other reason exists that indicates one
skilled in the art could not reasonably have been expected to draft the
amendment to encompass the equivalent. 4 34

Although the Supreme Court aimed at striking a balance between
the competing interests of patent protection and public notice in Festo
VII, the Court's decision appears to have fallen short of its goal and
instead may have added further confusion to the patent litigation
quagmire. 43 5 First, by finding that any narrowing amendment made

425. 122 S. Ct. 1831 (2002).
426. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo VII), 122 S. Ct.

1831, 1831, 1835 (2002).
427. See infra notes 428-434 and accompanying text.
428. Festo VII, 122 S. Ct. at 1839.
429. Id. at 1840.
430. Id.
431. Id.
432. Id. at 1842.
433. Id.
434. Id.
435. See infra notes 436-620 and accompanying text.
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to secure a patent gives rise to prosecution history estoppel, the Court
broadened the application of prosecution history estoppel and the
Court's decision in Warner-Jenkinson Co. v. Hilton Davis Chemical
Co.,436 showing a preference for public notice over patent protec-
tion.437 However, the Court's rejection of the Federal Circuit's com-
plete bar complied with its precedent and restored some balance
between the competing interests of patent protection and public no-
tice.4 38 Regardless, the Court's rejection of the previous flexible bar
approach and implementation of a new rebuttable presumption rule
upset the previous balance under the flexible bar rule as well as the
settled expectations of countless patent holders. 4 39

A. COMPETING INTERESTS OF PATENT PROTECTION AND PUBLIC

NOTICE

The United States Constitution guarantees the protection af-
forded to patent holders by granting Congress the power "[t]o promote
the Progress of Science and useful Arts, by securing for limited Times
to Authors and Inventors the exclusive Right to their respective Writ-
ing and Discoveries."4 40 Strong patent protection promotes innova-
tion and furthers the economic growth of the country.44 1 The patent
system grants a limited monopoly to the patent holder in exchange for
full disclosure of the invention to the public. 4 42 Accordingly, the pat-
ent system promotes invention in. at least two ways.4 43 First, the
grant of a limited monopoly provides incentive to inventors to invest
time and money in new discoveries. 44 4 Second, the disclosure of the
invention to the public allows competitors to build upon the invention
and make new discoveries. 44 5 Therefore, the patent system safe-
guards two primary interests: (1) protection of a patent holder's inven-
tion as embodied in the patent's claims; and (2) complete and definite
public notice of the invention.4 46

436. 520 U.S. 17 (1997).
437. See infra notes 471-523 and accompanying text.
438. See infra notes 524-590 and accompanying text.
439. See infra notes 591-620 and accompanying text.
440. U.S. CONST. art. I, § 8, cl. 8.
441. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo VI), 234 F.3d 558,

621 (2000) (Linn, J., concurring-in-part, dissenting-in-part), vacated, 122 S.Ct. 1831
(2002).

442. Festo VII, 122 S. Ct. at 1837.
443. See infra notes 444-446 and accompanying text.
444. DONALD S. CHISUM ET AL., PRINCIPLES OF PATENT LAW 62-63 (1998) [hereinafter

CHISUM, PRINCIPLES].
445. Festo VI, 234 F.3d at 621 (Linn, J., concurring-in-part, dissenting-in-part).
446. See supra notes 441-445 and accompanying text.
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The two primary interests protected by the patent system are
often at odds. 44 7 The problem occurs by trying to determine exactly
where a patent's protection ends and where a competitor's ability to
design around the invention begins.4 48 The scope of protection af-
forded to a patented invention is embodied in the patent's claims.44 9

Accordingly, the extent of a patent's protection is determined by con-
struction of the claims.4 50 Unfortunately, limitations of language
often make it virtually impossible to describe an invention per-
fectly.45 1 Consequently, the written description of an invention em-
bodied in the patent claims often contains unintended idea gaps.45 2 A
literal construction of a patent's claims would seriously limit the pat-
ent's value because competitors would be able to avoid liability for in-
fringement by merely making unimportant and insubstantial changes
to the patent.45 3 Therefore, courts developed the doctrine of
equivalents to protect patents, finding infringement in a competitor's
product that does not literally infringe the patent but substantially
performs the same function, in the same way, and with the same
result.

4 54

Because the doctrine of equivalents allows for a construction of
patent claims beyond their literal interpretation, the doctrine conflicts
with the fundamental principle that the patent claims measure the
extent of the patent's protection.4 55 The Supreme Court recognized
this conflict as early as Winans v. Denmead,45 6 the Court's first major
decision concerning the doctrine of equivalents. 4 57 The dissent in Wi-
nans argued that the doctrine sacrifices "[fiullness, clearness, exact-

447. See infra notes 448-470 and accompanying text.
448. See infra notes 449-470 and accompanying text.
449. CHISUM, PRINCIPLES, supra note 444, at 1030.
450. Id. at 1031.
451. Festo VII, 122 S. Ct. at 1837.
452. Id. (quoting Autogiro Co. of America v. United States, 384 F.2d 391, 397 (Ct. Cl.

1967)). The court in Autogiro opined that:
An invention exists most importantly as a tangible structure or a series of
drawings. A verbal portrayal is usually an afterthought written to satisfy the
requirements of patent law. This conversion of machine to words allows for
unintended idea gaps which cannot be satisfactorily filled. Often the invention
is novel and words do not exist to describe it. The dictionary does not always
keep abreast of the inventor. It cannot. Things are not made for the sake of
words, but words for things.

Autogiro, 384 F.2d at 397.
453. Festo VII, 122 S. Ct. at 1837
454. 5A DONALD S. CHISUM, CHISUM ON PATENTS § 18.04, at 18-242 to 18-244 (2001)

[hereinafter CHISUM ON PATENTS].

455. 5A CHISUM ON PATENTS, supra note 454, § 18.04[1][a][i], at 18-246 to 18-247.
456. 56 U.S. 330 (1853).
457. 5A CHISUM ON PATENTS, supra note 454, § 18.04[1][a][i], at 18-246 to 18-247

(indicating that this conflict was evident in Winans); CHISUM, PRINCIPLES, supra note
444, at 1106 (indicating that Winans was the first major Supreme Court decision con-
cerning the doctrine of equivalents).
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ness, preciseness, and particularity, in the description of the
invention." 458 The dissent further argued that the doctrine would
only lead to costly and burdensome litigation.45 9 Despite this tension,
the Court has indicated the need for the doctrine to fully protect in-
ventions and to have a meaningful patent system.460 The Court in
Graver Tank & Manufacturing Co. v. Linde Air Products Co.4 6 1 ar-
gued that limitation of a patent's protection to the literal claims would
"convert the protection of the patent grant into a hallow and useless
thing. '46 2 The Court opined that the limitation would allow unscru-
pulous copyists to make insubstantial and unimportant changes to in-
ventions, thereby circumventing the patent's protection. 4 63

Nonetheless, courts have been concerned with an unbounded applica-
tion of the doctrine of equivalents that would squarely conflict with
the public notice function of the patent laws. 4 64 Therefore, courts
have developed a number of restraints to the doctrine, including pros-
ecution history estoppel. 46 5

In applying prosecution history estoppel as a restraint to the doc-
trine of equivalents, courts have struggled to balance the competing
interests of patent protection and public notice.4 66 The doctrine of
equivalents expands patent protection at the expense of public notice
and certainty.4 67 On the other hand, a rigid application of prosecution
history estoppel emphasizes the importance of public notice while lim-
iting a patent's protection. 68 Therefore, the strength of the patent
system depends on the proper balancing of the two competing doc-

458. Winans, 56 U.S. at 347 (Campbell, J., dissenting) (indicating that "[flullness,
clearness, exactness, preciseness, and particularity, in the description of the invention,
its principle, and of the matter claimed to be invented, will alone fulfill the demands of
Congress or the wants of the country"); CHISUM, PRINCIPLES, supra note 444, at 1106
(indicating that Winans was the first major Supreme Court decision concerning the doc-
trine of equivalents).

459. Winans, 56 U.S. at 347 (Campbell, J., dissenting) (indicating that relaxation of
the description requirements will result in costly and burdensome litigation); CHISUM,
PRINCIPLES, supra note 444, at 1106 (indicating that Winans was the first major Su-
preme Court decision concerning the doctrine of equivalents).

460. See infra notes 461-463 and accompanying text.
461. 339 U.S. 605 (1950).
462. Graver Tank & Mfg. Co. v. Linde Air Products Co., 339 U.S. 605, 607 (1950).
463. Graver Tank, 339 U.S. at 607.
464. Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 28-29 (1997).
465. Andrew C. Greenberg et al., The "Palsgraffing" of Patent Law: Foreseeability

and the Doctrine of Equivalents, INTELL. PROP. TODAY, June 1998, at 17. Limitations on
the doctrine of equivalents include the all-elements rule, the prior allowability rule, the
dedication rule, prosecution history estoppel, and the foreseeability rule. Id.

466. Nicole S. Robbins, Note, The Curtailment of the Doctrine of Equivalents: Courts
Emphasize the Public Notice Function of Patent Claims, 35 SUFFOLK U. L. REv. 323, 324
(2001).

467. Robbins, 35 SUFFOLK U. L. REV. at 331.
468. Festo VI, 234 F.3d at 629 (Linn, J., concurring-in-part, dissenting-in-part).

[Vol. 36



2003] PATENT PROTECTION VERSUS PUBLIC NOTICE 585

trines in order to balance the competing interests of clear and full dis-
closure and adequate protection for inventions.46 9 The Supreme
Court's decision in Festo VII addressed two areas of the application of
prosecution history estoppel, the types of amendments that give rise
to estoppel and the effect of estoppel, in an attempt to balance the
public notice function of the patent system with patent protection. 470

B. THE TYPES OF CLAIM AMENDMENTS THAT GivE RISE TO

PROSECUTION HISTORY ESTOPPEL

Prior to Warner-Jenkinson, the Court primarily applied prosecu-
tion history estoppel to amendments that were made to avoid the prior
art.47 1 In Warner-Jenkinson, the Court determined that amendments
made for a substantial reason related to patentability give rise to pros-
ecution history estoppel. 47 2 Yet, in Festo VII, the Court decided that
estoppel applies to amendments made to secure the patent.4 73 The
Court specifically indicated that amendments made in response to re-
jections based on 35 U.S.C. § 112 give rise to estoppel. 4 74 Through its
decision, the Court broadened the application of prosecution history
estoppel, placing emphasis on the public notice function of the patent
system.

4 75

1. Broadening the Application of Prosecution History Estoppel-
Amendments made to Secure the Patent

In addressing the first question before the Court in Festo VII, the
United States Supreme Court stated that prosecution history estoppel
"arises when an amendment is made to secure the patent and the
amendment narrows the patent's scope."4 76 The Court therefore
agreed with the Federal Circuit that a narrowing amendment made to
comply with any statutory requirement of the Patent Act gives rise to
prosecution history estoppel. 47 7 Through its decision, the Supreme
Court broadened the application of prosecution history estoppel and
the types of amendments that give rise to estoppel. 47 8 In addition, the

469. Compare supra note 467 and accompanying text (indicating that the doctrine of
equivalents secures patent protection at the expense of public notice), with supra note
468 and accompanying text (indicating that prosecution history estoppel promotes pub-
lic notice while limiting patent protection).

470. See supra notes 425-439 and accompanying text.
471. Festo VII, 122 S. Ct. at 1839.
472. Warner-Jenkinson, 520 U.S. at 33.
473. Festo VII, 122 S. Ct. at 1840.
474. Id. at 1839-40.
475. See infra notes 476-523 and accompanying text.
476. Festo VII, 122 S. Ct. at 1831, 1839-40 (emphasis added).
477. Id. at 1835, 1839-40.
478. See infra notes 480-504 and accompanying text.
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Court's decision broadened the holding in Warner-Jenkinson by taking
an expansive view of what constitutes reasons related to
patentability.

4 79

A review of Supreme Court precedent prior to Warner-Jenkinson
illustrates that the Court has applied prosecution history estoppel
only in cases in which the patentee made an amendment because the
claimed subject matter was unpatentable. 480 In particular, the Court
applied prosecution history estoppel almost exclusively to amend-
ments that were made to avoid the prior art.48 1 The Court acknowl-
edged its previous application of prosecution history estoppel in
Warner-Jenkinson, when it stated that it has applied the doctrine only
to cases where amendments were made to avoid the prior art or to
address otherwise unpatentable subject matter.4 82 Furthermore, in
Festo VII, the Supreme Court admitted that it has applied prosecution
history estoppel most often in cases where the patentee made an
amendment to avoid the prior art. 48 3 Yet, in Festo VII, the Court ex-
tended the application of prosecution history estoppel to narrowing
amendments made for any statutory requirement. 484

In Warner-Jenkinson, the Supreme Court directly addressed the
issue of what amendments give rise to prosecution history estoppel. 48 5

The petitioner in Warner-Jenkinson advocated the position that any
narrowing amendment should give rise to prosecution history estoppel
regardless of the reason for the amendment. 4 86 The Court rejected
this argument by stating that "petitioner reaches too far in arguing
that the reason for an amendment during patent prosecution is irrele-

479. See infra notes 485-504 and accompanying text.
480. See infra notes 481-483 and accompanying text.
481. See infra notes 482-483 and accompanying text.
482. Warner-Jenkinson, 520 U.S. at 30-31. The Court cited the following cases in

support of this proposition: Exhibit Supply Co. v. Ace Patents Corp., 315 U.S. 126, 136
(1942) (narrowing amendment made based on objections related to references to the
prior art); Keystone Driller Co. v. Northwest Engineering Corp., 294 U.S. 42, 48 n.6
(1935) (estoppel applied because claims were amended based on prior art rejections);
Smith v. Magic City Kennel Club, Inc., 282 U.S. 784, 788 (1931) (estoppel arose where
"claim was rejected on the prior patent to" a different patentee); Computing Scale Co. of
America v. Automatic Scale Co., 204 U.S. 609, 618-20 (1907) (claims amended based on
prior art rejections); Hubbel v. United States, 179 U.S. 77, 83 (1900) (estoppel applied
where claim element was added based on novelty objection); Sutter v. Robinson, 119
U.S. 530, 541 (1886) (estoppel arose because the applicant "was expressly required to
state that [the device's] structural plan was old and not of his invention"); Graham v.
John Deere Co. of Kansas City, 383 U.S. 1, 33 (1966) (noting that "claims that have been
narrowed in order to obtain the issuance of a patent by distinguishing the prior art
cannot be sustained to cover that which was previously by limitation eliminated from
the patent"). Warner-Jenkinson, 520 U.S. at 31 n.5.

483. Festo VII, 122 S. Ct. at 1839.
484. Id. at 1839-40.
485. See infra notes 486-492 and accompanying text.
486. Warner-Jenkinson, 520 U.S. at 30.
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vant to any subsequent estoppel."4 8 7 Instead, the Court stated that
prosecution history estoppel arises when amendments are made for a
"substantial reason related to patentability."48 8 The Court indicated
that there were two categories of amendments.48 9 The first category
comprises amendments that are required because the claim was un-
patentable and will give rise to prosecution history estoppel.4 90 The
second category comprises the variety of other reasons that the Patent
and Trademark Office ("PTO") requests a change to a claim without
producing estoppel. 4 91 Therefore, the Court indicated that amend-
ments made for a substantial reason related to patentability that give
rise to estoppel are amendments made to establish patentability in
response to substantive rejections.4 92

The Patent Act sets forth the substantive requirements for pat-
entability in three separate sections, 35 U.S.C. §§ 101, 102, and
103.4 9 3 The structure of the patent statutes suggest that patentabil-
ity requirements are limited to these three conditions because §§ 101,
102, and 103 are the only sections falling under the heading "Patenta-
bility of Inventions."49 4 An analysis of these sections indicates that
patentability depends upon three unequivocal conditions: utility, nov-
elty, and nonobviousness. 49 5 Accordingly, prior Supreme Court deci-

487. Id.
488. Festo VII, 122 S. Ct. at 1839 (citing Warner-Jenkinson, 520 U.S. at 33).
489. Brief for Amicus Curiae Bose Corporation, at 3, Festo Corp. v. Shoketsu

Kinzoku Kogyo Kabushiki Co., 122 S. Ct. 1831 (2002) (No. 00-1543).
490. Warner-Jenkinson, 520 U.S. at 30-31.
491. Id. at 31-32. The Court cited the amicus curiae brief of the United States for

the second category of amendments. Id. The United States had indicated that amend-
ments "to reflect the scope of what was enabled or to add specificity raise considerations
different from those raised by amendments to avoid prior art." Brief for Amicus Curiae
United States, at 22, Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17
(1997) (No. 95-728).

492. Festo VI, 234 F.3d at 633 (Newman, J., dissenting) (citing Warner-Jenkinson,
520 U.S. at 31).

493. Graham v. John Deere Co., 383 U.S. 1, 12 (1966).
494. Brief for Petitioner, at 26, Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki

Co., 122 S. Ct. 1831 (2002) (No. 00-1543). This excludes 35 U.S.C. §§ 104, and 105,
which entail patentability for inventions made abroad and inventions in outer space,
respectively. 35 U.S.C. §§ 104, 105 (2002).

495. Graham, 383 U.S. at 12. Utility, embodied in § 101, requires an invention to be
useful. CHISUM, PRINCIPLES, supra note 444, at 729. Section 101 provides that
"[wlhoever invents or discovers any new and useful process, machine, manufacture, or
composition of matter, or any new and useful improvement thereof, may obtain a patent
thereof, subject to the conditions and requirements of this title." 35 U.S.C. § 101 (2002).
Novelty, as set forth in § 102, requires that the claimed invention add something new to
society. Novelty is embodied in § 102 subsections (a), (e), and (g). Id. These subsections
provide as follows:

A person shall be entitled to a patent unless-
(a) the invention was known or used by others in this country, or patented or
described in a printed publication in this or a foreign country, before the inven-
tion thereof by the applicant for patent, or
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sions, including Warner-Jenkinson, suggest that prosecution history
estoppel typically arises for amendments required to comply with
these statutory conditions.4 96

The Supreme Court's decision in Festo VII strays from the Court's
precedent and takes an expansive view of what constitutes a "substan-
tial reason related to patentability."4 97 Supreme Court precedent, in-
cluding Warner-Jenkinson, established that prosecution history
estoppel applies to amendments made in response to substantive re-
jections required to make the invention patentable. 4 98 In contrast,
the Court in Festo VII determined that prosecution history estoppel
arises for amendments required to satisfy any statutory requirement
of the Patent Act.4 99 However, not all statutorily-based rejections re-
late to substantive grounds of patentability. 50 0 Instead, the Patent

Act includes three substantive conditions for patentability: utility,
novelty, and nonobviousness. 50 1 Rejections made for other reasons

(e) the invention was described in (1) an application for patent published under
section 122(b), by another filed in the United States before the invention by the
applicant for patent or (2) a patent granted on an application for patent by
another filed in the United States before the invention by the applicant for
patent, except that an international application filed under the treaty defined
in section 351(a) shall have the effects for purposes of this subsection of an
application filed in the United States only if the international application des-
ignated the United States and was published under Article 21(2) of such treaty
in the English language; or
(g) (1) during the course of an interference conducted under section 135 or sec-
tion 291, another inventor involved therein establishes, to the extant permitted
in section 104, that before such person's invention thereof the invention was
made by such other inventor and not abandoned, suppressed, or concealed, or
(2) before such person's invention thereof, the invention was made in this coun-
try by another inventor who had not abandoned, suppressed, or concealed it.
In determining priority of invention under this subsection, there shall be con-
sidered not only the respective dates of conception and reduction to practice of
the invention, but also the reasonable diligence of one who was first to conceive
and last to reduce to practice, from a time prior to conception by the other.

35 U.S.C. § 102 (2002).
Nonobviousness, set forth in § 103, prevents a person from obtaining a patent for

an invention that would have been obvious to a person of ordinary skill in the art in
light of prior art teachings at the time the invention was made. Section 103(a) reads as
follows:

A patent may not be obtained thought the invention is not identically disclosed
or described as set forth in section 102 of this title, if the differences between
the subject matter sought to be patented and the prior art are such that the
subject matter as a whole would have been obvious at the time the invention
was made to a person having ordinary skill in the art to which said subject
matter pertains. Patentability shall not be negatived by the manner in which
the invention was made.

35 U.S.C. § 103(a) (2002).
496. See supra notes 480-495 and accompanying text.
497. See infra notes 498-504 and accompanying text.
498. See supra notes 480-496 and accompanying text.
499. Festo VII, 122 S. Ct. at 1839 (emphasis added).
500. Festo VI, 234 F.3d at 634 (Newman, J., concurring in part, dissenting in part).
501. Graham, 383 U.S. at 12.
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are not necessarily driven by substantive reasons.50 2 Accordingly, al-
though Supreme Court precedent and Warner-Jenkinson indicate that
only amendments made in response to substantive rejections give rise
to prosecution history estoppel, the Court in Festo VII stated that any
amendment made to secure the patent (regardless of the specific rea-
son) gives rise to prosecution history estoppel. 50 3 Therefore, by indi-
cating that reasons substantially related to patentability include all
requirements of the Patent Act, the Court in Festo VII effectively
broadened the definition of patentability and the application of prose-
cution history estoppel. 50 4

2. Placing an Emphasis on the Public Notice Function-
Amendments Made in Response to § 112 Rejections

In the Supreme Court's decision in Festo VII, the Court specifi-
cally indicated that amendments made to satisfy the disclosure re-
quirements of § 112 give rise to prosecution history estoppel. 50 5 The
Court reasoned that the PTO will not issue a patent unless the re-
quirements of the section are satisfied. 50 6 The Court's determination
that § 112-based amendments give rise to prosecution history estoppel
illustrates that the Festo VII decision places an emphasis on the pub-
lic notice function of the patent system.50 7

The first two paragraphs of § 112 set forth the patent system's
disclosure requirements. 50 8 The first paragraph of § 112 provides
that a patent specification must include a written description of the
invention (the written description requirement), that a patentee must
disclose an invention with sufficient information such that a person

502. Warner-Jenkinson, 520 U.S. at 31-32.
503. Compare supra notes 480-496 and accompanying text (indicating that Supreme

Court precedent prior to Festo VII, including Warner-Jenkinson, demonstrated that only
amendments made for substantive reasons related to patentability give rise to prosecu-
tion history estoppel), with Festo VII, 122 S. Ct. at 1839 (stating that amendments made
for any statutory requirement of the Patent Act gives rise to prosecution history
estoppel).

504. See supra notes 497-503 and accompanying text.
505. Festo VII, 122 S. Ct. at 1839-40.
506. Id. at 1840.
507. See infra notes 508-523 and accompanying text.
508. CHISUM, PRINCIPLES, supra note 444, at 155. Section 112 provides, in pertinent

part:
The specification shall contain a written description of the invention, and of the
manner of making and using it, in such full, clear, concise, and exact terms as
to enable any person skilled in the art to which it pertains, or with which it is
most neatly connected, to make and use the same, and shall set forth the best
mode contemplated by the inventor of carrying out his invention.
The specification shall conclude with one or more claims particularly pointing
out and distinctly claiming the subject matter which the applicant regards as
his invention.

35 U.S.C. § 112 (2002).
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skilled in the art can both make and use the invention (the enable-
ment requirement), and that a patentee must set forth the best mode
for carrying out the invention (the best mode requirement). 50 9 The
second paragraph of § 112 sets forth a requirement of definiteness in
the patent claims. 510

By explicitly stating that amendments made to comply with § 112
requirements give rise to prosecution history estoppel, the Supreme
Court in Festo VII demonstrated a preference for public notice.511 The
requirements of § 112 are directed at providing adequate disclosure of
the claimed invention. 512 The section sets forth the formal require-
ments of describing the invention and drafting the patent specifica-
tion.513 Amendments made to comply with § 112 are often aimed at
clarifying claim language and are not always intended to surrender
subject matter of the patent.5 14 Whereas §§ 101, 102, and 103 each
deal with the substance of the patented invention, requiring the ac-
tual subject matter to be patentable, § 112 requires that the patent
claim sufficiently disclose the invention to provide public notice. 51 5

Therefore, because § 112 often affects disclosure only and does not al-
ways affect patentability from a substantive standpoint in the same
manner that §§ 101, 102, and 103 do, the Court's inclusion of § 112-
based amendments in what gives rise to estoppel illustrates an em-
phasis on public notice. 516

Supreme Court precedent prior to Festo VII indicated that prose-
cution history estoppel arose only when amendments were made to
avoid the prior art or for some other substantive reason. 517 The Court
in Warner-Jenkinson reaffirmed this precedent by indicating that only
amendments made for a substantial reason related to patentability
will give rise to prosecution history estoppel.518 However, the Court
in Festo VII determined that amendments made for any statutory re-
quirement and that narrow a patent's scope will give rise to estop-

509. CHISUM, PRINCIPLES, supra note 444, at 156 (indicating that § 112, 91 sets forth
the written description, enablement, and best mode requirements); 3 CHISUM ON PAT-

ENTS, supra note 454, § 7.04, at 7-156 (describing the written description requirement);
3 id. § 7.03, at 7-10 (describing the enablement requirement); 3 id. § 7.05, at 7-317
(describing the best mode requirement).

510. 3 CHISUM ON PATENTS, supra note 454, § 8.03, at 8-18.
511. See infra notes 512-516 and accompanying text.
512. Chisum, Principles, supra note 444, at 155.
513. Petitioner's Brief at 3-4, Festo VII (No. 00-1543).
514. Id. at 27.
515. Compare supra notes 493-496 and accompanying text (indicating that §§101,

102, and 103 set forth the substantive requirements of the patent act), with supra notes
508-509 and accompanying text (indicating that §112 sets forth the disclosure require-
ments of the patent system).

516. See supra notes 511-515 and accompanying text.
517. See supra notes 480-483 and accompanying text.
518. See supra notes 485-492 and accompanying text.
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pel.5 19 By ruling that any narrowing amendment made to secure the
patent gives rise to prosecution history estoppel, the Court effectively
broadened the application of the doctrine. 520 Furthermore, the Court
in Festo VII explicitly stated that amendments made to comply with
§ 112 give rise to estoppel. 52 1 However, rejections based upon § 112
are often driven by the requirement to provide adequate disclosure of
the invention to the public and not by substantive reasons.5 22 There-
fore, by including § 112-based rejections, the Court demonstrated an
emphasis on public notice, thereby shifting the balance between the
two competing interests of the patent system away from patent protec-
tion and towards public notice. 523

C. REJECTION OF THE FEDERAL CIRCUIT'S COMPLETE BAR RULE

Prior to Festo VII, the Supreme Court appeared to indicate that
prosecution history estoppel does not bar all equivalents for an
amended element. 524 In addition, most Federal Circuit decisions ap-
plied a flexible bar rule to estoppel, examining the prosecution history
to determine if the amendment surrendered a particular
equivalent. 52 5 However, a couple of Federal Circuit decisions applied
prosecution history estoppel as a complete bar. 52 6 In Festo VI, the
Federal Circuit adopted the complete bar rule for prosecution history
estoppel, indicating that its flexible approach was unworkable. 5 27 On
appeal, the Supreme Court rejected the complete bar rule and instead
created a rebuttable presumption to the prosecution history estoppel
rule.5 28 A review of Supreme Court precedent indicates that the
Court's rejection of the complete bar rule falls in line with prece-
dent.5 29 In addition, the Court's rejection of a complete bar approach
to prosecution history estoppel restored some balance between the
patent protection and public notice interests of the patent system.5 30

519. Festo VII, 122 S. Ct. at 1839-40.
520. See supra notes 476-504 and accompanying text.
521. Festo VII, 122 S. Ct. at 1839-40.
522. See supra notes 508-516 and accompanying text.
523. See supra notes 505-516 and accompanying text.
524. See infra notes 540-568 and accompanying text.
525. See infra notes 597-601 and accompanying text.
526. Festo VI, 234 F.3d at 558, 610 (Michel, J., concurring-in-part, dissenting-in-

part).
527. Id. at 558, 569, 575.
528. Festo VII, 122 S. Ct. at 1831, 1840-42.
529. See infra notes 531-575 and accompanying text.
530. See infra notes 576-590 and accompanying text.
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1. Rejection of the Complete Bar Rule Complies with Supreme
Court Precedent

In Festo VI, the Federal Circuit held that when prosecution his-
tory estoppel arises, it acts as a complete bar to all equivalents to an
amended claim element, thereby rejecting the flexible bar rule the
court had previously applied. 53 1 The Federal Circuit decided that its
experience had demonstrated that the flexible bar rule was unwork-
able and created excessive uncertainty. 53 2 In addition, the Federal
Circuit indicated that the Supreme Court had not yet addressed
whether any scope of equivalents remains for an amended claim ele-
ment when prosecution history estoppel applies. 53 3 The Supreme
Court in Festo VII rejected the Federal Circuit's adoption of the com-
plete bar, indicating that the reach of estoppel must be determined by
examining the subject matter relinquished by a narrowing amend-
ment. 534 The Court stated that this view was consistent with its pre-
cedent, which has consistently applied prosecution history estoppel in
a flexible manner. 5 35 The Court cited two previous cases, Goodyear
Dental Vulcanite Co. v. Davis5 36 and Hurlbut v. Schillinger,53 7 in sup-
port of this conclusion. 5 38 A review of these cases, as well as Warner-
Jenkinson, demonstrates that the Court's decision complies with its
precedent that a scope of equivalents may remain for an amended ele-
ment when prosecution history estoppel applies.5 39

The Supreme Court cited Goodyear in Festo VII to support the
contention that a range of equivalents may remain under prosecution
history estoppel. 540 The patent at issue in Goodyear concerned an in-
vention for artificial teeth, claiming "the plate of hard rubber or vul-
canite, or its equivalent, for holding artificial teeth or teeth and gums,
substantially as described." 54 1 The original patent claimed the use of
rubber or some other elastic substance in the invention. 54 2 The reis-
sue patent, however, was restricted to vulcanized substances or sub-
stances capable of vulcanization. 54 3 The Court stated that the reissue
patent excluded from the patent's scope materials not susceptible to

531. Festo VII, 122 S. Ct. at 1835, 1840.
532. Id. at 1840.
533. Festo VI, 234 F.3d at 569.
534. Festo VII, 122 S. Ct. at 1840.
535. Id. at 1841.
536. 102 U.S. 222 (1880).
537. 130 U.S. 456 (1889).
538. Festo VII, 122 S. Ct. at 1841.
539. See infra notes 540-575 and accompanying text.
540. Festo VII, 122 S. Ct. at 1841.
541. Goodyear Dental Vulcanite Co. v. Davis, 10 F.Cas. 733, 733 (C.C.D. Mass.

1877) (No. 5,589), affd, 102 U.S. 222 (1880).
542. Goodyear Dental Vulcanite Co. v. Davis, 102 U.S. 222, 224 (1880).
543. Goodyear, 102 U.S. at 225-26.
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the vulcanization process. 54 4 Accordingly, the Court determined that
the reissue patent's restriction precluded the patentee from asserting
that the defendant's artificial teeth made of celluloid (a softer material
not subject to vulcanization) was an equivalent to the patented inven-
tion.5 45 Nonetheless, the Court indicated that the manufacture of a
dental plate that employed other substances susceptible to a vulcani-
zation process might have been considered an equivalent to and an
infringement of the patent.54 6 The Court continued, indicating that
although the patentee limited the claims to vulcanized materials and
was precluded from asserting equivalence for a celluloid product, "[iut
may be conceded that the patentee is protected against equivalents for
any part of his invention."5 4 7 Therefore, the Court recognized that al-
though an amendment may preclude a patentee from asserting in-
fringement for a considerable range of equivalents, the patentee may
still be able to assert infringement for a narrower range of
equivalents.548

The Court's decision in Hurlbut also indicates that the Court in-
tended that a scope of equivalents may remain after prosecution his-
tory estoppel arises.54 9 In Hurlbut, the Supreme Court determined
that a patentee who had previously disclaimed a portion of his inven-
tion and was precluded from asserting infringement against an ac-
cused device in view of that disclaimer was nonetheless entitled to a
finding of infringement by another device, which was more similar to
the patented invention. 5 50 The patent at issue in Hurlbut disclosed
certain improvements in concrete pavement. 55 1 The patent claimed
an arrangement of concrete pavement, which was laid in sections us-
ing tar-paper or its equivalent in the joints between the blocks, and
allowed for the removal of blocks without disturbing adjoining
blocks. 55 2 When the patent was reissued, the patentee added lan-
guage that allowed for the omission of tar paper between the joints.55 3

The patentee later filed a disclaimer indicating that the reissued pat-
ent was too broad. 55 4 He disclaimed any coverage to a concrete pave-

544. Id.
545. Festo VI, 234 F.3d at 603 (Michel, J., concurring-in-part, dissenting-in-part).

546. Goodyear, 102 U.S. at 227.
547. Id. at 228-30.
548. Festo VI, 234 F.3d at 603 (Michel, J., concurring-in-part, dissenting-in-part).
549. See infra notes 550-563 and accompanying text.
550. Festo VI, 234 F.3d at 601 (Michel, J., concurring-in-part, dissenting-in-part).
551. Hurlbut v. Schillinger, 130 U.S. 456, 457-58 (1889).
552. Hurlbut, 130 U.S. at 462-63.

553. Id. at 458-59, 462.
554. Id. at 463.
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ment arrangement in which the tar-paper was omitted and no
material was used to separate the blocks. 55 5

The patentee brought a number of actions against competitors for
infringement of the reissued patent.55 6 In the first case before the Su-
preme Court, California Paving Co. v. Schalicke,5 57 the Court deter-
mined that the defendant had not infringed the patent, noting that
the accused paving was not separated into individual blocks, and,
therefore, no material had been interposed between blocks. 558 The
Court determined that the defendant did not infringe because "what
the defendant did was just what the patentee disclaimed."5 59 In con-
trast to Schalicke, the Supreme Court determined in Hurlbut that the
competitor had infringed the patent.560 The Court indicated that the
accused pavement arrangement in Hurlbut was divided into blocks us-
ing a trowel to cut through the top layer of the pavement. 56 1 The
Court indicated that although the patentee had disclaimed the form-
ing of blocks without interposing any material in between the blocks,
the defendant's product nonetheless infringed because the use of a
trowel to divide the pavement into separate blocks was the equivalent
of the use of tar-paper in the patent.56 2 Through its decisions in
Schalicke and Hurlbut, the Court recognized that a patentee may re-
tain a limited scope of equivalents despite a disclaimer or amendment
that precludes the patentee from asserting that certain accused de-
vices are equivalent. 56 3

In Warner-Jenkinson, the Supreme Court did not directly address
the scope of equivalents that remain after prosecution history estoppel
arises.56 4 However, the Court's decision appears to reaffirm its earlier
precedent, supporting the flexible application of prosecution history
estoppel. 56 5 In Warner-Jenkinson, the Court stated that in determin-

555. Id.
556. Festo VI, 234 F.3d at 604 (Michel, J., concurring-in-part, dissenting-in-part).
557. 119 U.S. 401 (1886).
558. Festo VI, 234 F.3d at 604 (Michel, J., concurring-in-part, dissenting-in-part)

(indicating that Schalicke was the first case); California Paving Co. v. Schalicke, 119
U.S. 401, 407 (1886) (determining that the defendant did not infringe because the defen-
dant's paving was not separated into individual blocks and no material had been inter-
posed between blocks).

559. Schalicke, 119 U.S. at 407.
560. Compare id. (determining that the defendant had not infringed the patent),

with Hurlbut, 130 U.S. at 456, 458, 472 (determining that the defendant had infringed
the patent).

561. Hurlbut, 130 U.S. at 467-68.
562. Id. at 466, 469.
563. Festo VI, 234 F.3d at 605 (Michel, J., concurring in part, dissenting in part).
564. Donald S. Chisum, The Scope of Protection for Patents after the Supreme

Court's Warner-Jenkinson Decision: The Fair Protection-Certainty Conundrum, 14
SANTA CLARA COMPUTER & HIGH TECH. L.J. 1, 50 (1998).

565. Festo VI, 234 F.3d at 608 (Michel, J., concurring-in-part, dissenting-in-part).
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ing whether prosecution history estoppel prevents a finding of in-
fringement of an amended patent claim, a court may explore the
manner in which the amendment addressed the objection. 566 The
Court's reference to an evaluation of the manner in which the amend-
ment addressed an objection suggests that a court may consider
whether an amendment leaves a range of equivalents for the amended
claim.56 7 If the Court intended prosecution history estoppel to create
a complete bar, an analysis of the manner of an amendment would be
unnecessary.

56 8

The Court's decisions in Goodyear, Hurlbut, and Warner-Jenkin-
son each demonstrate that the Court intended that a scope of
equivalents may remain after prosecution history estoppel arises.569

In Goodyear, the Court stated that although the disclaimer prevented
the patentee from recapturing material that was not subject to vulcan-
ization, other materials subject to vulcanization but not claimed would
be considered equivalents. 5 70 In Hurlbut, although a disclaimer by
the patentee had previously estopped the patentee from claiming in-
fringement, the Court found infringement in a paving arrangement
that was closer to the claimed pavement. 57 1 In Warner-Jenkinson, the
Court indicated that the manner in which an amendment addressed a
rejection must be evaluated to determine whether prosecution history
estoppel prevents a finding of equivalence for a particular
equivalent.5 72 An application of prosecution history estoppel as a
complete bar to all equivalents for an amended claim would be incon-
sistent with these cases. 573 Just as these cases indicate that prosecu-
tion history estoppel does not prevent the finding of equivalence for an
amended claim, the Court in Festo VII rejected the Federal Circuit's
complete bar, which would have prevented an amended claim from
having any equivalents when estoppel arises.5 74 Therefore, the
Courts decision in Festo VII falls in line with the Court's precedent. 5 75

566. Id. (Michel, J., concurring-in-part, dissenting-in-part).
567. 5A CHISUM ON PATENTS, supra note 454, § 18.05[3][c], at 18-509.
568. Festo VI, 234 F.3d at 608-09 (Michel, J., concurring-in-part, dissenting-in-part)

(citing 5A CHISUM ON PATENTS, supra note 454, § 18.05[3] [c], at 18-509).
569. See supra notes 540-568 and accompanying text.
570. See supra notes 540-548 and accompanying text.
571. See supra notes 549-563 and accompanying text.
572. See supra notes 564-568 and accompanying text.
573. Compare supra notes 540-572 and accompanying text (indicating that a range

of equivalents may remain for an amended claim after prosecution history estoppel
arises), with Festo VI, 234 F.3d at 569 (indicating that under complete bar, no
equivalents are available for amended claims when prosecution history estoppel arises).

574. Compare supra notes 540-569 and accompanying text (indicating that a range
of equivalents may remain for an amended claim after prosecution history estoppel
arises), with Festo VII, 122 S.Ct. at 1840 (rejecting the complete bar approach to prose-
cution history estoppel).

575. See supra notes 534-574 and accompanying text.
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2. Rejection of the Complete Bar Rule Balances the Patent
Protection and Public Notice Functions of the Patent
System

Under the Federal Circuit's complete bar rule, prosecution history
estoppel would preclude the finding of any equivalents for an amended
claim element. 5 76 The Supreme Court rejected the complete bar ap-
proach, indicating instead that the reach of prosecution history estop-
pel must be determined by examining the subject matter surrendered
by the amendment.5 77 The Supreme Court's rejection of the Federal
Circuit's complete bar rule in Festo VII helps to balance the patent
protection and public notice functions of the patent system.5 7s

The Federal Circuit's complete bar rule demonstrates a prefer-
ence for enhancing public notice. 5 79 The Federal Circuit stated that
under its previous flexible approach to prosecution history estoppel, a
competitor could not ascertain the exact range of equivalents for an
amended claim.58 0 The court indicated that, in contrast, the complete
bar rule provides the public with clear and definite notice of the scope
of the claimed invention.5 8 Accordingly, the court stated that the
complete bar approach to prosecution history estoppel "eliminates the
public's need to speculate as to the subject matter surrendered by an
amendment."

58 2

However, protection of the public notice function of patent law
under the Federal Circuit's complete bar rule would reduce the protec-
tion afforded to patents.58 3 The complete bar rule would allow copy-
ists to avoid infringement liability by simply reviewing the
prosecution history of patents to find claims amended for patentability
reasons and make unimportant and insubstantial changes to the
amended claims. 58 4 The Federal Circuit acknowledged that the com-
plete bar reduced patent protection but disregarded the importance of
such protection, stating that "[a]lthough a flexible bar affords the pat-
entee more protection under the doctrine of equivalents, we do not be-
lieve that the benefit outweighs the cost of uncertainty."58 5

The Federal Circuit's compete bar approach to prosecution history
estoppel would serve to improve the public notice function of the pat-

576. Festo VI, 234 F.3d at 558, 569.
577. Festo VII, 122 S. Ct. at 1840.
578. See infra notes 579-590 and accompanying text.
579. See infra notes 580-585 and accompanying text.
580. Festo VI, 234 F.3d at 558, 577.
581. Id. at 576.
582. Id.
583. See infra notes 584-585 and accompanying text.
584. Festo VI, 234 F.3d at 616 (Michel, J., concurring-in-part, dissenting-in-part).
585. Id. at 578.
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ent system.5 86 However, because amended claims would be limited to
their literal language, the complete bar would' severely limit the pro-
tection afforded to patents.58 7 Where the Federal Circuit's complete
bar rule favored providing clear and definite public notice at the ex-
pense of full patent protection, the Court's rejection of the rule pro-
tects patentees by allowing some equivalents for amended claims.588

The complete bar approach would have forfeited patent protection for
more definite disclosure, thereby shifting the balance toward public
notice.58 9 Therefore, by rejecting the Federal Circuit's complete bar,
the Supreme Court restored some of the balance between patent pro-
tection and public notice that was upset by the Federal Circuit's deci-
sion in Festo VI. 590

D. THE SUPREME COURT ADOPTED CHANGES THAT UPSET THE

SETTLED EXPECTATIONS OF INVENTORS WITH THE NEW

REBUTTABLE PRESUMPTION RULE

Although the Supreme Court restored some balance between pat-
ent protection and public notice by its rejection of the complete bar,
the Court's rebuttable presumption upsets the balance achieved under
the previous flexible bar approach. 59 1 In most cases prior to Festo VI,
the Federal Circuit determined the scope of equivalents remaining
when prosecution history estoppel applies under a flexible bar rule. 5 9 2

The Federal Circuit rejected this approach in Festo VI, determining
that prosecution history estoppel acts as a complete bar for all
equivalents to an amended claim.59 3 In Festo VII, the Supreme Court
criticized the Federal Circuit's adoption of a complete bar rule, stating
that the court had ignored the guidance of Warner-Jenkinson, which
stated that courts should avoid adopting changes that upset the set-
tled expectations of inventors. 594 However, in rejecting the complete
bar rule, the Court did not return to the previous flexible bar but in-
stead adopted a new rebuttable presumption rule.5 95 In so doing, the
Court did exactly what it criticized the Federal Circuit for doing-the

586. See supra notes 579-582 and accompanying text.
587. See supra notes 583-585 and accompanying text.
588. Compare supra notes 579-585 and accompanying text (demonstrating the com-

plete bar's rule preference for clear disclosure at the expense of patent protection), with
Festo VII, 122 S.Ct. at 1840 (indicating that the extent of prosecution history estoppel
requires analysis of the subject matter actually surrendered by an amendment).

589. See supra notes 576-588 and accompanying text.
590. See supra notes 576-589 and accompanying text.
591. See infra notes 592-620 and accompanying text.
592. 5A CHISUM ON PATENTS, supra note 454, § 18.05, at 18-413, § 18.05[3][b][i], at

18-497.
593. Festo VI, 234 F.3d at 569, 574.
594. Festo VII, 122 S. Ct. at 1841 (citing Warner-Jenkinson, 520 U.S. at 28).
595. See infra notes 602-604 and accompanying text.
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Court adopted a change that will most likely upset the settled expecta-
tions of inventors. 59 6

Prior to Festo VI, most Federal Circuit decisions applied a flexible
bar approach to prosecution history estoppel. 59 7 Under this approach,
a court would determine the scope of an estoppel by examining what
subject matter the patentee surrendered by an amendment. 59s As the
Federal Circuit stated in Hughes Aircraft Co. v. United States,5 99

"[diepending on the nature and purpose of an amendment, it may
have a limiting effect within a spectrum ranging from great to small to
zero." 60 0 Whether a particular equivalent was surrendered would
often be determined by deciding what a competitor or one skilled in
that art would deem relinquished by the prosecution history.60 1

In Festo VII, the Supreme Court ruled that prosecution history
estoppel creates a presumption that an amendment surrendered all
equivalents.60 2 However, a patentee can rebut this presumption and
establish that the amendment did not surrender a particular
equivalent by demonstrating that one skilled in the art could not rea-
sonably have drafted a claim that embodied the equivalent in ques-
tion.60 3 The Court identified three cases where the presumption can
be rebutted: (1) where the equivalent was unforeseeable; (2) where the
equivalent had only a tangential relation to the amendment; and (3)

596. See infra notes 597-620 and accompanying text.
597. 5A CHISUM ON PATENTS, supra note 454, § 18.05, at 18-413, § 18.05[3][b][i], at

18-497.
598. Cardiac Pacemakers, Inc. v. St. Jude Medical, Inc., No. IP 96-1718-C-IG, 2001

WL 912767, at *3 (S.D. Ind. June 14, 2001) (citations omitted).
599. 717 F.2d 1351 (Fed. Cir. 1983).
600. Hughes Aircraft Co. v. United States, 717 F.2d 1351, 1363 (Fed. Cir. 1983).
601. See, e.g., Haynes International, Inc. v. Jessop Steel Co., 8 F.3d 1573, 1578 & n.4

(Fed. Cir. 1993) (indicating that the standard for ascertaining what subject matter was
surrendered is measured from the standpoint of what a competitor or one skilled in the
art would determine, from the prosecution history, that the patentee relinquished to
procure the patent); Hogana AB v. Dresser Industries, Inc., 9 F.3d 948, 952 & n.15 (Fed.
Cir. 1993) (indicating that the standard for ascertaining what subject matter was sur-
rendered is measured from the standpoint of what a competitor or one skilled in the art
would determine, from the prosecution history, that the patentee relinquished to pro-
cure the patent); Zenith Laboratories, Inc. v. Bristol-Myers Squibb Co., 19 F.3d 1418,
1424 (Fed. Cir. 1994) (indicating that the standard for ascertaining what subject matter
was surrendered is measured from the standpoint of what a competitor would deter-
mine, from the prosecution history, that the patentee relinquished to procure the pat-
ent); Mark I Marketing Corp. v. R.R. Donnelley & Sons, 66 F.3d 285, 291 (Fed. Cir.
1995) (indicating that the standard for ascertaining what subject matter was surren-
dered is measured from the standpoint of what a competitor would determine, from the
prosecution history); Modine Mfg. Co. v. U.S. Int'l Trade Comm'n, 75 F.3d 1545, 1555
(Fed. Cir. 1996) (indicating that the standard for ascertaining what subject matter was
surrendered is "based on the reasonable reading, by a person of skill in the field of the
invention, of the entire prosecution history).

602. Festo VII, 122 S. Ct. at 1842.
603. Id.
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where some other reason exists that the patentee could not reasonably
have drafted an amended claim that captured the equivalent in
question.

6 04

Both the Federal Circuit's previous flexible bar rule and the Su-
preme Court's rebuttable presumption use the concept of one skilled
in the art to determine whether a particular equivalent remains after
prosecution history estoppel arises. 60 5 However, where the flexible
bar approach focused on determining what subject matter the paten-
tee relinquished during prosecution by examining the prosecution his-
tory, the new rebuttable presumption focuses on what subject matter
the patentee reasonably should have included in an amended
claim. 60 6 Under the previous flexible bar approach, when prosecution
history estoppel arose, a patentee would expect to retain all
equivalents except those relinquished by a particular amendment,
while under the new rebuttable presumption, when prosecution his-
tory estoppel arises, a patentee can expect to retain only those
equivalents that could not reasonably have been included in the
amended claim language. 60 7 Therefore, in implementing the new re-
buttable presumption, the Supreme Court effectively adopted a
change that upsets the settled expectations of patent holders.6 08

Moreover, the Festo VII Court's rebuttable presumption appears
to create a requirement of unforeseeability that would prevent the
finding of equivalency for readily known substitutes, which precedent
teaches to be the best type of equivalency.60 9 The readily known in-
terchangeability between a claimed element and the element of an ac-
cused device has long been established as a good indication of
equivalency under the doctrine of equivalents. 6 10 The Court in Graver
Tank recognized this principle stating that "[a]n important factor [in
the determination of equivalency] is whether persons reasonably
skilled in the art would have known of the interchangeability of an

604. Id.
605. Compare supra note 601 and accompanying text (indicating that the flexible

bar employs the concept of one skilled in the art), with supra notes 603-604 and accom-
panying text (indicating that the rebuttable presumption employs the concept of one
skilled in the art).

606. Compare supra note 601 and accompanying text (indicating that the flexible
bar requires analysis of what one skilled in the art would deem relinquished), with
supra notes 603-604 and accompanying text (indicating that under the rebuttable pre-
sumption a patentee can rebut the presumption that estoppel relinquished a particular
equivalent by demonstrating that one skilled in the art could not have reasonably
drafted an amended claim that encompassed the equivalent).

607. Id.
608. See supra notes 605-607 and accompanying text.
609. See infra notes 609-616 and accompanying text.
610. See infra notes 611-613 and accompanying text.
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ingredient not contained in the patent with one that was. '6 11 The
Federal Circuit in its Warner-Jenkinson decision reiterated this prin-
ciple in determining what factors a court should consider under the
doctrine of equivalents. 6 12 The Federal Circuit stated that "[t]he
known interchangeability of the accused and claimed elements is po-
tent evidence that one of ordinary skill in the relevant art would have
considered the change insubstantial," indicating that a known inter-
changeability is important in establishing infringement under the doc-
trine of equivalents. 6 13

In contrast, the Festo VII rebuttable presumption requires a pat-
entee to demonstrate that "one skilled in the art could not reasonably
be expected to have drafted a claim that would have literally encom-
passed the alleged equivalent."6 14 This rule appears to preclude a
readily known substitute from being an equivalent because, as the in-
terchangeability of the substitute was readily known, the patentee
would have been expected to be able to draft the claim to literally en-
compass the substitute.6 15 The rebuttable presumption's apparent
preclusion of readily known substitutes as equivalents under prosecu-
tion history estoppel further demonstrates that the Court has adopted
a change that will upset the settled expectation of countless patent
holders.

6 16

611. Graver Tank, 339 U.S. at 609.
612. Hilton Davis Chem. Co. v. Warner-Jenkinson Co., 62 F.3d 1512, 1519 (Fed. Cir.

1995), rev'd, 520 U.S. 17 (1997).
613. Warner-Jenkison, 62 F.3d at 1519.
614. Festo VII, 122 S. Ct. at 1842.
615. Compare supra notes 610-613 and accompany text (indicating that the readily

known interchangeability of an accused element with a claimed element demonstrates
equivalency), with Festo VII, 122 S. Ct. at 1842 (indicating that a presumption of prose-
cution history estoppel can only be rebutted by demonstrating that one skilled in the art
could not have drafted the claim to encompass the particular substitute). Judge Alan
Lourie illustrated the shortcomings of a foreseeability approach, stating:

[T]he concept of foreseeability seems akin to obviousness. Assuming that the
concepts are similar, and that foreseeability or obviousness precludes equiva-
lence, would not a plaintiff asserting equivalence have to show that the accused
device would not have been obvious, or foreseeable, in order to avoid a finding
of nonequivalence? And would not a defendant have to assert that his device
was obvious and hence ineligible for equivalence protection in order to escape
liability for patent infringement? It seems counterintuitive for a patentee to
have to assert that an accused device was nonobvious or for the accused to have
to assert that it was obvious. A patentee seeking to establish equivalence
wants to show that the accused is merely making a minor variation of his in-
vention, an obvious one, not a nonobvious improvement. One accused of in-
fringement wants to show that he has made an important advance, not that he
is a copier, and that his device was obvious over the patented invention, or
foreseeable.

Johnson & Johnston Associates, Inc. v. R.E. Service Co., 285 F.3d 1046, 1063 (Fed. Cir.
2002) (Lourie, J., concurring).

616. See supra notes 609-615 and accompanying text.
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Although the Supreme Court complied with its precedent and re-
stored some balance to the competing interests of the patent system
by rejecting the Federal Circuit's complete bar rule, the Court's rebut-
table presumption will most likely upset the balance of the previous
flexible bar approach.6 17 Where the previous flexible bar rule re-
quired an examination of what subject matter was surrendered by an
amendment, the Court's rule in Festo VII creates a presumption that
prosecution history estoppel surrenders all equivalents, which a pat-
entee can rebut only by demonstrating that one skilled in the art could
not have reasonably drafted the amended claim to encompass the sub-
stitute.6 18 Furthermore, where courts have indicated that readily
known interchangeability between a substitute and a claimed element
is a factor in equivalency, the Court's rebuttable presumption appears
to preclude readily known substitutes under prosecution history es-
toppel.6 19 Therefore, through the adoption of the rebuttable presump-
tion rule, the Festo VII Court changed the law concerning the
application of the doctrine of equivalents and prosecution history es-
toppel, upsetting the expectations of holders of unexpired patents. 620

CONCLUSION

In Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo
VII), 6 2 1 the United States Supreme Court attempted to balance the
competing interests of patent protection and public notice by address-
ing the interaction between two competing patent law doctrines, the
doctrine of equivalents and prosecution history estoppel. The Court
determined that prosecution history estoppel arises when an amend-
ment narrows a claim's scope and was made to secure the patent.6 22

In addition, the Court concluded that prosecution history estoppel
does not act as a complete bar to all equivalents for an amended
claim.6 2 3 Instead, a range of equivalents may remain for an amended
claim when estoppel applies.6 24 However, the Court created a new
rebuttable presumption rule for determining whether a particular
equivalent remains for an amended claim element. 62 5 Under the new
rule, a patent holder has the burden of rebutting the presumption that
the equivalent was relinquished by demonstrating that one skilled in

617. See supra notes 524-616 and accompanying text.
618. See supra notes 597-608 and accompanying text.
619. See supra notes 609-616 and accompanying text.
620. See supra notes 591-619 and accompanying text.
621. 122 S. Ct. 1831.
622. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo VII), 122 S. Ct.

1831, 1840 (2002).
623. Festo VII, 122 S. Ct. at 1840.
624. Id.
625. Id. at 1842.
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the art could not have reasonably drafted an amended claim that liter-
ally encompassed the equivalent. 62 6

Through its decision in Festo VII, the Supreme Court broadened
the application of prosecution history estoppel with the result of plac-
ing an emphasis on the public notice function of the patent system.
The ultimate result will most likely be the weakening of the doctrine
of equivalents and decreased patent protection. Furthermore, al-
though the Court restored some balance between the competing inter-
ests by rejecting the Federal Circuit's complete bar rule, the Court
implemented a new rebuttable presumption rule that will upset the
settled expectations of countless patent holders. The new rule will
most likely increase the difficulty that patentees face in demonstrat-
ing that a particular equivalent was not relinquished by an amend-
ment. Again, the ultimate effect will likely be decreased patent
protection under a weakened doctrine of equivalents.

Courts have always struggled with the application of the doctrine
of equivalents because of its apparent contradiction with the basic pre-
mise of patent law-that the patent claims define the scope of protec-
tion afforded to a patent. The doctrine creates uncertainty because it
blurs the line between the scope of a patent and the competitor's abil-
ity to design around the invention. However, the doctrine is necessary
to properly protect the value of patent holders' inventions and create
an incentive for inventors to disclose their inventions to the public.
The Federal Circuit's decision in Festo VI was the court's latest at-
tempt to reign in the doctrine of equivalents and provide greater cer-
tainty in this area of patent law. The court's complete bar rule would
have increased certainty, but would have also greatly reduced the pro-
tection afforded to patent holders. Although the Supreme Court re-
jected the complete bar rule in Festo VII, the Court implemented a
new rebuttable presumption rule in an attempt to provide greater cer-
tainty than the previous flexible bar approach provided. However, the
new rule will most likely be no clearer in application than the previous
flexible bar rule. Therefore, the result of the Court's Festo VII decision
and the rebuttable presumption rule will most likely be weakened pat-
ent protection without any additional clarity or certainty.

Judge Learned Hand pointed out the difficulty of patent law, stat-
ing "[e]ach case is inevitably a matter of degree, as so often happens,
and other decisions have little or no value."6 2 7 Accordingly, patent
law will always be plagued with a certain amount of uncertainty. The
doctrine of equivalents, which is necessary to ensure adequate patent

626. Id.
627. Claude Neon Lights, Inc. v. E. Machlett & Sons, 36 F.2d 574, 575-576 (2d Cir.

1929).
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protection, is an especially acute source of uncertainty in this area.
The Supreme Court and Federal Circuit, however, exacerbate the un-
certainty by continuously changing the application of the doctrine as
well as the application of its competing doctrine, prosecution history
estoppel. Therefore, the greatest amount of uncertainty is not created
by the doctrine itself, but by the courts' lack of a consistent application
of the rule. Accordingly, the greatest amount of certainty in this area
will be created when the courts cease to develop new ways to apply the
doctrine of equivalents and prosecution history estoppel.

John S. Golian-'04
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