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I. INTRODUCTION

Slightly more than fifty years ago, courts and commentators
noted the fact that famous persons had begun regularly to leverage
their fame in one area, for example sports or entertainment, into other
lucrative area, such as promoting or even placing their likenesses on
commercial products. Perhaps ironically deriving its theoretical un-
derpinnings from the right of privacy, the "right of publicity" has be-
come a well-recognized, albeit still somewhat controversial, part of
American jurisprudence. Courts apply and interpret the right of pub-
licity in cases involving the use of celebrities' names, likenesses, and,
occasionally, other identifying characteristics on, in connection with,
or to endorse or promote a myriad of products and services.

Some version of the right of publicity is now recognized in the ma-
jority of the states: by statute in ten states and by common law in at
least eighteen others (of which eight also have statutes).1 The right of
publicity is also recognized in the Restatement of Torts and Unfair
Competition.

2

As celebrities increasingly seek to profit from their celebrity sta-
tus, efforts to enforce their rights of publicity have grown as well.
From 2000 to the present, there have been over 100 reported case deci-
sions involving right of publicity claims. There also have been a num-
ber of law journal articles written during this same time period
analyzing the right of publicity.3
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1. J. THOMAS MCCARTHY, THE RIGHTS OF PUBLICITY AND PRIVACY § 6:3 (2d ed.
2006) [hereinafter "McCARTHY"]. In this author's opinion, Professor McCarthy is the
foremost authority on the right of publicity. Puerto Rico is the only jurisdiction that has
rejected a right of publicity claim. Id. § 6:3.

2. RESTATEMENT (SECOND) OF TORTS § 652C (1977); RESTATEMENT (THIRD) OF UN-
FAIR COMPETITION §§ 46-47 (2005).

3. E.g., Dannean J. Hetzel, Professional Athletes and Sports Teams: The Nexus of
Their Identity Protection, 11 SPORTS LAw. J. 141 (2004); Traci S. Jackson, How Far Is
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Many of these cases, and much of the commentary in the field,
have involved a clash between a celebrity's right of publicity and an-
other person's asserted right to free speech or expression protected by
the First Amendment. Courts and commentators have struggled to
articulate clear and generally applicable guidelines as to how to re-
solve this conflict. There have been at least four tests suggested and
applied, none of which has proved so satisfactory that it has received
general acceptance. This Article will, first, briefly survey the develop-
ment and underpinnings of the right of publicity; second, review the
leading cases in which courts have attempted to resolve perceived con-
flicts between the right of publicity and free speech; and third, suggest
a two-part analysis for use in such cases.

The author believes that many courts have made the task too
complicated and thereby created "rules" that offer neither certainty
nor clear guidance to courts, lawyers, and litigants. A better ap-
proach, in the author's view, is to examine, first, the nature of the
thing being sold or distributed and, if necessary, the purpose for using
the celebrity's identity on or in connection with the thing. If free
speech is asserted as a defense, the type of medium used would deter-
mine whether there is a presumption that the right of publicity or free
speech will prevail. The presumption could be overcome with strong
evidence, thus allowing the courts to recognize non-traditional forms
of expression while safeguarding property rights. Courts and lawyers
are well used to handling presumptions, and the suggested approach
allows all interested persons to more accurately and consistently de-
cide when a person's free speech rights do and do not overcome a ce-
lebrity's right to control the commercial use of his persona.

Too Far? The Extension of the Right of Publicity to a Form of Intellectual Property Com-
parable to Trademark/ Copyright, 6 TUL. J. TECH. & INTELL. PROP. 181 (2004); Mark S.
Lee, Agents of Chaos: Judicial Confusion in Defining the Right of Publicity-Free Speech
Interface, 23 Loy. L.A. ENT. L. REV. 471 (2003); Jason K. Levine, Can the Right of Pub-
licity Afford Free Speech? A New Right of Publicity Test for First Amendment Cases, 27
HASTINGS COMM. & ENT. L.J. 171 (2004); John McMillen & Rebecca Atkinson, Artists
and Athletes: Balancing the First Amendment and the Right of Publicity in Sport Celeb-
rity Portraits, 14 J. LEGAL ASPECTS SPORT 117 (2004); Kristine Mueller, No Control over
Their Rights of Publicity: College Athletes Left Sitting the Bench, 2 DEPAUL J. SPORTS L.
& CONTEMP. PROBS. 70 (2004); Erika T. Olander, Stop the Presses! First Amendment
Limitations of Professional Athletes' Publicity Rights, 12 MARQ. SPORTS L. REV. 885
(2002); Michael Suppappola, Is Tiger Woods's Swing Really a Work of Art? Defining the
Line Between the Right of Publicity and the First Amendment, 28 W. NEW ENG. L. REV.
57 (2005); Michael S. Kruse, Missouri's Interfacing of the First Amendment and the
Right of Publicity: Is the "Predominant Purpose" Test Really That Desirable?, 69 Mo. L.
REV. 799 (2004); Recent Cases, First Amendment-Right of Publicity-Missouri Su-
preme Court Creates "Predominant Purpose" Test for First Amendment Defenses to Pub-
licity Right Claims, 117 HARv. L. REV. 1275 (2004). See also Roberta R. Kwall, The
Right of Publicity vs. the First Amendment: A Property and Liability Rule Analysis, 70
IND. L.J. 47 (1994).
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II. THE RIGHT OF PUBLICITY

A. DEFINITION OF THE RIGHT

The right of publicity is generally defined as the right of a person
- usually but not necessarily a famous person or celebrity - to control
the commercial use of his name, likeness or other personal identifying
characteristics, or persona.4 It protects persons from the unautho-
rized use or commercial appropriation of their identities. 5 It is gener-
ally recognized as a property right, being enforceable by injunction,
transferable, and, in many states, descendible. 6 The right has become
particularly important to celebrities and personalities such as profes-
sional athletes who often authorize others to reproduce their names
and images in connection with promotions and products such as trad-
ing cards, posters, video and board games, figurines, and other
products.

7

B. HISTORICAL ROOTS AND EVOLUTION

The right of publicity has its roots in the right of privacy, first
articulated by Samuel Warren and Louis Brandeis in their influential
late 19th century Harvard Law review article.8 In 1953, the Second
Circuit Court of Appeals first identified what is now called the "right
of publicity."9 In Haelan Laboratories, Inc. v. Topps Chewing Gum,
Inc.,1° the issue was whether professional baseball players had
granted something of value through an exclusive license to use the
players' names and likenesses on trading cards. The court held that
the players indeed owned, and had effectively transferred, something
of value, that being the right to control the commercial use of his name
or photograph:

4. See Zacchini v. Scripps-Howard Broad. Co., 433 U.S. 562, 569 (1977).
5. Kwall, 70 IND. L.J. at 47; Palmer v. Schonhorn Enters., Inc., 232 A.2d 458, 462

(N.J. Super. Ct. Ch. Div. 1967); Cepeda v. Swift & Co., 415 F.2d 1205, 1206 (8th Cir.
1969); Grant v. Esquire, Inc., 367 F. Supp. 876, 879 (S.D.N.Y. 1973).

6. J. THOMAS McCARTi-rY, THE RIGHTS OF PUBLICITY AND PRIVACY §§ 9:2-9:17, 10:6,
10:10-10:14 (2d ed. 2006) [hereinafter "MCCARTHY"].

7. See, e.g., Haelan Labs., Inc. v. Topps Chewing Gum, Inc., 202 F.2d 866, 867 (2d
Cir. 1953) (photographs); Grant, 367 F. Supp. at 878 (photographs); Benally v. Hundred
Arrows Press, Inc., 614 F. Supp. 969, 978 (D. N.M. 1985) (photographs); Brinkley v.
Casablancas, 438 N.Y.S.2d 1004, 1005 (N.Y. App. Div. 1981) (posters); Ventura v. Titan
Sports, Inc., 65 F.3d 725, 729 (8th Cir. 1995) (videotapes); Ali v. Playgirl, Inc., 447 F.
Supp. 723, 728 (S.D.N.Y. 1978) (portrait); Martin Luther King, Jr. Ctr. for Soc. Change,
Inc. v. Am. Heritage Prods., Inc., 508 F. Supp. 854, 856 (N.D. Ga. 1981) (figurines);
Winterland Concessions Co. v. Sileo, 528 F. Supp. 1201, 1203 (N.D. Ill. 1981) (t-shirts).

8. Samuel Warren & Louis Brandeis, The Right to Privacy, 4 HARV. L. REV. 193
(1890).

9. Haelan Labs., Inc., 202 F.2d at 868.
10. 202 F.2d 866 (2d Cir. 1953).
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We think that.., a man has a right in the publicity value of
his photograph, i.e., the right to grant the exclusive privilege
of publishing his picture, and that such a grant may validly
be made "in gross," i.e., without an accompanying transfer of
a business or of anything else ... This right might be called a
"right of publicity." For it is common knowledge that many
prominent persons (especially actors and ball-players), far
from having their feelings bruised through public exposure of
their likenesses, would feel sorely deprived if they no longer
received money for authorizing advertisements, popularizing
their countenances, displayed in newspapers, magazines,
busses, trains and subways. 1 '

Professor Melville Nimmer expounded on the right of publicity in a
1954 article, 12 and Dean Prosser identified "appropriation, for the de-
fendant's advantage, of the plaintiffs name or likeness" as one of his
four "privacy" torts. 13

As generally stated, the elements of a claim to enforce the right of
publicity address both the validity of the right asserted and an in-
fringement of that right. Thus, a plaintiff must prove the following: (i)
he or she owns an enforceable right in a human being's identity or
persona (either the plaintiff or one who has assigned that right to
plaintiff), (ii) defendant, without permission, used commercially, i.e.,
for purposes of trade or advertising, "some aspect of that identity or
persona in such a way that plaintiff is identifiable from the defen-
dant's use," and (iii) "defendant's use is likely to cause damage to the
commercial value of that persona."14

C. ILLUSTRATIVE EXAMPLES AND APPLICATIONS

The right of publicity has been used to protect a celebrity's name
or likeness on or in connection with any number of products or ser-
vices. The courts have had no problem holding that using a celebrity's
name or likeness to endorse or promote a product without the celeb-

11. Haelan Labs., Inc., 202 F.2d at 868.
12. Melville Nimmer, The Right of Publicity, 19 LAw & CONTEMP. PROBS. 203

(1954).
13. William Prosser, Privacy, 48 CAL. L. REV. 383, 384 (1960).
14. McCARTHY § 3:2, 11:30-35. To show a likelihood of damage, plaintiffs could

prove that they have not been paid for the use of their personas or that the defendant
has been unjustly enriched. An uncompensated commercial use of a celebrity's identity
would inevitably drive down the commercial value of that persona, as others will be less
likely to pay for what one person uses for free. More fundamentally, a commercial use
without consent causes damage to a celebrity because the celebrity is denied the right to
control the use to which his or her name or likeness is used. Perhaps for this reason, not
all states include likelihood of damage as an element of a right of publicity claim. See,
e.g., Doe v. TCI Cablevision, 110 S.W.3d 363 (Mo. 2003).
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rity's consent is a commercial use that violates the right of publicity. 15

It is equally accepted that using a celebrity's name, likeness, or per-
sonal indicia on a commercial product without consent will violate the
celebrity's right of publicity. 16

A series of cases recognized this even in the context of personal
indicia other than a name or likeness - a sound-alike voice, 17 former
name,' 8 a look-alike, 19 a race car identified with its driver, 20 a look-
alike robot,2 1 and even a slogan.2 2 It is fair to say that today, despite
some occasional criticism, 2 3 the right of publicity has a well-recog-
nized place among the spectrum of intellectual property rights.

III. PROBLEM: WHEN FIRST AMENDMENT FREE SPEECH

PRINCIPLES CONFLICT WITH THE RIGHT OF PUBLICITY

A. EARLY CASES

1. Grant v. Esquire, Inc.

In Grant v. Esquire, Inc.,24 a magazine contained an article on
current men's fashion. The article included illustrative photographs
of a model, but with actor Cary Grant's face superimposed, making it
appear that the photographs were of Grant. Grant sued for violation

15. E.g., Abdul-Jabbar v. G.M.C., 75 F.3d 1391, 1400 (9th Cir. 1996) (using basket-
ball player's name in automobile commercial); Pooley v. Nat'l Hole-in-One Ass'n, 89 F.
Supp. 2d 1108, 1110, 1113 (D. Ariz. 2000) (using video of professional golfer to promote
national hole in one contest); Hillerich & Bradsby, Co. v. Christian Bros., Inc., 943 F.
Supp. 1136, 1138, 1141 (D. Minn. 1996) (using hockey player's name on hockey stick).

16. E.g., Palmer, 232 A.2d at 458 (board game featuring professional golfers);
Brinkley, 438 N.Y.S.2d at 1004 (poster of famous model); Winterland Concessions, Inc.,
528 F. Supp. at 1201 (t-shirts bearing names of rock musicians); Bi-Rite Enters., Inc. v.
Button Master, 555 F. Supp. 1188, 1201 (S.D.N.Y. 1983) (buttons, posters, bumper
stickers, and other novelty items bearing images of rock musicians); Shamsky v. Garan,
Inc., 632 N.Y.S.2d 930, 937 (N.Y. Misc. 1995) (photograph on replica baseball jersey).

17. Waits v. Frito-Lay, Inc., 978 F.2d 1093, 1098 (9th Cir. 1992) (involving sound-
alike voices in commercial advertisements); Midler v. Ford Motor Co., 849 F.2d 460, 463
(9th Cir. 1988) (involving sound-alike voices in commercial advertisements).

18. Abdul-Jabbar, 75 F.3d at 1400.
19. Onassis v. Christian Dior-New York, Inc., 472 N.Y.S.2d 254, 261 (N.Y. Spec.

Term 1984). But see Allen v. Nat'l Video, Inc., 610 F. Supp. 612, 632-33 (S.D.N.Y. 1985)
(granting summary judgment for defendant that used Allen look-alike in advertisement
because the image was not actually Allen's, but entering injunction based on Lanham
Act false endorsement claim).

20. Motschenbacher v. R.J. Reynolds Tobacco Co., 498 F.2d 821, 822 (9th Cir.
1974).

21. White v. Samsung Elecs. Am., Inc., 971 F.2d 1395, 1396 (9th Cir. 1992).
22. Carson v. Here's Johnny Portable Toilets, Inc., 698 F.2d 831, 836 (6th Cir.

1983).
23. E.g., Michael Madow, Private Ownership of Public Image: Popular Culture and

Publicity Rights, 81 CAL. L. REV. 125 (1993).
24. 367 F. Supp. 876, 879 (S.D.N.Y. 1973).
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of his publicity rights under New York's privacy statute.2 5 The court
analogized Grant's statutory claim to the developing common law
right of publicity and noted that the right protected a "second-almost
the obverse" interest protected by the right of privacy.2 6

The magazine admitted that it had used Grant's likeness without
permission, but argued that it had not used the likeness "for the pur-
poses of trade," and, if it had, the First Amendment privileged it to do
so.2 7 The court found a jury question as to whether the use of Grant's
photograph was "for purposes of trade-e.g., merely to attract atten-
tion" or whether it was used in the course of "legitimate comment on a
public figure or subject of public interest with which plaintiff has vol-
untarily associated himself."28

The court rejected, however, Esquire's argument that the First
Amendment barred Grant from obtaining relief. The court found no
danger that a jury verdict for Grant would chill First Amendment
rights or create self-censorship. Instead, the court found the guiding
principle to be "[i]f the publisher feels impelled to trade upon the
name and reputation of a celebrity, it must pay the going rate for such
benefit." The court compared the publisher to a "painter who feels he
needs certain pigments and oils to create a contemplated master-
piece." "[N]obody," the court wrote, "would seriously contend that ar-
tistic need would authorize a painter to walk into a supply store and
help himself to whatever he might require."29 Grant represents,
therefore, an early example of a court treating publicity rights as
property rights, balancing those property rights against a person's
(even a magazine publisher's) First Amendment rights, and finding
the former outweighing the latter.

2. Zacchini v. Scripps-Howard Broadcasting

The first and, so far, only right of publicity case to reach the
United States Supreme Court is Zacchini v. Scripps-Howard Broad-
casting Company.30 Plaintiff Hugo Zacchini performed a human can-
nonball act in a county fair. His entire performance - being shot from
a cannon and landing in a net - lasted fifteen seconds. A local televi-

25. N.Y. Crv. RIGHTs LAw §§ 50, 51. Grant also sued for libel, a claim that was
quickly dismissed for lack of anything defamatory in the article. Grant v. Esquire, Inc.,
367 F. Supp. 876, 878 (S.D.N.Y. 1973).

26. Grant, 367 F. Supp. at 880.
27. Id. at 879.
28. Id. at 881.
29. Id. at 883.
30. 433 U.S. 562 (1977).
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sion station videotaped Zacchini's entire act, and showed it on the eve-
ning news, despite Zacchini's requests that it not do so. 3 1

Zacchini sued for damages, arguing that broadcasting his act re-
moved the incentive for people to pay money to see it live. An Ohio
trial court granted the station's motion for summary judgment. An
intermediate appellate court reversed, and the Ohio Supreme Court
reversed again, determining the station had a "privilege to report in
its newscasts matters of legitimate public interest which would other-
wise be protected by an individual's right of publicity."3 2 Interest-
ingly, it added a caveat: the station's right to broadcast would lose to
Zacchini's right of publicity if "the actual intent of the TV station was
to appropriate the benefit of the publicity for some non-privileged pri-
vate use, or [if] the actual intent was to injure the individual."3 3 The
Supreme Court granted certiorari. As the Court phrased the issue, it
was straightforward: whether the First Amendment "immunized re-
spondent from damages for its alleged infringement of petitioner's
statelaw 'right of publicity.'" 34

A majority of the Court reversed the Ohio Supreme Court and
held that the First Amendment did not prohibit Ohio from allowing
Zacchini to collect damages for broadcasting his act.3 5 The majority
focused substantially on the fact that the broadcast threatened "the
economic value of [Zacchini's] performance"3 6 because if the public
could see the act free on television, it would be "less willing to pay to
see it at the fair."3 7 In language reminiscent from Grant v. Esquire,
the Court noted that "[nio social purpose is served by having the de-
fendant get free some aspect of the plaintiff that would have market
value and for which he would normally pay."38 The right of publicity,
the Court stated, exists - like a patent or copyright-to reward per-
sons who worked to create value, and the station's act of broadcasting
the entire act went "to the heart" of Zacchini's ability to earn a living
as a performer. 39

The Zacchini Court thus appeared to find that a celebrity's public-
ity rights outweighed the media's right to publish the news. At the

31. Zacchini v. Scripps-Howard Broad. Co., 433 U.S. 562, 564 (1977).
32. Zacchini, 433 U.S. at 565.
33. Id.
34. Id.
35. Id. at 577, 578-79. Justices Powell, Brennan, and Marshall dissented on the

merits, and Justice Stevens dissented on the ground that the Court lacked jurisdiction
over what he regarded as an issue of purely state law. Id. at 582-83 (Powell, J., Bren-
nan, J., Stevens, J., dissenting).

36. Id. at 575.
37. Id.
38. Id. at 576 (quoting Harry Kalven, Privacy in Tort Law, Were Warren and Bran-

deis Wrong?, 31 LAw & CONTEMP. PROBS. 326, 331 (1966)).
39. Id.

20061
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very least, the Court suggested-again echoing Grant v. Esquire, Inc.
- that while the First Amendment allows the media to publish the
news, under at least some circumstances the media might have to pay
for the privilege. But the Court was not clear in articulating under
just what circumstances that obligation might arise. The Court recog-
nized that a line needed to be drawn between "media reports that are
protected and those that are not,"40 but dodged the issue as to just
where that line lay. All the Court said is it was "quite sure" that the
First Amendment did "not immunize the media when they broadcast a
performer's entire act without his consent."4 1 Most courts and com-
mentators have, therefore, read Zacchini narrowly, limiting it to the
rare situation when a person's "entire act" is broadcast or
appropriated.

4 2

3. White v. Samsung Electronics, Inc. and Judge Kozinski's Dissent

In White v. Samsung Electronics America, Inc.,43 television game
show personality Vanna White sued Samsung for featuring in a adver-
tisement a robot with a blond wig, gown, and jewelry posed next to a
Wheel-of-Fortune-like game board. White argued that the robot was a
recognizable likeness of the real Ms. White and that using the robot to
promote Samsung VCRs violated her publicity rights. The district
court held that there was no violation because the robot was not actu-
ally Ms. White. The Court of Appeals disagreed and reversed, holding
that there was at least a jury question as to whether the robot was
recognizable as a surrogate for Ms. White's persona 4 and that her
rights of publicity might have been violated.

Samsung sought rehearing and rehearing en banc. Both requests
were denied. Three judges, however, dissented, and their dissent,
written by Judge Alex Kozinski, jump-started judicial efforts to draw
a bright, constitutional line through the right of publicity.4 5

In his dissent, Judge Kozinski characterized the panel's decision
as "a classic case of overprotection"4 6 of intellectual property rights.
He assailed the result on policy grounds, invoking a parade of hor-

40. Id. at 574-75.
41. Id.
42. See Cardtoons, L.C. v. Major League Baseball Players Ass'n, 95 F.3d 959, 973

(10th Cir. 1996) (distinguishing Zacchini on the basis that it involved the value of a
person's performance, not his identity, and held that protecting the value of performance
was more compelling than protecting the value of a person's identity).

43. 971 F.2d 1395 (9th Cir. 1992), reh'g and reh'g en banc denied, 989 F.2d 1512
(9th Cir. 1993).

44. See supra notes 15-20.
45. White v. Samsung Elecs. Am., Inc., 989 F.2d 1512 (9th Cir. 1993) (Kozinski, J.,

dissenting).
46. White, 989 F.2d at 1514 (Kozinski, J., dissenting).
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ribles that would surely flow from the decision to allow White's case to
go to a jury. He found it dangerous that White's publicity rights would
be extended beyond her name, likeness, or voice to an image that sim-
ply reminded people of her and argued that allowing intellectual prop-
erty rights to trump Samsung's ability to comment by way of parody
was inconsistent with good public policy, the fair use doctrine of copy-
right law, state rights protected by the Copyright Clause and, finally,
the First Amendment.4 7 Judge Kozinski argued that protecting Ms.
White from Samsung's admittedly commercial parody went beyond
Supreme Court precedent 48 and unfairly threatened commercial
speech, which was, after all, still speech given some First Amendment
protection.

49

All in all, Judge Kozinski's dissent did not really "balance" the
right of publicity and the First Amendment. In his view, in a case
involving parody, the First Amendment wins, period. The closest
Judge Kozinski came to suggesting an analytical test was his refer-
ence to Central Hudson, in which the Supreme Court asked whether a
restriction on commercial speech (1) is justified by a substantial state
interest, (2) directly advances the interest, and (3) is narrowly tailored
to the interest.50 He suggests that perhaps the Central Hudson test
would work, but did not apply it to argue that it would yield a differ-
ent result. 5 1

4. Professor McCarthy's Response

Professor McCarthy, in the second edition of his treatise The
Rights of Publicity and Privacy, took the unusual step of responding
directly to Judge Kozinski's dissent.5 2 He suggested that Judge
Kozinski's views were contrary to Motschenbacher and other cases in

47. Id. at 1518-20 (Kozinski, J., dissenting).
48. Id. at 1519 n.28 (Kozinski, J., dissenting) (limiting Zacchini to its facts and

arguing that San Francisco Arts & Athletics, Inc. v. U.S. Olympic Committee, 483 U.S.
522, 530 (1987), which gave the USOC the power to prevent others from using the word
"Olympics," "didn't purport to protect all expression that reminded people of the
Olympics").

49. E.g., Cent. Hudson Gas & Elec. Corp. v. Pub. Serv. Comm'n, 447 U.S. 557
(1980); White, 989 F.2d at 1520 (Kozinski, J., dissenting).

50. Cent. Hudson, 447 U.S. at 556; White, 989 F.2d at 1520 (Kozinski, J.,
dissenting).

51. Most likely Judge Kozinski would have answered the Central Hudson ques-
tions in such a way as to overcome White's publicity rights, for example by finding the
right of publicity to be an insubstantial state interest or by finding an imposition of
right of publicity liability for parody insufficiently tailored to the interest being pro-
tected. An equally good argument can be made, in this author's view, for a contrary
result in White even if one applies Central Hudson.

52. J. Thomas McCarthy, Is Vanna White Right and Judge Kozinski Wrong?, 3
ENT. L. REP. 9 (Sept. 1993), reprinted in J. THOMAS MCCARTHY, THE RIGHTS OF PUBLIC-
ITY AND PRIVACy App. A at 797 (2d ed. 2006).
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which something other than a name or likeness conjured up the plain-
tiffs identity and roundly criticized Judge Kozinski's efforts to justify
appropriating White's identity to sell Samsung VCRs because "it was
just a joke." Finally, McCarthy criticized Judge Kozinski's use of the
First Amendment as a "trump card." In McCarthy's view, Judge
Kozinski's interpretation of the First Amendment would be "a hurri-
cane of a legal concept, which blows away all personal torts and prop-
erty rights."5 3

The debate, in large part, turned on how each protagonist posed
the relevant question. In Judge Kozinski's view, the issue was
whether Vanna White could control other peoples' thoughts by
preventing Samsung from parodying her and her game show. The is-
sue for McCarthy was whether the First Amendment could be said
reasonably to "permit[1 advertisers to use without consent anyone's
identity to attract attention to commercial messages."54 Both ques-
tions begged for a negative answer, but a different result. This debate
set the stage for the next decade of litigation in the field.

B. THE EVOLUTION OF BALANCING TESTS

1. Cardtoons

The next significant clash between the right of publicity and the
First Amendment came in Cardtoons, L.C. v. Major League Baseball
Players Association.5 5 In 1992 Cardtoons created what it called "par-
ody" baseball trading cards that featured altered, but still recogniza-
ble, names and likenesses of Major League baseball players. For
example, cards featured "Treasury Bonds" instead of Barry Bonds,
"Egotisticky [Ricky] Henderson," "Ozzie [Smith] Myth," and "Ken
[Griffeyl Spiffy, Jr." Instead of photographs of the players, Cardtoons
cards used caricature drawings. Whereas traditional baseball trading
cards contained information about players' on-field performance, i.e.,
playing statistics, Cardtoons cards contained information about play-
ers' salaries or off-the-field lives.

Because Cardtoons lacked permission from the Major League
Baseball Players Association ("MLBPA" or "Players Association") to
produce its trading cards, the Players Association sent a cease and
desist letter. Cardtoons responded by filing a declaratory judgment
action in federal court, seeking a judgment that its cards did not vio-
late the players' publicity rights. After a hearing, the magistrate
judge to whom the case had been assigned recommended that a pre-

53. McCARTHY, App. A at 800.
54. Id. at 801.
55. 95 F.3d 959 (10th Cir. 1996).
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liminary injunction be entered in favor of the Players Association.
The district court initially affirmed the report and recommendation, 56

but later vacated that decision and reversed. 57 In its second opinion,
the district court applied what it called a copyright fair use analysis.
Under that analysis, the court found that Cardtoons' cards did not vio-
late the players' publicity rights and entered judgment in favor of
Cardtoons.

On appeal, the Players Association argued that the trading cards
made a commercial use of the players' recognizable names and like-
nesses without their consent and therefore violated Oklahoma's statu-
tory right of publicity.58 The Tenth Circuit agreed that the cards
violated the right of publicity, but then turned to the question of
whether Oklahoma's right of publicity statute was unconstitutional as
applied because it infringed Cardtoons' free speech rights.

The court found that Cardtoons' cards contained social commen-
tary and criticism, fully protected by the First Amendment. 59 The
court noted that even though the commentary was not political, none-
theless the cards were a form of parody, a "humorous form of social
commentary that dates to Greek antiquity" with a tradition in English
literature as well.60 The court rejected arguments that the cards de-
served less First Amendment protection because they did not use a
traditional medium of expression, such as a newspaper, magazine, or
television, and noted in addition that trading cards had traditionally
played an important role in informing the public about baseball play-
ers.6 1 The court also rejected the argument that the cards were not
speech at all, but commercial merchandise undeserving of First
Amendment protection. Without much in the way of explanation, the
court stated that it saw "no principled distinction between speech and
merchandise."62

Having granted the cards full First Amendment protection, the
court turned to the key issue: "whether Cardtoons' First Amendment
right trumps MLBPA's property right."6 3 The court did not find strik-
ing the balance easy. It began by noting that other areas of intellec-

56. Cardtoons, L.C. v. Major League Baseball Players Ass'n, 838 F. Supp. 1501
(N.D. Okla. 1993).

57. Cardtoons, L.C. v. Major League Baseball Players Ass'n, 868 F. Supp. 1266
(N.D. Okla. 1994).

58. Cardtoons, L.C. v. Major League Baseball Players, Ass'n, 95 F.3d 959, 968
(10th Cir. 1996) (quoting OKLA. STAT. tit. 12 § 1449(A)).

59. Cardtoons, 95 F.3d at 969.
60. Id. at 969.
61. Id.
62. Id. Other courts have been willing to draw that distinction. See generally

Grant v. Esquire, Inc., 367 F. Supp. 876 (S.D.N.Y. 1973).
63. Cardtoons, 95 F.3d at 970.
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tual property law did not provide much guidance, at least in a case
involving parody. Trademark law was not helpful because a parody
would not ordinarily create the likelihood of confusion necessary for
liability to attach. Copyright law included a fair use defense, which
the court found similarly unhelpful (despite the fact that the district
court had relied substantially on a copyright fair use analysis).

The court then rejected the argument that it should apply a "time,
place, and manner" analysis derived from Supreme Court cases in-
volving balancing First Amendment and property rights. In Lloyd
Corp. v. Tanner,64 the Court had considered whether a privately
owned shopping center could, without unduly restricting free speech,
prevent persons from distributing handbills on its property. The
Court held that it could because there were other places and ways for
the proponents of speech to get their message out, e.g., distribute
handbills on the streets and sidewalks adjacent to the shopping
center. The Players Association argued that Cardtoons could parody
baseball players without using recognizable names and likenesses of
actual Major League players or without using the "medium" of trading
cards, for example a newspaper or magazine. But the court did not
believe that Lloyd and cases like it "sufficiently accommodate[d] the
public's interest in free expression" in the context of intellectual prop-
erty.65 The court relied on dissents in two cases 66 and the trial court's
opinion in Rogers v. Grimaldi67 to draw a distinction between restric-
tions on the words or images a speaker uses and restrictions on the

64. 407 U.S. 551 (1972).
65. Cardtoons, 95 F.3d at 971.
66. Id. (citing two Lanham Act cases, not right of publicity cases, known as Mutual

of Omaha Ins. Co. v. Novak, 836 F.2d 397, 405-06 (8th Cir. 1987) (Heaney, J., dissent-
ing) and San Francisco Arts & Athletics, 483 U.S. at 569-70 (Brennan, J., dissenting)).
The Cardtoons court also cited Cohen v. California, 403 U.S. 15, 26 (1971), in which the
Supreme Court overturned a criminal disturbing the peace conviction based on the de-
fendant wearing a jacket bearing the words "Fuck the Draft." Cardtoons, 95 F.3d at 971.

67. 875 F.2d 994, 999 (2d Cir. 1989). In Rogers, dancer and actress Ginger Rogers
sued the producers of a film titled "Ginger and Fred," alleging that the use of Ms. Rog-
ers's name in the title violated her common law publicity rights and the Lanham Act.
Rogers v. Grimaldi, 875 F.2d 994, 997 (2d Cir. 1989). The film told the saga of two
fictional Italian cabaret performers who became known in Italy as "Ginger and Fred."
Rogers, 875 F.2d at 996-97. Ms. Rogers did not appear in the film, nor was her identity
used except in the film's title. See generally Rogers, 875 F.2d at 994. The court held that
using Ms. Rogers's name in the title violated neither the Lanham Act nor her publicity
rights because its use was related to the content of the work. Rogers, 875 F.2d at 1000,
1004-05. The court specifically noted that it was not reaching the issue of whether the
First Amendment would preclude a finding of liability under either theory. Id. at 1005
n.13. The discussion of Lloyd v. Tanner occurred in the court's analysis of the Lanham
Act, not the right of publicity. Id. at 998, 999.

In a later case involving use of a famous person's name in the title of a rap song, the
Sixth Circuit followed Rogers and applied the "relatedness" test. Parks v. LaFace
Records, 329 F.3d 437, 461 (6th Cir. 2003). The court held that while the First Amend-
ment might protect defendant from liability, Parks was entitled to a trial on the issue of
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time, place, and manner of speech.68 Ultimately, the court found that
it needed to "directly balance" Cardtoons' interest in expressing its
views about baseball and baseball players against the players' right to
control the commercial use of their identities. To do so, the court
started with its analysis of the effect on Cardtoons' free speech rights
of a finding of infringement. The court started with the proposition
that parody-especially about celebrities and their role in modern so-
ciety-is an important form of criticism and expression. The court
then found that unless Cardtoons could publish its trading cards with-
out the Players Association's consent, it would never be able to make
its point about baseball and baseball players because the players
would never grant consent to a form of expression that made fun of
them. Quoting from Judge Kozinski's dissent in White, the court
found that allowing the players to censor Cardtoons' message was
"[t]he last thing we need."6 9

The court then examined "society's interest in protecting
MLBPA's publicity right."70 There are, it found, two justifications for
upholding the right of publicity: economic, e.g., stimulating achieve-
ment, promoting efficient allocation of resources, and protecting con-
sumers from confusion, and non-economic, e.g., safeguarding natural
(or, as Nimmer would call them, moral) rights, preventing unjust en-
richment, and averting emotional harm. While the court found the
economic incentives argument compelling in the areas of copyright, it
did not regard that argument as important to encourage celebrities to
promote their personae because most professional athletes and enter-
tainers already are well paid for their primary labors, and "the com-
mercial value of their identities is merely a by-product of their
performance values."7 1 In other words, the court suggested that not
enforcing the players' publicity rights would not harm them, as they
were well compensated for playing baseball and for making appear-
ances and endorsements. 72 It found arguments about efficient alloca-

whether the use of her name in the song title was "wholly unrelated" to the content of
the song. Parks, 329 F.3d at 461.

68. Cardtoons, 95 F.3d at 971. The court went on to suggest that if it were to apply
a Lloyd time, place, and manner test, Cardtoons would still win because using the trad-
ing card format and the players' identities was essential to communicating Cardtoons'
message. Id. at 971-72.

69. Id. at 973 (quoting White, 989 F.2d at 1519 (Kozinski, J., dissenting)).
70. Id.
71. Id.
72. Id. This reasoning, carried to its logical conclusion, would destroy the right of

publicity in most instances because there is little economic value in exploiting the
names and likenesses of people who are not already famous by virtue of their primary
endeavors-who would want to buy trading cards featuring, for example, grocery clerks
or lawyers?
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tion of resources and protecting against consumer confusion similarly
unpersuasive.

The court then weighed non-economic justifications for the right
of publicity. It rejected the "natural rights" argument 7 3 and found
that even though professional athletes earn their celebrity status and
therefore might deserve to profit from the commercial value of their
identities, nonetheless this factor weighed less in the context of par-
ody. The court found no unjust enrichment because Cardtoons had
added "a significant creative component" to the product at issue and
created something more than a pure exploitation of the players' identi-
ties. Finally, it found no reason to protect the players from any emo-
tional harm that might occur from being parodied. In sum, the court
found the effect of not enforcing the players' rights to be "negligible."74

The Cardtoons court thus did not strictly balance the parties'
rights, but rather what it perceived as the societal interests that each
parties' rights represented. It did not balance the benefit to Cardtoons
from allowing it to parody baseball and baseball players against the
harm to the Players Association from losing the right to control the
commercial use of the players' identities.

2. Comedy III (2001) - California's "transformative test"

Five years after Cardtoons, California courts fashioned a new and
different test for cases involving the right of publicity and the First
Amendment. In Comedy III Productions, Inc. v. Gary Saderup, Inc.,75
plaintiff owned the rights to The Three Stooges comedy act. Without
plaintiffs consent, Saderup sold lithographs and t-shirts bearing a
likeness of The Three Stooges. Plaintiff sued for violation of its public-
ity rights under California law7 6 and was awarded damages and an
injunction. The court of appeals affirmed the damages award and re-
jected Saderup's First Amendment argument.

The California Supreme Court agreed to review the case. It first
held that Saderup had violated the right of publicity statute, then it
turned to the constitutional issue. The court echoed much of what the
Cardtoons court had said about the First Amendment: the portraits at
issue were neither commercial speech nor an advertisement, but in-
stead were works of expression; they did not lose their constitutional
protection because they entertained rather than informed, nor be-

73. Id. at 974. The court was unmoved by McCarthy's view that the natural rights
argument-that it is simply fair and just to allow persons to control the commercial use
of their identities-provided in and of itself a "firm support" for the right of publicity. Id.

74. Id. at 976.
75. 21 P.3d 797 (Cal. 2001).
76. Comedy III Prods., Inc. v. Gary Saderup, Inc., 21 P.3d 797, 799 (Cal. 2001)

(citing CAL. CiV. CODE § 3344).
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cause they appeared in a non-traditional medium (t-shirts) instead of
a traditional medium like a newspaper. 7 7 The Cardtoons court would
have stopped there and ruled in favor of Saderup. But the California
court continued, saying that not all expression that clashes with the
right of publicity is protected. Because the court acknowledged the
right of publicity protected substantial interests, 78 it needed to extend
the inquiry.

The court borrowed from the first "fair use" factor under the Copy-
right Act 79 and articulated a balancing test based on the degree to
which the use of the celebrities' persona at issue contained sufficient
"transformative" elements that made it something different - or more
- than a simple appropriation of a celebrity's persona.8 0 Parody would
suffice, the court stated, but the broadcast of Hugo Zacchini's human
cannonball act would not, thus ratifying the results in Cardtoons and
Zacchini. The key question was "whether the depiction or imitation of
the celebrity is the very sum and substance of the work in question"
(in which case the right of publicity wins) or "whether a product con-
taining a celebrity's likeness is so transformed that it has become pri-
marily the defendant's own expression rather than the celebrity's
likeness"8 1 (in which case the First Amendment immunizes the defen-
dant from right of publicity liability).

The court offered guidance for "close cases." It suggested that if
the economic value of the work derives primarily from the fame of the
celebrity whose persona is used, then the plaintiff celebrity will gener-
ally be able to enforce his publicity rights.8 2 If, on the other hand, the
economic value of the work comes principally from the desire to own a
work by the particular artist, the First Amendment will generally win.

77. Comedy III, 21 P.3d at 802-05.
78. Id. at 804-05. Unlike the Cardtoons court, the Comedy III court accepted Mc-

Carthy's "natural property right" theory. Id. at 805. It also found that the right in fact
provided a valuable incentive for encouraging the sort of creative work that itself leads
to celebrity status. Id.

79. Id. at 807-08 (citing 17 U.S.C. §107(1)). The court rejected "a wholesale impor-
tation" of the fair use doctrine because it regarded at least two of the four fair use fac-
tors - the nature of the copyrighted work and the amount and substantiality of the
portion used-not useful in determining whether the First Amendment should protect
the use of a celebrity's likeness. Id. Cf. Cardtoons, 868 F. Supp. at 1266.

80. Comedy III, 21 P.3d at 807-08 (citing 17 U.S.C. §107(1)). The court rejected "a
wholesale importation" of the fair use doctrine because it regarded at least two of the
four fair use factors - the nature of the copyrighted work and the amount and substanti-
ality of the portion used-not useful in determining whether the First Amendment
should protect the use of a celebrity's likeness. Id. Cf. Cardtoons, 868 F. Supp. at 1266.

81. Comedy III, 21 P.3d at 809.
82. The court somewhat cryptically suggested that even if the economic value of

the work derived primarily from the fame of the celebrity, the work might still be suffi-
ciently "transformative" to have First Amendment protection. Id. at 810. The court did
not illustrate this suggestion, and it seems unduly murky.
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As we will see, this suggestion anticipates the "predominant purpose"
test articulated by the Missouri Supreme Court two years later.8 3

Applying its test to Saderup's t-shirts, the court found that they
lacked sufficient transformative elements to obtain First Amendment
protection. True, the court stated, the portrait involved creative deci-
sions, but that was not enough when the artist's goal (or intent) was to
"creat[e] a conventional portrait of a celebrity so as to commercially
exploit his or her fame."8 4 The court would not hold all portraits to be
transformative, nor would it hold all portraits to be insufficiently
transformative: while Saderup's portrait of The Three Stooges was
not, Andy Warhol's silkscreens were.8 5 A fair reading of Comedy III's
transformative test is that the result in any given case will turn on
how far the defendant moves away from a realistic depiction of the
celebrity. In the context of celebrity likenesses, such a test is useful,
but it seems difficult to apply Comedy III in non-visual contexts.8 6

3. Hoffman v. Capital Cities/ABC

On the heels of Comedy III, the Ninth Circuit decided, also under
California law, Hoffman v. Capital CitieslABC, Inc.8 7 The facts of
Hoffman were similar to those in Grant v. Esquire, Inc.: a magazine
published an article on fashion illustrated with photographs of actors,
including Dustin Hoffman in his role as "Tootsie," replacing Hoffman's
body with that of a model wearing a dress. Hoffman sued for violating
his publicity rights. He won at trial, but the Ninth Circuit reversed.

Instead of using a balancing test or the transformative test from
Comedy III (although the court noted that Hoffman would lose under
the transformative test), the court analyzed Hoffman's claim under
the "actual malice" standard applied in libel cases since New York
Times v. Sullivan.s s The opinion turned on whether the use of Hoff-
man's face was "commercial speech," which the court held it was not,
and then on whether Hoffman could prove that the image was "false."

The court did not explain satisfactorily how an image (or other
use of a celebrity's identity) can be "false," knowingly or otherwise,

83. See Doe v. TCI Cablevision, 110 S.W.3d 363 (Mo. 2003).
84. Comedy III, 21 P.3d at 810.
85. Id. at 810-11.
86. See Winter v. D.C. Comics, 69 P.3d 473 (Cal. 2003) (reaffirming the ruling in

Comedy III and the transformative test). In Winter, rock musician Johnny and Edgar
Winter sued a comic book publisher for featuring two half-worm, half-human creatures
named "Johnny and Edgar Autumn" with features reminiscent of the Winter brothers.
Winter, 69 P.3d at 476. The court held that the comic books contained sufficient trans-
formative elements and "expressive content" that it enjoyed full First Amendment pro-
tection. Id. at 479-80.

87. 255 F.3d 1180 (9th Cir. 2001).
88. 376 U.S. 254 (1964).
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and Hoffman must be seen as an unsatisfactory - and perhaps result
oriented-attempt to resolve the tension between publicity rights and
the First Amendment.

4. ETW Corp. v. Jireh Publishing, Inc.-Combination of White
Dissent, Cardtoons, Hoffman, and Comedy III

In another case involving a visual work, ETW, Inc. v. Jireh Pub-
lishing, Inc.,89 the Sixth Circuit combined elements from Cardtoons,
Comedy III, Hoffman, and the White dissent to draw a line between a
celebrity's right of publicity and the First Amendment. In Jireh, a
sports artist named Rick Rush painted a picture (of which he sold over
5000 copies) he called The Masters of Augusta, commemorating Tiger
Woods's victory at the 1997 Masters golf tournament. The picture de-
picted three poses of Woods, along with images of past Masters win-
ners Arnold Palmer, Sam Snead, Ben Hogan, Walter Hagen, Bobby
Jones, and Jack Nicklaus, in the background. ETW, Woods's licensing
agency, sued, arguing that Rush lacked Woods's consent and therefore
violated the Lanham Act and Woods's right of publicity. The district
court granted summary judgment in favor of the artist, and ETW
appealed.

The Sixth Circuit, in a 2-1 opinion, borrowed from Cardtoons,
Comedy III, Hoffman, and the dissent in White90 and held that Rush's
work was much more than a literal likeness of Woods, thus passing
the "transformative" test.9 1 It also held that the work, like that in
Cardtoons, had "substantial informational . . . content" that out-
weighed "any adverse effect on ETW's. .. market." Like the court in
Cardtoons, the court in Jireh seemed to be influenced by the fact that
Woods made lots of money playing professional golf, and it doubted
that displaying Woods's image in an artwork print would reduce the
commercial value of that image.9 2

Judge Clay dissented. On the right of publicity claim, he wrote
that the Comedy III transformative test provided the best framework
for analyzing the First Amendment defense (thus implicitly rejecting
White and Cardtoons) and then found that Rush's print lacked suffi-
cient transformative elements to achieve First Amendment protection.
The images of Woods were nearly identical to those used in a poster
distributed (with Woods's permission) by Nike, and the appearance in

89. 332 F.3d 915 (6th Cir. 2003).
90. ETW Corp. v. Jireh Publ'g, Inc., 332 F.3d 915, 936 (6th Cir. 2003). The court

also said that it agreed with the Ninth Circuit's decision in Hoffman, but it did not
conduct an "actual malice" analysis. Jireh, 332 F.3d at 936.

91. Jireh, 332 F.3d at 936. The court also said that it agreed with the Ninth Cir-
cuit's decision in Hoffman, but it did not conduct an "actual malice" analysis. Id.

92. Id. at 938.
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the background of past Masters champions was beside the point.
Taken as a whole, Judge Clay wrote, the purpose of the work was to
exploit Woods's fame for commercial gain, not to promote free expres-
sion.9 3 Judge Clay would have reversed the entry of summary judg-
ment and sent the case to trial.

5. Doe v. TCI Cablevision (2003) - The Predominant Purpose Test

The most recent attempt to articulate a test for deciding right of
publicity/First Amendment cases came in Doe v. TCI Cablevision.9 4

In Doe, defendants wrote and published an adult comic book called
Spawn, which featured a "villainous character" named Tony Twist. A
former NHL hockey player of the same name recognized himself in the
character and sued for violation of his publicity rights.

The real Tony Twist had been known as an "enforcer," a hockey
player whose job it was to start fights with opposing players. He was
a popular player who endorsed products and hosted his own television
show. The comic book character was a fictional Mafia don whose ex-
ploits included murder, kidnapping, and worse.9 5 The creator of the
comic book had admitted that the real Twist was the basis for the
comic book character's name.9 6

After a JNOV overturning a jury verdict in his favor, Twist ap-
pealed to the Missouri Supreme Court. It relied primarily on the First
Amendment as a defense. The Missouri court noted the courts' strug-
gles with the issue and surveyed cases from Zacchini to Winter v. D.C.
Comics. The Missouri court found previous "balancing" tests to be
flawed because they tilted too easily in favor of the defendant if there
was any expressive component to the use of a celebrity's identity, "re-
gardless of its commercial exploitation."9 7 The court wrote that
"[tihough these tests purport to balance the prospective interests in-
volved, there is no balancing at all - once the use is determined to be
expressive, it is protected."9 8

In the court's view, the transformative test led to incorrect results
because if the defendant transformed or fictionalized a celebrity's
identity, the defendant prevailed even though the defendant's purpose
was wholly to commercially exploit the celebrity's fame. 99 The court
implicitly disagreed with the result in Winter v. D.C. Comics, although
presumably it approved of the result in Comedy III.

93. Id. at 959.
94. 110 S.W.3d 363 (Mo. 2003).
95. Doe v. TCI Cablevision, 110 S.W.3d 363, 366 (Mo. 2003).
96. TCI, 110 S.W.3d at 370.
97. Id. at 374.
98. Id.
99. Id.
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The Missouri court instead adopted a test that focuses on the pre-
dominant use of the celebrity's identity in the work being challenged.
If the defendant uses the celebrity's identity predominantly to profit
from (or commercially exploit) that identity, the right of publicity out-
weighs the First Amendment. However, if the predominant use of the
celebrity's identity is to make an expressive comment on or about a
celebrity, the First Amendment would win.100

The court applied its predominant use test to the Spawn comic
book and found that the use of Twist's name and identity was
"predominantly a ploy to sell comic books," not "an artistic or literary
expression." Therefore, the court reversed the entry of JNOV and re-
manded the case for a new trial. 10 1

The Doe court's approach was similar to that used by the court in
Pooley v. National Hole-in-One Ass'n.102 In Pooley, plaintiff was a pro-
fessional golfer who made a hole in one during a nationally televised
golf tournament. Defendant used the tape of Pooley's feat, without his
consent, as part of advertising defendant's national hole-in-one con-
test. Pooley sued, and the district court held that he stated a valid
claim for violation of his publicity rights. The court rejected the First
Amendment defense, finding that defendant used Pooley's identity
strictly to advertise a product or service, and therefore the use was not
protected. 10 3 As in Doe, the court in Pooley focused on the reason that
the defendant used the plaintiffs identity.

IV. A SUGGESTED APPROACH - FOCUS ON THE MEDIUM
AND THE PURPOSE

As the foregoing discussion illustrates, the courts have indeed
struggled for over a decade to articulate a useful way of balancing
publicity rights and free speech principles. The struggle suggests that
in many instances the courts' reasoning is result-oriented, with the
court creating a test that validates the result it wants to reach in the
given case. In the opinion of this author, the courts are making this
too complicated, and Missouri and Arizona - notwithstanding some
criticism104 -have come closest to getting it right.

100. Id. at 373 (citing Mark S. Lee, Agents of Chaos: Judicial Confusion in Defining
the Right of Publicity-Free Speech Interface, 23 Loy. L.A. ENT. L. REV. 471, 488-98
(2003)).

101. TCI, 110 S.W.3d at 374.
102. 89 F. Supp. 2d 1108, 1113-14 (D. Ariz. 2000).
103. Pooley v. Nat'l Hole-in-One Ass'n, 89 F. Supp. 2d 1108, 1113 (D. Ariz. 2000).
104. See Michael S. Kruse, Missouri's Interfacing of the First Amendment and the

Right of Publicity: Is the "Predominant Purpose" Test Really That Desirable?, 69 Mo. L.
REV. 799 (2004). See also Recent Case: First Amendment-Right of Publicity-Missouri
Supreme Court Creates "Predominant Purpose" Test for First Amendment Defenses to
Publicity Right Claims, 117 H.av. L. REV. 1275 (2004).
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A court should ask, first, what is the "medium" at issue: is it
plainly merchandise or a product, sold and marketed as such, such
that its commercial value comes exclusively (or almost exclusively)
from the celebrity's name or likeness being used on or in connection
with the product? If so, there would be a presumption that the right of
publicity would prevail over any First Amendment or free speech de-
fense (assuming that there is something that can be fairly called
"speech" or "expression" involved at all). Under this approach, the
plaintiff would prevail in Comedy III, Winter, and, arguably, Jireh. In
order for the First Amendment to win out, the defendant would have
to make a strong enough showing that his or her purpose was informa-
tive or expressive, not exploitive, to convince the court to overcome the
presumption. Thus in Cardtoons, the court (or more likely, a jury)
could still have ruled in favor of the defendant based on the conclusion
that using a trading card medium was the only effective way to deliver
defendant's message.

If on the other hand the medium in which the celebrity's identity
is used plainly informs, i.e., it is news, journalism, commentary, criti-
cism, parody, or entertainment (in a media sense, such as a movie or
television show) traditionally protected by First Amendment princi-
ples, then the court would presume that the First Amendment wins,
as in Hoffman. In order to overcome the presumption, a plaintiff
would have the burden of proving that the defendant's purpose and
intent were not to inform or entertain, but rather to exploit, as in
Zacchini, Grant, Pooley, and Doe.

Thus in a close case, the proper question to ask is-why would
people buy the thing that uses the celebrity's identity? If it is because
it informs or provides the satisfaction that comes from owning a work
of art by a particular artist, then it is "speech" entitled to whatever
amount of First Amendment protection would apply (i.e., full protec-
tion or the lesser protection given commercial speech). If, on the other
hand, the thing has commercial value primarily because of the iden-
tity of the person depicted, then it deserves no First Amendment pro-
tection, and the right of publicity triumphs.

In other words, if an item (for example, a Tiger Woods print or
Christie Brinkley poster) derives its commercial value from who cre-
ated it or from what (not who) it says it depicts, the First Amendment
wins. If on the other hand the item derives its commercial value from
the name or likeness of the person depicted on the item, then any First
Amendment defense will yield to the publicity rights of the person de-
picted. The relevant question is whether the product derives its com-
mercial value because it is a work of art or because it is a picture of
Cary Grant, Tiger Woods, or a professional baseball player. Do people
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buy the item because they want to be informed or because they want
to "own" a celebrity's name, likeness, or other form of identity? Does
the value of a t-shirt come from its "message" or because it bears the
likenesses of Johnny Winters or The Three Stooges? Does the value of
the comic book or a trading card come from its use of famous athletes'
names or from the message or story?

At its core, the right of publicity is a property right. Courts
should refer back to Grant v. Esquire and ask, as the court did in Doe
v. TCI and as Judge Clay did in his dissent in Jireh, why did the de-
fendant creator use the celebrity's name, likeness, or other identifying
characteristic in/with/on his work? Focusing on the purpose of using
the celebrity's identity will simplify the analysis and appropriately
balance celebrities' property rights in controlling the commercial use
of their identities with creators' First Amendment interests in free
expression.

This approach finds support in Doe, Grant, the dissent in ETW,
and, to at least some extent, Comedy III. It is also consistent with the
Restatement's framework, in which using a celebrity's name or like-
ness on merchandise or in connection with services is generally con-
sidered to be "for purposes of trade" and therefore supporting liability,
while using a celebrity's identity "in news reporting, commentary, en-
tertainment, works of fiction or nonfiction, or in advertising that is
incidental to such uses" is not. 10 5

If a court believes further balancing is required, this author sug-
gests that the appropriate balance should include considering whether
the user of a celebrity's rights in an expressive manner has reasonably
available alternatives; put another way, whether the user could ex-
press his message in a different way. 10 6 While the Cardtoons court
stated that this sort of alternative "time, place, and manner" approach
did not work in intellectual, as opposed to real or personal, property
cases, it based this conclusion on somewhat shaky ground.1 0 7 Prop-
erty, it seems, is property. If the law allows a real or personal prop-
erty owner to forbid expression on or using his property, it seems
similarly lawful for an intellectual property owner to forbid the use of
his property, so long as the speakers have a reasonable alternative
means for delivering their message.1 08 As the Grant v. Esquire court

105. RESTATEMENT (THIRD) OF UNFAIR COMPETITION § 47 (1995). Comments b and c
offer differentiating examples, which boil down to drawing a line based on the type of
thing being sold. Under the Restatement's approach, the medium may be said to be
more important than the message.

106. E.g., Lloyd Corp. v. Tanner, 407 U.S. 551, 551 (1972).
107. See supra notes 66-67.
108. Note that applying this test would not necessarily have changed the result in

Cardtoons, in that the Tenth Circuit found that in order to lampoon individual players,
Cardtoons had to use player identities and that using a trading card format was an
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noted, the right to express oneself does not mean that the means of
expression are necessarily free.

'essential component" of its parody. See Cardtoons, L.C. v. Major League Baseball Play-
ers Ass'n, 95 F.3d 959, 971-72 (10th Cir. 1996).


