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I. INTRODUCTION

This Article presents a dynamic theory that, like trademarks, the
strength of a copyright can decrease through overuse, misuse, or socie-
tal changes. Intellectual property law encourages authorship of new
and creative works, original inventions, and branding of consumer
products and services by granting property protection in the form of
copyrights, patents, and trademarks. The benefit to society from
these grants of property protections is their power to incentivize new
authorship; the cost to society from these grants of property protection
is decreased access to ideas and expressions. The U.S. Constitution,
in allowing Congress "[t]o promote the Progress of Science and useful
Arts, by securing for limited Times to Authors and Inventors the ex-
clusive Right to their respective Writings and Discoveries," demands
that the benefits to society of granting copyrights exceed the costs.'
Limiting doctrines in intellectual property law help achieve the cor-
rect result in this cost-benefit analysis. For copyrights, limiting prin-
ciples include the idea/expression dichotomy, the fair use privilege,
the doctrine of scenes a faire, the defense of independent creation, the
right of adaptation, and statutory licensing.2

This Article argues that copyright's balancing of costs of access
versus incentives is dynamic in that copyright protection may be lost
during the life of a copyright. Like the trademark doctrine of generi-
cide wherein trademarks can lose legal protection by becoming too val-
uable to society through overuse or losing their original meaning
through misuse, copyright genericide can occur when the benefits to
society of copyright protection (i.e. the incentive to create) cease to
outweigh the costs. 3 For example, copyright genericide can result
from the overuse of a copyrighted expression (i.e. the copyrighted ex-
pression becomes stock or standard) or through scarcity (i.e. when
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1. U.S. CONST. art. I, § 8, cl. 8; see also Edward C. Walterscheid, To Promote the
Progress of Science and Useful Arts: The Anatomy of a Congressional Power, 43 IDEA 1
(2003) (discussing the meaning of "[t]o promote the Progress of Science and the useful
Arts" and concluding the "to promote" language restricts Congress' power in granting
monopolies).

2. William M. Landes, Copyright, in A HANDBOOK OF CULTURAL ECONOMICS 132,
135-38 (Ruth Towse ed., 2003).

3. William M. Landes & Richard Posner, The Economics of Trademark Law, 78
TRADEMARK REP. 267, 290-92 (1988).
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there are limited means of expression for a particular idea which the
copyrighted expression encompasses). However, courts do not refer to
copyright genericide as such; instead, as this Article posits, they apply
the principles of genericide primarily through the dynamic application
of limiting doctrines such as the idea/expression dichotomy, scenes a
faire, and the merger doctrine.4

II. LIMITING DOCTRINES: POLICING THE BALANCE
BETWEEN ACCESS AND INCENTIVES

Although copyright law grants authors a limited monopoly over
the use of a work to incentivize the production of new works, copyright
law also recognizes that there are costs to granting copyrights includ-
ing access costs, administrative and enforcement costs, and the costs
of preventing other subsequent creators from building freely on the
works that came before them. 5 These aforementioned costs can dis-
courage creation of new works or prevent utility maximizing consump-
tion of existing works. Copyright law seeks optimum creation of new
works while balancing social harm from limiting access to such
works.6 Copyright law polices this balance through limiting doctrines
such as the idea/expression dichotomy, scenes a faire, and the merger
doctrine. 7 This Article argues that these particular doctrines continue
to limit and alter property rights in pre-existing copyrighted works in

4. See Landes, supra note 2, at 135-38 (discussing the application of limiting
doctrines).

5. William M. Landes, Copyright, in A HANDBOOK OF CULTURAL ECONOMICS 132,
132-34 (Ruth Towse ed., 2003). Access costs are the costs to consumers or society for
substituting other goods for copyrighted works that are more expensive to produce than
the cost of providing another copy of the copyrighted work. Access costs are not gener-
ally a problem in other industries because in a competitive market the price of the good
is equal to the marginal cost of producing the good such that access to the good is denied
to only those individuals who value the good at less than its price, or marginal costs. Id.
at 133-34.

Administrative and enforcement costs are the costs of setting up the legal system
that will regulate which elements of a work will and will not receive protection. There
are also the typical costs of "excluding trespassers, proving infringement and sanction-
ing copyright violators." Id. at 134.

Ex post, authors may want as much protection as they can get. Ex ante, however,
the more protection granted to authors, the less remains in the public domain for their
future use. Because all authors build off works by other authors, Landes and Posner
argue that authors would be just as likely to support a very strong fair use and ideal
expression dichotomy ex ante because it will facilitate their future creations. They ar-
gue that the losses authors have in weaker protection through these doctrines are made
up for in the gains authors get in being able to borrow from other works. See William M.
Landes & Richard A. Posner, An Economic Analysis of Copyright Law, 18 J. LEGAL
STUD. 325, 327 (1989) [hereinafter Landes & Posner on Copyright].

6. Landes, supra note 5, at 133 ("[T]he question of how extensive copyright protec-
tion should be ... depends on the costs as well as the benefits of protection.").

7. Id. at 135 ("Positive economic analysis of copyright law aims to show that vari-
ous copyright doctrines that limit protection can be best explained as rough efforts to
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much the same way that trademark genericide alters the property
rights in generic trademarks. Before considering how and why these
doctrines might alter copyrights in pre-existing works, however, it is
useful to consider their more traditional application in limiting initial
protection granted to new works.

A. IDEA/EXPRESSION DICHOTOMY

Copyrights protect the expression of the idea, not the idea itself.
In Baker v. Selden,8 the Supreme Court established the idea/expres-
sion dichotomy, later codified in the 1976 version of the Copyright
Act.9 Specifically, the Copyright Act provides that "[iun no case does
copyright protection for an original work of authorship extend to any
idea, procedure, process, system, method of operation, concept, princi-
ple, or discovery, regardless of the form in which it is described, ex-
plained, illustrated, or embodied in such work."10

Commentators and courts have suggested that the reason why
copyright protection cannot preserve ideas is because ideas belong to
all of us.1 ' However, this is not necessarily true; ideas can serve as
consideration for idea disclosure arrangements. 12 A better answer to
the question of why copyright protection cannot preserve ideas is that
copyrights do not protect ideas because the benefit from incentivizing
new ideas does not generally outweigh the cost from giving someone
such an expansive monopoly over speech. 13 Consequently, copyrights
only protect the expression of an idea, not the underlying idea itself.

achieve the optimal balance between incentive benefits and access and other costs in
order to promote economic efficiency.").

8. 101 U.S. 99 (1879).
9. Baker v. Selden, 101 U.S. 99, 104-05 (1879), superseded by statute, 17 U.S.C.

§ 102 (2006), as recognized in Richmond Homes Mgmt. v. Raintree, Inc., 862 F. Supp.
1517, 1524 (W.D. Va. 1994).

10. 17 U.S.C. § 102(b) (2006).
11. 4 MELVILLE B. NIMMER & DAVID NIMMER, NIMMER ON COPYRIGHT

§ 13.03[B] [2] [a], at 13-71 to -72 (2004) (quoting Satava v. Lowry, 323 F.3d 805, 813 (9th
Cir. 2003)) ("Only by vigorously policing the line between idea and expression can we
ensure both that artists receive due reward for their original creations and that proper
latitude is granted other artists to make use of ideas that properly belong to us all.")
(internal quotation marks omitted).

12. Professor Landes argues that the cost of producing an idea is often trivial when
compared to the cost of expressing it. Although this may be true, the value of an idea
often has worth as well, as is evidenced in the cases where damages are awarded after
an idea is pitched and then stolen without compensation. See, e.g., Apfel v. Prudential-
Bache Sec., Inc., 81 N.Y.2d 470, 477 (1993) (awarding idea men money for idea to trade
bonds electronically).

13. See NIMMER & NIMMER, supra note 11, at 13-70 (granting "property status to a
mere idea would permit withdrawing the idea from the stock of materials that would
otherwise be open to other authors, thereby narrowing the field of thought open for
development and exploitation"). Such a restriction on ideas would obstruct the progress
of science and useful arts rather than further it. Id. at 13-71 (citing Attia v. Soc'y of
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B. SCENES A FAIRE

The copyright doctrine of scenes a faire, "scenes which 'must' be
done," is a defense against allegations of infringement when the simi-
larities at issue are common or include standard expressions that indi-
viduals could expect to appear in works of a particular type or genre. 14

The phrase scenes a faire was first used by the District Court for the
Southern District of California, Central Division in Cain v. Universal
Pictures Company,15 where the plaintiff alleged that the defendant
produced a movie that copied a scene from the plaintiffs novel. 16 Both
stories involve two lovers seeking a church as a refuge in a storm and
other related elements such as playing the piano, a prayer, and a hun-
ger motif.1 7 The district judge, in finding for the defendant, opined
that "[c]ourts have held repeatedly that such similarities and inciden-
tal details necessary to the environment or setting of an action are not
the material of which copyrightable originality consists."' 8 In medi-
ums as diverse as plays and software, subsequent courts have held
copyright protection does not attach to situations or sequences that
are so common or integral to the type of work being produced that it is
impractical to create works in the same category without using such
elements. 19

There are two types of scenes a faire: naturally flowing scenes a
faire and stock scenes a faire.20 Copyright law does not protect "situa-
tions and incidents which flow naturally from a basic plot premise." 2 1

For instance, in Reyher v. Children's Television Workshop, 22 the
United States Court of Appeals for the Second Circuit held that two
stories using the thematic concept of a lost child would both almost

N.Y. Hosp., 201 F.3d 50, 54 (2d Cir. 1999); CCC Info. Servs. v. MacLean Hunter Mkt.
Reports, 44 F.3d 61, 69 n.ll (2d Cir. 1994); Becker v. Loew's, Inc., 133 F.2d 889 (7th Cir.
1943); Arden v. Columbia Pictures Indus., 908 F. Supp. 1248, 1258 n.3 (S.D.N.Y. 1995);
Eichel v. Marcin, 241 F. 404, 408 (S.D.N.Y. 1913)). Professor Landes argues that there
is also an evidentiary purpose behind this doctrine. He argues it is easier to determine
whether the expression was copied, as opposed to the idea itself. Landes, supra note 5,
at 135.

14. Schwartz v. Universal Pictures Co., 85 F. Supp. 270, 275 (S.D. Cal. 1945).
15. 47 F. Supp. 1013 (S.D. Cal. 1942).
16. Cain v. Universal Pictures Co., 47 F. Supp. 1013, 1017 (S.D. Cal. 1942).
17. Cain, 47 F. Supp. at 1017.
18. Id.
19. See Computer Assocs. Int'l v. Altai, Inc., 982 F.2d 693, 709 (2d Cir. 1992) (con-

struing Data East USA, Inc. v. Epyx, Inc., 862 F.2d 204, 208 (9th Cir. 1988)); CMAX/
Cleveland, Inc. v. UCR, Inc., 804 F. Supp. 337, 353 (M.D. Ga. 1992) (differentiating
original ideas from required components in software code).

20. Berkic v. Crichton, 761 F.2d 1289, 1293-94 (9th Cir. 1985) (stating neither nat-
urally flowing scenes a faire ("situations and incidents which flow naturally from a basic
plot premise") nor stock scenes a faire ("familiar scenes and themes [that] are among
the very staples of modern American literature and film") are protected by copyright).

21. Berkic, 761 F.2d at 1293.
22. 533 F.2d 87 (2d Cir. 1976).
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inevitably lead to the child's finding that the mother was "the most
beautiful woman in the world" upon being reunited with the mother. 23

The rationale for excluding naturally flowing scenes a faire is that
standard, obvious, and generic expressions of a basic idea cannot be
protected without giving the copyright owner exclusive control over
the underlying idea.24 Additionally, limiting the use of naturally flow-
ing expressions would impede rather than promote creative work-all
authors should have a right of access to necessary elements of an
idea.2 5 Therefore, naturally flowing, or obvious, expressions will by
their very definition entail less creative effort, and justify less re-
ward.26 Moreover, there is little to no social gain from requiring au-
thors to come up with a different means of expression just for the sake
of avoiding another individual's copyright in a naturally flowing ex-
pression; in some instances it may be impossible to come up with a
suitable alternative.27

23. Reyher v. Children's Television Workshop, 533 F.2d 87, 91, 92 (2d Cir. 1976)
("Copyrights, then, do not protect thematic concepts or scenes which necessarily must
follow from certain similar plot situations.").

24. Schwartz, 85 F. Supp. at 275; see also See v. Durang, 711 F.2d 141, 143 (9th
Cir. 1983) (approving the application of the scenes a faire doctrine to "scenes that flowed
necessarily from common unprotectable ideas"). This is sometimes called the merger
doctrine because the idea merges with the expression. CMAXICleveland, Inc., 804 F.
Supp. at 353 ("An element in a computer program is dictated by efficiency if it is the
,only and essential means of accomplishing a given task.'") (quoting Computer Assocs.
Int'l, 982 F.2d at 708). Both the merger doctrine and scenes a faire doctrine are based
on the idea/expression dichotomy. The basic principle underlying the idea/expression
dichotomy is that expression is protected but ideas are not. These unprotected ideas,
however, tend to exist, at least in the context of copyright cases, within works that are
copyrightable and copyrighted. Ideas, like facts, scenes a faire, and expressions that can
only take a limited number of forms, are termed unprotectable elements within that
protected work. Russ VerSteeg, Defining "Author" for Purposes of Copyright, 45 AM. U.
L. REV. 1323, 1345 n.122 (1996).

25. One court has even gone so far as to remark: "The entire dramatic literature of
the world can be reduced to some three dozen situations." Schwartz, 85 F. Supp. at 275
(quoting Echevarria v. Warner Bros. Pictures, Inc., 12 F. Supp. 632, 634 (S.D. Cal.
1935)).

26. See, e.g., Sabin v. Regardie, Regardie & Bartow, 770 F. Supp. 5, 8 (D.D.C. 1991)
("Floor plans, phone numbers . . .and the like are obvious elements of a real estate
agent's guide."). Of the two categories, the latter has been more heavily criticized as
distracting focus from the true legal questions of originality and substantial similarity
and of leading to misapplication. Stephen Rebikoff, Restructuring the Test for Copyright
Infringement in Relation to Literary and Dramatic Plots, 25 MELB. U. L. REV. 340, 366
(2001).

27. Naturally flowing scenes a faire appear to be related to the evidentiary pre-
sumption in favor of creation. One of the reasons we presume access when there is
striking similarity is the small likelihood that such similarity could occur in the absence
of copying. This is not true in the situation of naturally flowing scenes a faire. If I write
a book about sheep and it includes pictures of sheep, information on sheepherding dogs,
and a discussion of what black sheep are and how they get to be black, etc., that does not
mean that I almost certainly copied another mildly popular book on sheep with similar
elements. The elements of my book would naturally flow from the idea of writing a book
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Stock scenes a faire occur when a creative and original element
becomes so popular that it becomes standard for the genre; for exam-
ple the once highly original dramatic scene has a damsel tied to train
tracks only to be rescued at the last moment become clich6. 28 To the
extent this process happens during the life of the copyright, stock
scenes a faire is possibly the most explicit example of copyright
genericide.

The doctrine of stock scenes a faire is possibly justified as a pun-
ishment to copyright owners who sit on their rights. 29 If the copy-
righted element becomes stock due to the mismanagement of the
copyright or the copyright owner sitting on his or her rights, the law
might presume that the copyright owner does not value those rights. 30

If the copyright owner does not value his or her rights, there is little
justification for the law to enforce those rights by denying the public
access to those stock elements. The doctrine of stock scenes a faire
also may be motivated by notice policies. If everyone is copying a par-
ticular expression to the point that it becomes stock, a potential user
might believe that there is no valid copyright in the expression or that
the owner of the copyright will not enforce it.3 1 Rather than have po-
tential users taking excessive precaution to avoid accidental infringe-
ment, copyright law does not protect elements which become stock. 32

C. MERGER DOCTRINE

The merger doctrine limits copyright protection where there are
limited possible expressions for an idea. In Feist Publications, Incor-
porated v. Rural Telephone Service Company,33 the Supreme Court
originated the concept of thin copyright through application of the

about sheep, so there is no common sense presumption that I must have copied the
other sheep book.

28. See Fred A. Rowley, Jr., Dynamic Copyright Law: ITs Problems and a Possible
Solution, 11 HARv. J.L. & TECH. 481, 500 n.74, 503 (1998) (discussing the distinction
between naturally flowing scenes a faire and stock scenes a faire).

29. See Michael J. Arnett, Adverse Possession of Copyright: A Proposal to Complete
Copyright's Unification with Property Law, 31 J. CORP. L. 187, 194-95 (2005) (arguing
adverse possession, which effectively prevents real property owners from sitting on
their rights too long, should apply to copyright as well).

30. Id.
31. This laches-based argument has counterparts in other areas of law, particu-

larly patent law.
32. Similar to naturally flowing scenes a faire, discussed supra at note 27, there

may also be an evidentiary purpose. Stock scenes a faire are not necessarily in the
public domain but the evidentiary policy behind stock scenes a faire is similar to the
evidentiary justification for having a public domain-if an element is commonly used, it
may be difficult to prove from whom the infringer copied. With both stock scenes a faire
and the public domain, the first to get to the courthouse could essentially get a windfall
that would be denied to the other potential plaintiffs.

33. 499 U.S. 340 (1991).
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merger doctrine. 34 In Feist, the Supreme Court held that a phonebook
was copyrightable if the arrangement of the data entailed a minimal
degree of creativity.35 Other courts interpreting Feist's application of
the merger doctrine have imputed a spectrum of copyright protection
from thick to thin depending on the level of creativity involved in mak-
ing the copyrighted work.36 Those works that seem to evince the
greatest level of creativity, such as a novel, receive a normal, strong
copyright. 37 Those works that have less original thought or fewer pos-
sible expressions have very thin copyright protection where only lit-
eral, or near literal, copying is considered an infringement. 38 The
rationale for this spectrum of copyright protection is the same as for
the merger doctrine: standard, obvious, and generic expressions of a
basic idea cannot be protected without giving the copyright owner ex-
clusive control over the underlying idea. 39

As noted previously, the average book or film, for instance the
film Annie Hall, will receive a thick copyright. The idea being repre-
sented by Annie Hall is a romance between two dissimilar personali-
ties, whereas the expression is the way in which Woody Allen and
Diane Keaton's characters interact with each other in the film. Many
other films can, and have been made to, express the same opposites-
attract idea behind Annie Hall without needing to closely copy partic-
ular characters or dialogue from Annie Hall. Thus, under the merger
doctrine, Annie Hall enjoys a normal, thick copyright protection that
not only prohibits direct copying of a work afforded its protection, but
also protects the work from being copied in a similar manner.

Works that have no copyright due to merged expressions/ideas
are at the thin end of the Feist spectrum; for instance courts have
found that envelope designs used for advertising mailers are not copy-

34. Feist Publ'ns, Inc. v. Rural Tel. Serv. Co., 499 U.S. 340, 349 (1991).
35. Feist, 499 U.S. at 348-49.
36. See, e.g., Warren Publ'g, Inc. v. Microdos Data Corp., 115 F.3d 1509, 1515 n.16

(1lth Cir. 1997) (en banc) ("There are three types of work that are entitled to copyright
protection-creative, derivative, and compiled. Copyrights in these three distinct works
are known as creative, derivative, and compilation copyrights. An example of a creative
work is a novel. An example of a derivative work is a screenplay based on a novel; it is
called 'derivative' because it is based on a preexisting work that has been recast, trans-
formed, or adapted. An example of a compilation is Warren's Factbook. The Act has
created a hierarchy in terms of the protection afforded to these different types of copy-
rights. A creative work is entitled to the most protection, followed by a derivative work,
and finally by a compilation. This is why the Feist Court emphasized that the copyright
protection in a factual compilation is 'thin.').

37. See Warren Publ'g, Inc., 115 F.3d at 1515 n.16 (discussing the spectrum of cop-
yright protection).

38. Id.; Ets-Hokin v. Skyy Spirits, Inc., 323 F.3d 763, 766 (9th Cir. 2003) (requiring
"virtually identical copying" for a finding of infringement after eliminating most ele-
ments via the merger doctrine).

39. See Landes & Posner on Copyright, supra note 5, at 350-51.
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CREIGHTON LAW REVIEW

rightable. 40 The merger doctrine limits copyright protection when
there are limited possible expressions to communicate a particular
idea such that granting a monopoly over the expression would grant a
monopoly over the underlying idea as well.4 1 A real property example
of the merger doctrine is a public beach with access only through pri-
vate property. If the law did not grant the public the right to cross the
private property to get to the beach, the private property owner would
de facto own the beach as well. The merger doctrine accomplishes this
same objective for ideas that can only be expressed in limited ways by
permitting all copying except near identical copying of expressions
conveying those ideas. 4 2 Examples of thin copyright protections are a
shampoo bottle where the copyright did not protect against subtle var-
iations in the printed instructions for washing hair (e.g. wash, rinse,
repeat) and tourist t-shirts designs.43

The tourist t-shirt example is useful because it highlights the dis-
tinction between the originality requirement and the merger doctrine.
By allowing phonebooks to enjoy copyright protection, the Supreme
Court, in Feist, set a low bar for the degree of originality required to
receive copyright protection.4 4 In the t-shirt example, T-shirt B copied
T-shirt A with slightly different text and images ("somebody who loves
me very much went to Boston and got me this t-shirt").45 It was un-
disputed that T-shirt B was actually patterned off of T-shirt A.4 6 The
court held that T-shirt A was indeed original enough to be a copyright-
able design. Because there were only so many ways to convey the
message of someone getting you a t-shirt in Boston, however, the copy-
right only protected the design from near literal copying through ap-
plication of the merger doctrine.47 Because T-shirt B employed slight
variation, the court was compelled to hold that T-shirt B simply copied
the idea of the message of someone getting you a t-shirt in Boston and
not the expression. Thus, the T-shirt example illustrates that al-
though a work may meet the de minimis standard of originality to

40. Magic Mktg., Inc. v. Mailing Servs. of Pittsburgh, Inc., 634 F. Supp. 769, 771-
72 (W.D. Pa. 1986) (using the phrases "minimal level of creativity necessary to warrant
copyright protection," "sufficient degree of creativity," and "minimal degree of
creativity").

41. Landes & Posner on Copyright, supra note 5, at 350-51.
42. See Ets-Hokin, 323 F.3d at 766 (requiring "virtually identical copying" for a

finding of infringement after eliminating most elements via the merger doctrine).
43. Matthews v. Freedman, 157 F.3d 25, 26 (1st Cir. 1998); Sebastian Int'l v. Con-

sumer Contact (PTY) Ltd., 664 F. Supp. 909, 913 (D.N.J. 1987) (finding copyrightable a
hair product container's brief description of the quality of its contents), rev'd on other
grounds, 847 F.2d 1093 (3d Cir. 1988).

44. Feist, 499 U.S. at 348-49.
45. Matthews, 157 F.3d at 26.
46. Id.
47. Id.
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receive copyright protection, the afforded copyright protection may be
extremely thin under the merger doctrine.

Although limiting doctrines such as fair use, statutory licensing,
independent creation, and the right of adaptation help exclude copy-
right protection when the cost to society exceeds the incentive to cre-
ate, this Article argues that the idea/expression dichotomy, merger
doctrine, and scenes a faire are special because such doctrines can ap-
ply dynamically during the life of a copyrighted work as the use and
role of that work changes in our society.48 Even if inapplicable at the
birth of a copyright, these doctrines can decrease or eliminate copy-
right protection once an expression has become an idea, an otherwise
copyrightable element has become stock, or variations of expressions
for an idea have become scarce.

III. EXPRESSION BECOMING IDEA: SUPERMAN AND THE
IDEA OF A SUPERHERO

The idea/expression dichotomy can lead to copyright genericide
when an expression permeates the public consciousness in such a way
that it becomes an idea.

A. DEFINING THE IDEA

Although the law is clear that copyrights protect only creative ex-
pressions, not ideas, drawing the distinction between an expression
and an idea is often difficult in practice and largely depends on the
level of abstraction from which a copyrighted work is viewed. 49 For
instance, depending on the level of abstraction, the idea expressed in
J.K. Rowling's Harry Potter series could be a gifted young boy attend-
ing school to hone his skills, a wizard attending a boarding school for
wizards, or a famous wizard orphan named Harry who goes off to
wizarding boarding school to meet a kind headmaster that becomes a
mentor in Harry's fight to avenge himself against the dark wizard who
orphaned him.50

48. Landes & Posner on Copyright, supra note 5, at 326, 347.
49. William M. Landes & Richard A. Posner, An Economic Analysis of Copyright

Law, 18 J. LEGAL SrUD. 325, 347 (1989) [hereinafter Landes & Posner on Copyright].
Copyright is only meant to protect the expression of an idea and not the idea itself,
otherwise individuals could gain a monopoly on the use of a certain idea which is repug-
nant to the American system. See N. Am. Bear Co. v. Carson Pirie Scott & Co., No. 91-
C-4550, 1991 WL 259031, at *3 (N.D. Ill. Nov. 27, 1991) (noting protecting expression of
general idea would bestow monopoly of idea upon copyright owner).

50. Harry Potter is a series of seven novels by British author J.K. Rowling set in a
parallel wizarding world and following the exploits of its title hero and wizard celebrity,
Harry Potter.

20091



CREIGHTON LAW REVIEW

Defining a work's idea is important because it dictates how much
of a work other authors can copy. In the Harry Potter example, if the
idea was defined abstractly as a gifted young boy attending school to
hone his skills, other authors would be free to copy only those ele-
ments of the Harry Potter series without any mention of wizards or
even boarding schools. If J.K. Rowling convinced a court to define the
idea this abstractly, it would leave a very large percentage of the
Harry Potter series under the category of copyrightable expression. In
contrast, if a court declined to define the idea behind the Harry Potter
so abstractly, other authors would be allowed to copy many more fea-
tures, including perhaps the idea of an orphan boy with special pow-
ers, the idea of a wizarding world, etc.

Genericide can occur when a copyrighted work, like Harry Potter,
becomes so popular that the original expression of the work becomes
more of an idea that is elaborated on by subsequent authors in new
expressions. Once an idea, copyright protection over that idea is lost
through the merger doctrine. An example of copyrighted works losing
protection in this way includes how Superman, the expression, gave
birth to superhero, the idea.

B. SUPERMAN AND THE BIRTH OF THE IDEA OF A SUPERHERO

Superman and Wonderman did not face off not in the pages of a
comic book, but in the United States Court of Appeals for the Second
Circuit in the case of Detective Comics, Incorporated v. Bruns Publica-
tions, Incorporated.5 1 Detective Comics had published a popular new
comic book series about Superman, a character of extraordinary
strength and ability who conceals his blue and red skintight costume
under street clothes when not helping those in need. 52 Detective
Comics' competitor, Bruns Publications, subsequently published a
comic book series about Wonderman, a character who also conceals his
red skintight costume under ordinary clothing, is the champion of the
oppressed, can crush guns with his powerful hands, rip open steel
doors, is bulletproof, and is labeled "the strongest man in the world."5 3

Detective Comics, noticing many clear parallels between
Wonderman's battle against evil and injustice and Superman's own
similar battle, sued Bruns Publications in the District Court of the
United States for the Southern District of New York for copyright in-
fringement.54 The district court found for Detective Comics and the
United States Court of Appeals for the Second Circuit affirmed, grant-

51. 111 F.2d 432 (2d Cir. 1940).
52. Detective Comics, Inc. v. Bruns Publ'ns, Inc., 111 F.2d 432, 433 (2d Cir. 1940).
53. Detective Comics, 111 F.2d at 433.
54. Id.
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ing an injunction that forbade printing or distributing any cartoon or
book "portraying any of the feats of strength or powers performed by
'Superman' or closely imitating his costume or appearance in any feat
whatever," an extremely strong copyright protection that amounted to
a prior restraint on speech under the First Amendment. 55

Superman remains under copyright and courts continue to cite
Detective Comics with approval.56 Since the court's decision in Detec-
tive Comics, however, several new characters have been created with
miraculous strength and speed: champions of the oppressed who crush
guns, stop bullets, leap over or from buildings, and conceal their
strength along with their skin-tight costumes. These characters are
superheroes, fictional characters "of unprecedented physical prowess
dedicated to acts of derring-do in the public interest."5 7 Today, the
idea of these characters infringing the Superman copyright seems
silly. Almost every superhero would have many, if not all of those
characteristics. Somehow from Detective Comics to the present, the
copyright protection for Superman has gone from the strongest possi-
ble-an injunction that amounted to a prior restraint on speech under
the First Amendment-to a much weaker protection that would seem
to protect only Superman's exact combination of attributes and
appearance.

58

The court in Detective Comics was aware that while ideas were
not copyrightable, expressions of those ideas were. In fact, the court
in Detective Comics confronted an argument from Bruns Publications
that "various attributes of 'Superman' find prototypes or analogues
among the heroes of literature and mythology."59 Bruns Publications
tried to paint Superman and their own Wonderman as merely a varia-
tion on Hercules. 60 The United States Court of Appeals for the Second
Circuit reasoned that although Detective Comics was "not entitled to a
monopoly of the mere character of a 'Superman' who is a blessing to all
mankind," it may invoke copyright protection to the extent its work
embodies an "arrangement of incidents and literary expressions origi-

55. Id. (internal quotations omitted).
56. Gaiman v. McFarlane, 360 F.3d 644, 660 (7th Cir. 2004); Nat'l Comics Publ'ns

v. Fawcett Publ'ns, 93 F. Supp. 349, 355 (S.D.N.Y. 1950). Superman's ownership has
been hotly disputed. Siegel v. Nat'l Periodical Publ'ns, Inc., 508 F.2d 909, 910 (2d Cir.
1974).

57. Siegel, 508 F.2d at 910.
58. The character of Superman has previously been used to illustrate the idea/ex-

pression dichotomy: "the idea of a superhero with a defect - an 'Achilles' heel' - can be
traced back to Homer and is free to all; but one may not replicate too closely Superman
or his susceptibility to Kryptonite." Lloyd L. Weinreb, Copyright for Functional Expres-
sion, 111 HARv. L. REV. 1149, 1158 (1998).

59. Detective Comics, 111 F.2d at 433.
60. Id.
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nal with the author."6 1 In the court's mind, those original expressions
included a character with a costume, alter ego, and special skills. 62

The diminishing copyright protection for Superman shows the dy-
namic nature of the idea/expression dichotomy. As Superman perme-
ated the public's consciousness, his characteristics and superpowers
became more idea than expression. When modern audiences watch
the recent film The Incredibles, about a family of costumed do-gooders
with unique special powers, they do not think of Superman the expres-
sion but rather superhero the idea. As other expressions permeate the
public's consciousness and become ideas, the dynamic application of
the idea/expression dichotomy would also remove those ideas from the
protection of copyright.

IV. STANDARDS AND FUNCTIONAL EXPRESSION: LOTUS
V. BORLAND

The idea/expression dichotomy can cause genericide in copy-
righted functional expression when the expression becomes essential
to perform a particular function efficiently. The phrase functional ex-
pression was coined by Professor Lloyd Weinreb to describe copyright-
able elements that perform a function, 63 such as methods of
operation,6 4 blank forms, 65 taxonomies of procedures, 6 6 and recipes. 6 7

61. Id. ("We think it plain that the defendants have used more than general types
and ideas and have appropriated the pictorial and literary details embodied in the com-
plainant's copyrights.").

62. Id. at 434.
63. See generally Lloyd L. Weinreb, Copyright for Functional Expression, 111

HARv. L. REV. 1149 (1998).
64. Baker v. Selden, 101 U.S. 99, 104-05 (1879), superseded by statute, 17 U.S.C.

§ 102 (2006), as recognized in Richmond Homes Mgmt. v. Raintree, Inc., 862 F. Supp.
1517, 1524 (W.D. Va. 1994). Not all courts interpret Baker v. Selden to exclude methods
of operation from copyright protection. In Mitel, Inc. v. Iqtel, Inc., the Tenth Circuit
expressed the minority view that a method of operation may be creative and copyright-
able. In that case, the court held: "an element of a work may be characterized as a
method of operation, [and] that element may nevertheless contain expression that is
eligible for copyright protection." Mitel, Inc. v. Iqtel, Inc., 124 F.3d 1366, 1372 (10th Cir.
1997).

65. Courts typically cite Baker v. Selden for the proposition that blank forms are
not copyrightable. See, e.g., ADA v. Delta Dental Plans Ass'n, 126 F.3d 977, 981 (7th
Cir. 1997). This principle is illustrated in the Ninth Circuit case of Bibbero Systems, Inc.
v. Colwell Systems, Inc., 893 F.2d 1104 (9th Cir. 1990). In that case, plaintiff Colwell's
catalogue featured a superbill, blank form with specific layout of medical procedures,
which was nearly identical to Bibbero's medical procedure. Bibbero, 893 F.2d at 1105-
06. The Ninth Circuit used a brightline approach; since the purpose of the superbill was
to record information, not convey information, the form was not copyrightable. Al-
though it recognized that there was a "text with forms" exception to the categorical
exclusion of blank forms from copyright protection, the superbill came with instructions
that were too simple to be copyrightable as text themselves. Id. at 1108. Bibbero distin-
guished other text with forms cases, such as Edwin K Williams & Co. v. Edwin K
Williams & Co.-East, 542 F.2d 1053 (9th Cir. 1976), where account books with several
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Functional expressions have traditionally received thinner copyright
protections than copyrighted works that have little or no function. 68

The United States Court of Appeals for the First Circuit, in Lotus v.
Borland,6 9 applied this principle dynamically in holding that func-
tional expressions can lose even their thin copyright protection if the
expression becomes popular enough to be standard.70

A. FUNCTIONAL EXPRESSION's THIN COPYRIGHT PROTECTION: LoTUs

v. BORLAND

In Lotus v. Borland,7 1 the United States Court of Appeals for the
First Circuit held that although software interfaces may be copy-
righted, elements of the software interface that are necessary for oper-
ation are not copyrightable. 72 In reaching its holding, the First
Circuit relied heavily on the Supreme Court case of Baker v. Selden,73

which held that a book describing a new discovery is copyrightable,
but the discovery or idea described is not.74

In Baker, Selden, the plaintiff, wrote a book describing a new sys-
tem of bookkeeping with accompanying forms and charts. 75 Baker,
the defendant, copied Selden's accounting system for his own book,

pages of instructions on the use of the forms and advice on the successful management
of a service station conveyed information and were therefore copyrightable. Bibbero, 893
F.2d at 1106-07 (citing Edwin K Williams & Co., 542 F.2d at 1061).

However, there is suggestion that if the blank form is sufficiently innovative that
its arrangement of information is itself informative and conveys information, then it can
be copyright protected. ABR Benefits Servs. v. NCO Group, 52 U.S.P.Q.2d (BNA) 1119,
1121 (E.D. Pa. 1999).

66. However, the Seventh Circuit in ADA v. Delta Dental Plans Association, al-
lowed copyright protection over short descriptions where there were still other options
available to later users. ADA, 126 F.3d at 977, 979. In that case, the ADA created a
system for categorizing all possible types of dental operations. Delta used a similar
codification including many of the same numbers in their own system. The ADA sued
for infringement and Delta claimed that the system was not subject to copyright protec-
tion. Judge Easterbrook, writing for the majority, said as long as some alternatives
remain (other systems of classifications remain), copyright protection may imbue. Id. at
979. This holding is potentially inconsistent with Baker v. Selden because, under Judge
Easterbrook's reasoning, Baker could have come up with his own accounting system
rather than use a thinly modified version of Selden's.

67. The general rule for recipes is that recipes containing basic functional compo-
nents cannot be copyrighted. See, e.g., Pubs. Int'l v. Meredith Corp., 88 F.3d 473, 475
(7th Cir. 1996) (holding that a recipe of a yogurt dish is not copyrightable if it contains
only functional components). A recipe must include spiced up functional derivatives by
weaving in creative narrative or something similar in order to be copyrightable.

68. See supra notes 63-67 and accompanying text.
69. 49 F.3d 807 (1st Cir. 1995).
70. See infra notes 82-100 and accompanying text.
71. 49 F.3d 807 (1st Cir. 1995).
72. Lotus Dev. Corp. v. Borland Int'l (Lotus 11), 49 F.3d 807, 815 (1st Cir. 1995).
73. Lotus 11, 49 F.3d at 813-14.
74. Baker, 101 U.S. at 104-05.
75. Id. at 99-100.
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using his own description and slightly different charts. 76 The Su-
preme Court determined Baker's modified use of the bookkeeping sys-
tem was not a copyright violation.7 7 In so doing, the Supreme Court
noted there is a distinction between the book and the process it illus-
trates: the book is properly copyrightable, whereas the process can
only be protected via patent law. 78 In essence, the Supreme Court
determined that individuals are free to borrow from the ideas of an
expressive work, but individuals are not free to borrow the expression
itself.79 Furthermore, the very objective of publishing a book on sci-
ence or the useful arts is to communicate to the world the useful
knowledge that it contains; this objective would be frustrated if use of
such knowledge constituted copyright piracy.8 0 Congress codified the
Baker decision when it passed § 102(b) of the Copyright Act.8 1

In Lotus, the First Circuit dynamically applied the Baker decision
to hold that function may come to dominate expression in such a way
that the expression loses all copyright protection.8 2 In Lotus, the First
Circuit held, and was subsequently upheld by an equally divided Su-
preme Court, that plaintiff software designer Lotus's menu command
hierarchy for its spreadsheet program, Lotus 1-2-3, was not copyright-
able because it was a method of operation.8 3 Borland, the defendant,
had a competing program with a key reader that allowed the program
to understand and execute Lotus 1-2-3 macros based on the Lotus
menu commands, e.g. File save, Copy, Print, and Insert columns. s4 In
finding that Borland's program did not infringe upon Lotus' copyright,
the First Circuit noted the dual expressive and functional nature of
Lotus' menu, stating that the "command hierarchy does not merely
explain and present Lotus 1-2-3's functional capabilities to the user; it
also serves as the method by which the program is operated and con-
trolled."8 5 The First Circuit cited Baker and § 102(b) of the Copyright
Act for the proposition that methods of operation are not protectable

76. Id. at 100-01.
77. Id. at 107.
78. Id. at 102.
79. This reflects the position that where the truths of a science or the methods of

an art are the common property of the whole world, any author has the right to express
the one, or explain and use the other, in his own way.

80. Baker, 101 U.S. at 103. Compare to patent law, which prohibits unauthorized
use for the first 20 years despite the disclosure of knowledge, but then allows anyone to
use the patented process or product.

81. 17 U.S.C. § 102(b) (2006).
82. Lotus 11, 49 F.3d at 816-18.
83. Lotus Dev. Corp. v. Borland Int'l (Lotus III), 516 U.S. 233 (1996); Lotus 1I, 49

F.3d at 815.
84. Lotus 11, 49 F.3d at 810.
85. Id. at 815.
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via copyright.8 6 Then, the First Circuit defined method of operation as
"the means by which a user operates something."8 7 Furthermore, the
First Circuit noted that when "specific words [here copy, exit, print,
etc.] are essential to operat[e] something," the words become a method
of operation.8 8 Therefore, the First Circuit held that because the
words copy, exit, and print were essential to operate Lotus 1-2-3, they
were part of a method of operation, and were not copyrightable.8 9

Lotus 1-2-3's command hierarchy was originally eligible for copy-
right protection. Computer programs are copyrightable as long as
they meet the other requirements of the Copyright Act.90 In particu-
lar, elaborate command menus in computer programs, such as those
used in Lotus 1-2-3, would be copyrightable for the same reason that
flowcharts are copyrightable-they have the necessary modicum of
creativity and there are other ways to refer to processes such as cut
and paste.9 1 In fact, in a separate matter and before the Lotus deci-
sion, a judge of the United States District Court for the District of
Massachusetts had upheld the copyrightability of Lotus' user inter-

86. Id. at 817. Also because they fall "squarely within the prohibition on copyright
protection established in Baker v. Selden and codified by Congress in § 102(b)." Id.

87. Id. at 815.
88. Id. at 816.

89. Id. (holding that such methods of operation are unprotectable).

90. See Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240, 1247-49
(3d Cir. 1983) (stating source and object code are copyrightable); Stern Elecs., Inc. v.
Kaufman, 669 F.2d 852, 855 n.3 (2d Cir. 1982) ("[W]ritten computer programs are copy-
rightable as literary works."); Williams Elecs. Inc. v. Artic Int'l, Inc., 685 F.2d 870, 877
(3d Cir. 1982) (stating object code is copyrightable); Digital Commc'ns Assocs., Inc. v.
Softklone Distrib. Corp., 659 F. Supp. 449 (N.D. Ga. 1987) (stating source and object
code are copyrightable); Hubco Data Prods., Corp. v. Mgmt. Assistance, Inc., 219
U.S.P.Q. (BNA) 450, 454 (D. Id. 1983) (stating same); Midway Mfg. Co. v. Strohon, 564
F. Supp. 741, 750 (N.D. Ill. 1983) (stating same); GCA Corp. v. Chance, 217 U.S.P.Q.
(BNA) 718, 720 (N.D. Cal. 1982) (stating same).

91. NATIONAL COMMISSION ON NEW TECHNOLOGICAL USES OF COPYRIGHTED WORKS,

FINAL REPORT AND RECOMMENDATIONS 21 (1978), reprinted in 5 COPYRIGHT, CONGRESS
AND TECHNOLOGY: THE PUBLIC RECORD 43 (N. Henry, ed. 1980) [hereinafter Final Re-
port] ("Flowcharts ... are works of authorship in which copyright subsists, provided
they are the product of sufficient intellectual labor to surpass the 'insufficient intellec-
tual labor hurdle'...."), cited in Whelan Assocs., Inc. v. Jaslow Dental Lab., Inc., 797
F.2d 1222, 1241 (3d Cir. 1986)); see also Williams v. Arndt, 626 F. Supp. 571, 578 (D.
Mass. 1985) (mentioning violation to take detailed prose description and program such
description in source code); Data Cash Sys., Inc. v. JS&A Group, Inc., 480 F. Supp. 1063,
1067 n.4 (N.D. Ill. 1979) (stating that copyright protection extends "to computer pro-
grams in their flow chart, source and assembly phases but not in their object phase," the
court determined that computer program written in object code was not copyrightable);
Synercom Tech., Inc. v. Univ. Computing Co., 462 F. Supp. 1003, 1013 n.5 (N.D. Tex.
1978) (taking a very narrow view of the scope of copyrightability of non-literal elements
of computer programs, but the court nevertheless noted in obiter dictum "it would prob-
ably be a violation to take a detailed description of a particular problem solution, such
as a flowchart... and program such a description in computer language").
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face. 9 2 In that case, the court stated that there were certain aspects of
the user interface that were not protected because such aspects were
obvious or necessary, such as use of the symbol + to represent addi-
tion. 93 However, many other terms had obvious substitutes, such as
Blank, Clear, and Delete instead of Lotus' Erase.94 The court deter-
mined that the hierarchical arrangement of those operations into
groups of menus and submenus was creative and variable enough to
deserve copyright protection, at least from literal infringement. 95 The
First Circuit did not disagree with the district court's analysis of the
Lotus 1-2-3 command menu's copyrightability, but it did add a caveat:
an otherwise copyrightable expression can be rendered unprotected if
it becomes essential to operate something.9 6 The First Circuit's im-
plicit holding was that Lotus 1-2-3's command menu was protected by
copyright until it became so popular that it became essential.9 7

The First Circuit's decision in Lotus did not deny functional ex-
pression copyright protection so much as it took copyright protection
away once the functional expression became necessary to operate
something. As Judge Boudin noted in his concurrence in Lotus, the
result in Lotus fathoms a world where functional expression begins
with copyright protection but ultimately loses copyright protection
over time as the functional expression becomes standard. 98 At the be-
ginning of Lotus 1-2-3's development, there were several other menu
options for competitors such that Lotus 1-2-3's command menu was
protected from literal infringement. Once Lotus 1-2-3 became the
standard and competitors needed to copy the menu hierarchy to be
compatible, however, the command menu became essential.9 9 Al-
lowing Lotus an exclusive copyright over the menu structure would be
tantamount to giving Lotus a patent-like monopoly in its computer
spreadsheet software. Unfortunately for Lotus, once its copyright in
functional expression (i.e. the menu structure) was lost by becoming
standardized, it was too late for Lotus to patent it. 1° °

92. Lotus Dev. Corp. v. Paperback Software Int'l (Lotus 1), 740 F. Supp. 37, 68 (D.
Mass. 1990).

93. Lotus I, 740 F. Supp. at 66.
94. Id. at 67.
95. Id. at 66-67. See also Weinreb, supra note 63, at 1154-63 (discussing the dis-

trict court and appellate court decisions for this case more thoroughly).
96. Lotus 11, 49 F.3d at 816.
97. Id.
98. See id. at 820-22 (Boudin, J., concurring) (discussing copyright law as pertain-

ing to computer technology).
99. Id. at 816.

100. Patent law has statutory bars that attempt to prevent patentees from ex-
tending the patent term by profiting off the patented article for longer than one year
prior to filing.

[Vol. 42
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Standardization of an expression may be avoidable through care-
ful planning. In trademarks, owners avoid genericide by providing an
equally efficient way to refer to the product, e.g. in-line skates instead
of Rollerblades®. Lotus could possibly have been able to avoid literal
copiers by providing a non-infringing method of interfacing with its
program. Additionally, the more creative and less functional Lotus'
command menu, the more copyright protection it would have had
against literal infringement. For instance, if the menu hierarchy used
colors instead of words to distinguish between the commands, such a
work would be highly protectable because the functionality of the ex-
pression would be low. The downside to such a creative approach is
that it would be easier for competitors to copy Lotus's basic software
idea without infringing the actual expression. However, if software
producers wanted broader protection over the basic idea of their work,
they have the option of patenting the software. Industry software
leaders, such as Apple, have increasingly relied on patents instead of
copyright to protect their software for this very reason.10 1

B. APPLE VS. WINDows: GENERICIDE THROUGH LICENSING

Functional expression can become generic through the sloppy use
of licenses, as was arguably the case with Apple's graphics-based oper-
ating system. Early versions of Apple and IBM compatible computers
used entirely different operating system designs. The Apple desktop
interface was always graphics-based with a cursor that could move to
separate layout lines, text, boxes, and data fields. 10 2 The traditional
IBM operating system was a command-prompt based operating sys-
tem called DOS, which IBM and Microsoft introduced in 1981 and
Microsoft replaced with the graphics-based Windows in 1985, based in
part on features Apple licensed to Microsoft.

After Microsoft introduced its graphics-based Windows 2.0 in
1988, Apple sued Microsoft in Apple Computer, Incorporated v.
Microsoft Corporation10 3 for copyright infringement. 10 4 In the United
States District Court for the Northern District of California, Apple al-
leged Microsoft's Windows operating system copied the look and feel of
its user interface, including the use of overlapping and resizable win-
dows. 10 5 Microsoft responded that Apple had licensed many of the el-
ements to Microsoft and that the other similar elements were not

101. See infra note 111 and accompanying text.
102. A Pictorial History of the "Apple Desktop Interface" from the Years 1979 - 2000,

http://www.jeremyreimer.com/apple-screens.html (last visited February 13, 2009).
103. 799 F. Supp. 1006 (N.D. Cal. 1992).
104. Apple Computer, Inc. v. Microsoft Corp., 799 F. Supp. 1006, 1015 (N.D. Cal.

1992), affd in part, rev'd in part, 35 F.3d 1435 (9th Cir. 1994).
105. Apple, 799 F. Supp. at 1016-17.
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copyrightable.' 0 6 After the court in Apple eliminated from considera-
tion the elements of Microsoft's software that were under license to
Microsoft, the remaining elements seemed to lack creativity or origi-
nality.1 0 7 The court noted that Apple was not even the originator of
the graphic user interface with "moveable rectangular overlapping
windows, window tabs that represented files and information, a
muted background to make the windows and tabs stand out, point and
click manipulation of windows and tabs, and pop-up menus, among
other graphical features," but rather those elements were all features
of Xerox's program, Smalltalk.10 8 With many elements removed from
consideration as being licensed and the rest seeming to lack creativity
or originality, the court found that Microsoft was not guilty of copy-
right infringement because there were no copied copyrighted elements
that were not already licensed.' 0 9

Thus, Apple licensing features of its graphic user interface to
Microsoft arguably led to a weakening of its look and feel copyright.
Elements of Apple's interface may have seemed original and creative
when seen in the context of the whole, but after the court removed the
licensed elements, the Apple interface lost its gestalt effect. Seen
through the lens of Microsoft Windows's pervasive market presence
and hindsight bias, certain elements of Apple's operating system
might have seemed less original and worthy of copyright protection
than if they had been seen as a total package. Furthermore, licensing
can also endanger a copyright if it increases the chances of it becoming
standard per Lotus v. Borland.110 Interestingly, since the court's deci-

106. Id.
107. The court granted partial summary judgment on those elements that it consid-

ered covered by the license in Apple Computer, Inc. v. Microsoft Corp., 717 F. Supp.
1428 (N.D. Cal. 1989). The court determined that:

[C]opyright protection does not extend to any of the 10 individual items on the
first list that have not previously been deemed to be covered by the 1985 Agree-
ment (Al, A8, B1, B2, D1-3, G4-6). The court granted the [summary judgment]
motion as to each of the items on three different grounds: merger (all but Dl
and G6); scenes a faire (all); due to limited number of ways to express idea (Al,
D1, G6). The court also ruled that 25 of the 54 items in the lists of similarities
alleged against HP's NewWave products were not original to Apple, that 36 of
the items were excluded from copyright protection under § 102(b), and that
limited protection was afforded 17 items under scenes a faire and 20 items be-
cause of merger of idea and expression. Only item H2, the use of a trash can to
represent the discard folder, was determined not to be covered under any of the
separate motions.

Apple, 799 F. Supp. at 1026-27.

108. Id. at 1017-18.
109. Id. at 1047.
110. 49 F.3d 807 (1st Cir. 1995).
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sion in Apple, Apple has chosen to patent its graphic user interface
and user-interface innovations rather than rely on copyright. 1 11

V. SCENES A FAIRE: HOW AN EXPRESSION
BECOMES STOCK

Copyright denies protection for stock scenes a faire in which the
element used is so common that it can be expected in works of a par-
ticular genre. 1 12 The process of how an otherwise copyrightable char-
acter or scene becomes stock is copyright genericide.

A. STOCK ELEMENTS OTHERWISE MEET THE STANDARD FOR

COPYRIGHTABILITY

Most stock elements would meet the de minimis creativity re-
quirement for copyright. 1 13 Unlike the Japanese legal system's crea-
tivity standard that excludes original but highly mundane
expressions, a U.S. copyright includes all but fragmentary words or
phrases, slogans, and alphabetical phone books. 114 Although copy-
right law also has an originality requirement, stock elements theoreti-
cally must have been original once, as exemplified by the once very
original, and now very clich6, dramatic scene involving a damsel in
distress tied to a train track.

Augustin Daly, an up and coming American playwright, wrote
and produced his first original play, Under the Gaslight, in 1868.115 It
has been stated that:

The chief value of [Daly's] play and its popularity depended
upon an incident in the third scene of the fourth act, com-
monly described as the railroad scene, where one of the char-
acters is laid helpless upon a railroad track upon which a

111. See Owen Linzmayer & Bryan Chaffin, July 25-31: Lisa, Apple Setback in
Microsoft Lawsuit, THE MAC OBSERVER, Oct. 28, 2004, http://www.macobserver.com/col-
umns/thisweek/2004/20040731.shtml ("While we are on the subject, note that it was
copyright infringement for which Apple was suing Microsoft. Today, Apple has been
relying on patents to protect its GUI and user-interface innovations, making any new
such lawsuits against would-be copycats a much different case.").

112. The doctrine of scenes a faire can also exclude naturally flowing scenes a faire
in which the expression follows naturally from the idea.

113. Feist Publ'ns, Inc. v. Rural Tel. Serv. Co., 499 U.S. 340, 348-49 (1991).
114. Dennis Karjala, Copyright Protection of Computer Software in the U.S. and Ja-

pan: Part 11, 7 EUR. INTELL. PROP. REP. 231, 232 (1991) ("The analysis might sound more
coherent to a Western ear if undertaken in terms of the idea/expression distinction,
coupled with such doctrines like the merger of idea and expression and scenes a faire.");
see also Productivity Software Int'l v. Healthcare Techs., 37 U.S.P.Q.2d (BNA) 1036,
1039-40 (S.D.N.Y. 1995) (showing all similarities between the plaintiffs program and
defendant's programs were relevant to uncopyrightable features and scenes a faire in a
computer copyright case).

115. Daly v. Palmer, 6 F. Cas. 1132, 1132 (S.D.N.Y. 1868) (No. 3552).
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railroad train is momentarily expected that will run him
down and kill him, and just at the last moment another of the
characters contrives to reach the intended victim and drag
him from the track as the train rushes in and passes over the
spot.

11 6

This clever plot twist was so popular that it appeared the next
year in a competitor's play. British playwright Dion Boucicault's play,
After Dark, featured a scene in which one of the characters swoops in
to rescue a body from a railroad track just in time to prevent it from
being run over by a passing train. In finding copyright infringement,
Justice Blatchford of the Circuit Court of the Southern District of New
York held that Boucicault's railroad scene "contains everything which
makes the 'railroad scene' in the plaintiffs play attractive, as a repre-
sentation on the stage."1 17 Because both plays had a villain who in-
tentionally places a victim on the track with the purpose of having
him killed, only to be rescued at the last minute by the hero of the
play, Boucicault's play unlawfully infringed Daly's.1 18 Eventually,
this clever railroad scene became so popular that it is now perhaps the
most recognizable example of stock.

When examining how a once original dramatic element like the
railroad scene became stock, the question is not whether the railroad
scene was ever copyrightable, which it clearly was, but rather how the
railroad scene lost its copyright. It is possible that the railroad scene
fell into the public domain before it became the clich6 of early twenti-
eth century melodramas, but it is easy to see how the railroad scene or
other copyrighted works could become stock elements during the life
of a copyright through overuse or mismanagement. For instance,
none of the stock elements in relatively new genres such as the West-
ern, film noire, disco music, the sitcom, reality television, rock and
roll, or punk music should have entered the public domain, and yet
there are many features of those particular genres that courts would
exclude under copyright law as stock scenes a faire. At some point,
certain idiosyncratic elements of those genres have became stock, and
were thus excluded from copyright, illustrating that copyrighted
works can become stock through overuse, misuse, or mismanagement
by owners, authors, or third parties.

116. Brady v. Daly, 175 U.S. 148, 149 (1899) (Peckham, J., statement prior to
opinion).

117. Daly, 6 F. Cas. at 1138.
118. Id.
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B. BECOMING STOCK

One theoretical way that elements can become stock is through a
failure to enforce rights. Failure to enforce rights can be due to lazy or
negligent copyright owners, but the failure to enforce rights can also
occur in genres or markets where borrowing is part of the culture,
such as the jazz and hip-hop cultures. Jazz musicians have long ap-
propriated, or generously quoted, from other musicians they ad-
mire.1 19 An example of musicians repeatedly quoting music until it
becomes stock is the popular bebop introduction to the Jerome Kern
tune, All the Things You Are. The introduction is very unique and
would easily be copyrightable on its own. However, because the intro-
duction is so popular and has been quoted so frequently, it is now the
standard introduction to the tune. Although the authorship of the in-
troduction to All the Things You Are is not widely known, some indi-
viduals suggest that the author was Dizzy Gillespie ("Dizzy"). 120 If

Dizzy is in fact the author, he has not prevented other individuals
from copying the introduction and now most jazz musicians would
consider it a stock, or expected, feature of playing All the Things You
Are. Thus, if Dizzy tried to assert his copyright in the introduction
element to All the Things You Are now, he would probably fail. Simi-
larly, in the rhythm and blues context, at least one commentator has
suggested that James Brown's scream has been copied so often by
other soul or rhythm and blues artists that it would now be considered
stock scenes a faire for being so common. 121

The doctrine of stock scenes a faire operates much like the real
property construct of adverse possession in that both legal theories
channel goods to their highest utility user. 122 Adverse possession is

119 Se. p.o. RP.tri7 Snrin Pn.qt-RPn.inrn.in.nn, in MAPPINi. PFN.IAMItN" Th- WnRIw

OF ART IN THE DIGITAL AGE 301, 306-07 (Hans Ulrich Gumbrecht & Michael Marrinan
eds., 2003).

120. Review of Phil Woods' Little Big Band's Album "Real Life", https://www.where
house.com/music/product-detail.jsp?id=860490 (last visited Feb. 15, 2009); Ken Dryden,
Description of Dave Frank's Album "Turning it Loose!", ALL Music GUIDE, http://home.
napster.com/ns/music/album.html?album-id=12932628; Ben Ratliff, JAZZ REVIEW;
Whatever the Disguise, You Can Name That Tune, N.Y. TIMES, November 21, 2000,
available at http://query.nytimes.com/gst/fullpage.html?res=9805E5D71F3BF932A157
52C1A9669C8B63.

121. Kent Milunovich, The Past, Present, and Future of Copyright Protection of
Soundalike Recordings, 81 J. PAT. & TRADEMARK OFF. Soc'Y 517, 542 (1999).

122. The adverse possession analogy is problematic with copyright, however, be-
cause there is a potential lack of notice. Adverse possession works with real property
because it is easy to presume notice-if I own a piece of property that I care about, I will
probably check on the property at least once in the statutory period (typically 20 years)
to make sure that no one is acting adverse to my interests. However, there is less notice
in the case of private property or chattel. This often comes up regarding art-although
an individual may own and display a work of art for the statutory period, most courts
hold that the statutory period does not start tolling until after the artist has received
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the process through which individuals can acquire title to another's
real property without compensation by holding the property in a man-
ner that conflicts with the true owner's rights. 123 The law of adverse
possession assumes that the squatter values the property more than
the true owner of the property because the squatter is making use of
the property without the true owner objecting to the squatter's use of
the property in question. Similarly, if Dizzy is not enforcing his copy-
right by protecting the introduction to All the Things You Are, it is
because it is not worth the cost of enforcement to Dizzy, or, more likely
in this situation, Dizzy may gain more by sharing the composition
freely with the jazz community than by enforcing his copyright. Ei-
ther way, the law should not interfere. By allowing Dizzy's copyright
to weaken or disappear, the law allows for more access where the
value of the protection incentive to the copyright holder is low. 124

In many ways, stock scenes a faire acts like the continuing re-
newal scheme suggested by Professor Landes and Judge Posner in
which copyright owners can have a very long copyright term only if
they continue renewing the copyright. 125 Under Judge Posner's
scheme, only copyrights with minimal value will end up being re-
newed, ensuring that only those copyrights get long terms and strong
protection. 12 6 The doctrine of stock scenes a faire performs this func-
tion by decreasing protection to those works whose owners have not
properly policed them. Thus, an individual's active defense of a copy-
right may keep an element from becoming stock.

Although it may be difficult for copyright owners to police all ille-
gitimate uses of their copyrights, a few isolated and unlawful uses of
their copyrights are not sufficient for an element to become pervasive
enough to be stock. If the owner of the copyright pursued his rights in

notice of the use. Copyright is even worse because there is no one place where the prop-
erty right resides as there is in real property or even art.

123. See Michael J. Arnett, Adverse Possession of Copyright: A Proposal to Complete
Copyright's Unification with Property Law, 31 J. CORP. L. 187, 194-95 (2005) (arguing
that adverse possession should apply to copyright as well).

124. Id.; William M. Landes, Copyright, in A HANDBOOK OF CULTURAL ECONOMICS
132, 133 (Ruth Towse ed., 2003) ("[T]he question of how extensive copyright protection
should be . . . depends on the costs as well as the benefits of protection.").

125. See generally William M. Landes & Richard A. Posner, Indefinitely Renewable
Copyright, 70 U. CHI. L. REV. 471 (2003) (proposing 20 year terms, renewable
indefinitely).

126. Id. Landes and Posner's empirical analysis showed that if copyrights were re-
newed after 28 year terms, only 11 percent of the copyrights were renewed after the
first term due in part to the relatively short life expectancy of some copyrights and
copyright owners sensitivity for paying renewal fees. Under this scheme, most copy-
rights would expire after a short time. Although some valuable copyrights would get
renewed indefinitely, Landes and Posner argue this would be beneficial because, similar
to an argument for privatizing property, it would incentivize owners of such marks to
efficiently exploit them.
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even just one of the aforementioned instances, it would send a mes-
sage to the world that the work in question is under copyright and
that unauthorized users would be subject to litigation. This is the
case with the Happy Birthday song. Although the song may be in-
fringed millions of times a year, the owners of the song still prosecute
enough high profile uses (e.g. movies or TV shows) that it is clear the
owners value the copyright.

VI. DIMINISHING MEANS OF EXPRESSION AND THE
MERGER DOCTRINE

The merger doctrine limits copyright over limited means of ex-
pression to thin or no protection. 127 Copyright genericide occurs when
diminishing means of expression cause a thin copyright to get thinner,
possibly to the point of nonexistence.

A. "THIN" COPYRIGHT

Under the merger doctrine, the fewer the number of expressions
available to communicate an idea, the thinner the copyright protection
will be for any one of those expressions. Since the Supreme Court case
of Feist Publications, Incorporated v. Rural Telephone Service Com-
pany,1 28 copyright law has repudiated the sweat of the brow doctrine
and excluded works that lacked creativity but involved significant in-
vestment of time and energy. 129 The more limited the number of ex-
pressions for an idea, the more authorship resembles discovery, or
sweat of the brow, rather than creation. Thus, if the number of ex-
pressions for an idea are very limited, it is as if the author is merely
discovering one of the few possible means of expression instead of cre-
ating it.

Additionally, the scarcer the number of expressions for an idea,
the more valuable each one of those expressions is and the law should
hesitate before giving monopolies on such expressions. The access
versus incentives balance suggests that as the cost for denying access
to a valuable expression goes up, the incentive value for new author-
ship should also go up.130 The incentive value cannot go high enough
with limited expressions, however, because there is only a small de-
gree of creation involved to be incentivized, and under Feist it is im-

127. See, e.g., Ets-Hokin v. Skyy Spirits, Inc., 323 F.3d 763, 766 (9th Cir. 2003) (re-
quiring "virtually identical copying" for a thin copyright).

128. 499 U.S. 340 (1991).
129. Feist Publ'ns, Inc. v. Rural Tel. Serv. Co., 499 U.S. 340, 352-53 (1991).
130. See William M. Landes & Richard A. Posner, An Economic Analysis of Copy-

right Law, 18 J. LEGAL STUD. 325, 326 (1989).
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permissible to incentivize discoveries. 13 1 Consequently, the only way
to restore the proper access versus incentive balance is to limit the
copyright protection in limited expressions to a very thin copyright.
As the number of available expressions change, the copyright protec-
tion for such expressions should theoretically be able to get thicker or
thinner.

B. "THINNING" COPYRIGHT: USING A DYNAmIc MARKET DEFINITION

FOR ASCERTAINING "LIMITED"

The thin/thick distinction of copyright protection should arguably
be a dynamic process where the strength of a copyright decreases
when the number of expressions available to communicate an idea di-
minishes, or vice versa. It is difficult to determine the number of ex-
pressions for an idea and whether that number will change ex ante. A
copyright in shampoo instructions may initially receive fairly robust
copyright protection before it becomes apparent that there are a lim-
ited number of ways to say lather, rinse, and repeat.1 3 2 Similarly,
when the personal computer was first introduced, there were infinite
ways to design a user interface. Once the personal computer systems
standardized to include a keyboard, a screen, and a mouse, however,
graphical user interfaces quickly became dominant. In this way,
shifts in market preferences, due to changes in technology or changes
in society, play a big role in determining the number of available ex-
pressions. Thus, in making the determination of how thick or thin a
copyright should be, courts should focus on the extent a thick copy-
right would exclude others from the market.

A market definition of possible expressions is perhaps best seen
with popular music copyrights. Although there are an infinite number
of pitches, the traditional western music system uses only twelve, and
usually only seven at a time.133 Most commercially viable popular
songs are two and a half minutes to five minutes long and rely on
some combination of verse, chorus, and bridge. Many songs are heav-
ily based on the chord relationship and progression of I - IV - V - I,
easily recognized in Richard Berry's Louie Louie and the Troggs' Wild

131. Feist, 499 U.S. at 347.
132. See, e.g., Sebastian Int'l v. Consumer Contact (PTY) Ltd., 664 F. Supp. 909

(D.N.J. 1987) (finding copyrightable a hair product container's brief description of the
quality of its contents), rev'd on other grounds, 847 F.2d 1093 (3d Cir. 1988).

133. Although there are 12 distinct pitches (all the black and white keys on the
piano in between two of the same notes) the major and minor scales, which are by far
the most popular musical structures, only use 7 of those notes at a time. Cf Ronald P.
Smith, Note, Arrangements and Editions of Public Domain Music: Originality in a Fi-
nite System, 34 CASE W. RES. L. REV. 104, 104 (1983) (assuming that there are only 12
pitches involved in music protected by copyright).
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Thing.134 Similarities are particularly obvious in specific musical
forms, such as the twelve bar blues form. Blues songs use the same
twelve bar chord progression and include similar call and response
patterns; copyright for a blues song does not include those common
elements. 13 5 To the extent that the market for pop music has limited
variety in structure, melody, chord progression, and orchestration, 13 6

courts seem to be granting thinner copyright protection for works
within that genre.13 7 This explains the near interchangeability of the
guitar parts for Louie Louie and Wild Thing without any apparent
copyright violation. As popular music continues to become more stan-
dardized to reflect the tastes of the market, there may be even fewer
successful music copyright challenges brought.

Because the thinness of copyrights in popular music depends in
part on the market's musical preferences, the strength and scope of
the copyrights will shift as market preferences shift. This can be true
in other areas where market preferences strongly dictate the form and
content of copyrighted works, for instance television shows and adver-
tising. Thus, although the thin versus thick distinction appears to be
a snapshot view, it is more correctly a dynamic rule that as individu-
als discover new expressions or eliminate possible expressions, there
will be a corresponding increase or decrease in copyright protection.

134. Interestingly, although the expression has remained essentially unchanged
over the years, the idea behind the expression has undergone significant change. For
instance, there is an entire website and counter-culture (and, apparently, an FBI inves-
tigation) devoted to interpreting the meaning behind Louie Louie. Eric Predoehl, The
F.B.I Investigation of the Song "Louie Louie", http://www.louielouie.net/ll-fbi.htm (last
visited Feb. 15, 2009).

135. Blues are based on the same three chords that Louie Louie is based on-I-IV-V.
Call response is a musical pattern where one musical element presents a theme and
another presents a complimentary theme. An example of call and response is the Who
song My Generation: "[call] people try to put us down," "[response] talkin' 'bout my
generation."

136. Orchestration is the choice of instruments in a musical composition. Although
orchestration is arguably not protected by music copyright, other similar aspects of mu-
sic such as rhythm have been increasingly held to be an essential part of the infringe-
ment analysis in music copyright cases. See generally Smith, supra note 133.

137. See, e.g., Newton v. Diamond, 349 F.3d 591 (9th Cir. 2003) (denying copyright
protection in a three note selection from a larger composition). In Newton, the three
note selection had been used as a sample from the recording that the plaintiff did not
have the copyright to, although he had the copyright in the underlying composition.
After eliminating certain performance techniques from the "composition" (the court
seemed to presume that the composition was what could be written on paper using
traditional music notation, as opposed to the performance which was recorded) the court
determined that the defendant's use was de minimis, i.e. that copyright protection did
not attach to such a short portion of a melody. Newton, 349 F.3d at 598.
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VII. CONCLUSION

Copyright genericide is the dynamic theory that, like trademark
genericide, copyrighted works can lose their copyright protections
through overuse, misuse, or changed circumstances. Limiting doc-
trines in copyright have traditionally enforced the proper access ver-
sus incentives balance at the birth of a copyright, however copyrights
originally had a term limit of only twenty-eight years with a possible
twenty-eight year extension. 138 Now copyrights last for the life of the
author plus an additional seventy years and Congress may extend the
copyright term further before copyrights begin expiring again in
2015.139 Copyright law has become like modern man, creaking along
in a structure designed to function for only half of its current lifespan.
As copyright terms begin to look more like the indefinite terms for
trademarks, it is no surprise that copyright's limiting doctrines would
begin to resemble trademark's limiting doctrines, particularly the dy-
namic nature of trademark genericide.

Perhaps as a result of the lengthened copyright term, some courts
have applied copyright doctrines dynamically over the life of a copy-
right to enforce the access versus incentives balance. While courts
never explicitly acknowledge it, their reasoning in these cases implic-
itly reflects a genericide analysis. Genericide happens primarily
through popularity (becoming standard or stock), or through rarity
(diminishing number of expressions). Copyright owners can ostensi-
bly avoid genericide by allowing competitors non-infringing access to
the ideas behind the expression and by actively defending their copy-
right against infringement. However, as more become copyrighted
and little to no copyrighted works enter the public domain, there is a
possibility that many, if not all, copyrighted works will experience a
thinning of copyright, particularly in crowded copyright markets such
as popular music.

138. Act of May 31, 1790, ch. 15, 1 Stat. 124.
139. Copyright Act of 1976 § 302(a), 90 Stat. 2541, 2572-73 (codified as amended by

the Sonny Bono Copyright Term Extension Act § 102(b), 17 USC § 302(a) (2006)).
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