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I. INTRODUCTION: 

The attorney-client privilege and the work product doctrine 
are increasingly the subject of intensive litigation in civil, 
criminal and administrative proceedings. And although each is 
doctrinally distinct, the underlying principles are common enough 
to make them companion issues in many cases. One of the reasons 
why the area is so controversial, is that the federal rules of 
evidence have left the subject of privilege to common law 
development. 

This paper attempts to sketch an outline of both the 
attorney-client privilege and the work product doctrine. The 
focus is to highlight the basic elements of each doctrine, to 
note the similarities between the two and to consider the 
impact on each that recent decisions have had, especially the 
Supreme Court's recent decision in Upjohn Co. v. United States, 
101 S. Ct. 677 (1981). 

II. The Attorney-Client Privilege 

A. Statement of the Rule 

The attorney-client privilege is not codified in the Federal 
Rules of Evidence. Instead, the "privilege" section of the 
Federal Rules is limited to a single general rule: 

Except as otherwise required by the Constitution 
of the United States or provided by act of Congress 
or in rules prescribed by the Supreme Court pursuant 
to statutory authority, the privilege of a witness, 
person, government, state or political subdivision 
thereof shall be governed by the principles of the 
common law as they may be interpreted by the courts 
in the United States in the light of reason and 
experience. However, in civil actions and pro-
ceedings, with respect to an element of a claim or 
defense as to which state law supplies the rule of 
decision, the privilege of a witness, person, 
government, state, or political subdivision thereof 
shall be determined in accordance with state law. 
Federal Rules of Evidence, Rule 501 (emphasis added). 

The attorney-client privilege, then, is to be interpreted according 
to common law principles in light of reason and experience. 
Wigmore has phrased the common-law essentials of the attorney-
client privilege as follows: 

Where legal advice of any kind is sought from 
a professional legal advisor in his capacity as 
such, the communications relating to that purpose, 
made in confidence by the client, are at his instance 
permanently protected from disclosure by himself or 
by the legal advisor, except the protection be 
waived. 8 Wigmore on Evidence § 2292. 
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B. Conflicts Problems 

When a federal question is at issue, the attorney-client 
privilege will be determined by federal common law. Where a 
substantive right under state law is being litigated, in com-
parison, in a diversity action, state law would control. There 
is some authority, however, that where federal and pendent state 
law claims are raised together, the federal common law privilege 
applies to both claims. Thus in Perrignon v. Bergen Brunswig 
Corp., 77 F.R.D. 455, 458 (N.D. Cal. 1978), the court stated that 
since "[o]nce the confidentiality is broken, the basic purpose 
of the privilege is defeated," the federal common law would 
have to apply to pendent state claims as well. 

c- The Various Aspects of the Attorney-Client Privilege: 

1. "Where Legal Advice of any Kind is Sought" 

The attorney-client privilege only applies to communications 
made to facilitate the rendition of professional legal services 
to the client. 

a. What Constitutes "Legal" Advice 

Attorneys often are involved with giving business or other 
advice separate from "legal" advice. To the extent communi-
cations between attorney and client are deemed unrelated to 
legal advice, the attorney-client privilege does not extend. 

(i) Business Advice: 

For privilege to exist, the lawyer must be functioning as 
an advisor giving predominantly legal, as opposed to business 
advice. Seiffer v. Topsy's International, Inc., 69 F.R.D. 
69 (D. Kan. 1975). 

See also, Congoleum Industries, Inc. v. GAF Corp., 49 
F.R.D. 82, 86 (E.D. Pa. 1969), aff'd without opinion, 478 F.2d 
1398 (3d Cir. 1973), where the court held that reports "of 
general corporate business decisions as opposed to legal 
advice based upon confidential information" were not privileged. 

But see, Hercules, Inc. v. Exxon Corp., 434 F. Supp. 
136 (D. Del. 1977) (communications to keep attorney generally 
apprised of business developments in a patent case where legal 
advice was being given was held to be privileged). 

Thus "nonlegal considerations" may remain protected 
along with legal advice if they are relevant to the legal 
consultation. The test is whether the ultimate decision 
requires the exercise of a business or a legal judgment. 
SCM Corp. v. Xerox Corp., 70 F.R.D. 508 (D. Conn.), appeal 
dismissed, 534 F.2d 1031 (2d Cir. 1976). 
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(ii) Technical Advice: 

No privilege attaches to determining patentability and 
processing patent application, since the lawyer is not thereby 
giving legal advice in the accepted sense, but is merely 
performing tasks that could as easily be performed by non-
lawyers. Underwater Storage, Inc. v. United States Rubber Co., 
314 F. Supp. 546 (D. D.C. 1970). 

Similarly, communications that are exclusively technical, 
as compared with technical documents that are primarily 
concerned with giving legal advice, are non-privileged. 
Eutectic Corp. v. Metco, Inc., 61 F.R.D. 35 (E.D.N.Y. 1973). 

(iii) Investigation by Counsel 

One area of difficulty arises where attorneys are utilized 
for purposes of special investigations. Generally, communi-
cations to attorneys conducting investigations are privileged only 
if the information is being gathered to aid the attorney in 
giving legal advice. 

Thus in Securities and Exchange Commission v. Canadian 
Javelin Ltd., 451 F. Supp. 594 (D.D.C. 1978), and Osterneck v. 
E.T. Barwick Industries, Inc., CCH Fed. Sec. L. Rptr. 1196,819 
(N.D. Ga. 1979), claims of privilege were rejected where attorneys 
were employed to investigate compliance of the respective 
companies with consent decrees involving securities violations. 

The difficulty of drawing lines concerning whether communi-
cations are given for "legal" advice in investigatory cases can 
be illustrated by the Eighth Circuit's opinions in Diversified 
Industries, Inc. v. Meredith, 572 F.2d 596 (8th Cir. 1978). There 
a corporate defendant sought to protect from discovery the 
contents of certain memorandum and report prepared for its 
benefit by a law firm which had been hired to investigate 
allegations that its employees maintained a "slush" fund to 
bribe purchasing agents of other companies with whom the 
defendant corporation had dealings. On the initial hearing, 
Judge Henley for the Court of Appeals held that the privilege 
did not extend: 

[W]e are persuaded that Law Firm was not 
hired by Diversified to provide legal services 
or advice. It was employed solely for the purpose 
of making an investigation of facts and to make 
business recommendations with respect to the future 
conduct of Diversified in such areas as the results 
of the investigation might suggest. The work that 
Law Firm was employed to perform could have been 
performed just as readily by non-lawyers aided to 
the extent necessary by a firm of public accountants. 
Thus Diversified has failed to satisfy one of the 
requisites of a successful claim of attorney-client 
privilege. 572 F.2d at 603. 
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On a subsequent hearing en banc, the court reversed, holding, 
Heaney, Circuit Judge, that it was "clear" that "the communi-
cations were made for the purpose of securing legal advice for 
the corporation." 572 F.2d at 610. The reason for the 
"clarity" was that since the matter was committed to a pro-
fessional legal advisor, "it was prima facie committed for the 
sake of legal advice and was, therefore, within the privilege 
absent a clear showing to the contrary." 572 F.2d at 610. 
Judge Henley, however, in concurring in part and dissenting 
in part, disagreed. He stated that "[a] communication is not 
privileged simply because one of the parties to it is a lawyer." 
572 F.2d at 612. 

But see, In re Franklin National Bank Securities Litigation 
445 F. Supp. 723 (E.D. N.Y. 1978), Supplementary Opinion, 449 F. 
Supp. 574 (E.D.N.Y. 1978) (the court rejected the Eighth Circuit 
test that an attorney is prima facie retained to render legal 
service or advice). 

The Supreme Court's recent decision in Upjohn v. United 
States, 101 S. Ct. 677, 685 (1981), extends the attorney-client 
privilege to investigations impliedly conducted for the 
rendering of legal advice. 

b. Exceptions: Communications Made in Furtherance of a 
Crime or Fraud, Made by Joint Clients in a Later Case 
Between Those Clients, or When the Client Sues the 
Attorney for Malpractice 

(i) In Furtherance of Crime or Fraud: 

The attorney-client privilege may be forfeited by "con-
structive fraud" practiced by a corporation and an attorney on 
authorities of the state. United States v. Faltico, 586 F.2d 
1267 (8th Cir. 1978). 

To invoke the forfeiture rule, however, there must be a 
prima facie showing that the client was engaged or planned to 
engage in illegal or fraudulent activities when the legal 
advice was sought. In re Murphy, 560 F.2d 326 (8th Cir. 1977). 

(ii) Joint Clients in Subsequent Actions Between Themselves 

When the same attorney represents the insured and insurer 
in earlier tort actions, communications to the attorney are not 
privileged in a later suit by the insured against the insurer. 
Chitty v. State Farm Mut. Auto. Ins. Co., 36 F.R.D. 37 (E.D.S.C. 
1964). See also, Southeastern Pennsylvania Transportation 
Authority v. Transit Casualty Co., 55 F.R.D. 553 (E.D. Pa. 1972) 



w h e n the Client Sues the Attorney for Malpractice 
When the client puts in issue the attorney-client relationship, 

the confidential character of the relationship is negated and the 
privilege no longer extends. Tasby v. United States, 504 F.2d 
332 (8th Cir. 1974), cert, denied, 419 U.S. 1125 (1975). 

2. "From a Professional Legal Advisor in His 
Capacity as Such" 

In order for the privilege to be 
applicable, the parties to the communication 
in question must bear the relationship of 
attorney and client. Moreover, the attorney 
must have been engaged or consulted by the 
client for the purpose of obtaining legal 
services or advice—legal services or advice 
that a lawyer may perform or give in his 
capacity as a lawyer, not in some other 
capacity. Diversified Industries, Inc. v. 
Meredith, 572 F.2d 596, 602 (8th Cir. 1978). 

a. House Counsel Providing Regular Assistance 

The attorney-client privilege applies to an in-house 
counsel providing legal assistance on a regular basis, if he 
is a member of some local, state or federal bar. United States 
v. United Shoe Machinery Corp., 89 F. Supp. 357, 360 (D. Mass. 
1950); Malco Manufacturing Co. v. Elco Corp., 45 F.R.D. 24, 
26 (D. Minn. 1968); North American Mortgage Investors v. First 
Wisconsin National Bank of Milwaukee, 69 F.R.D. 9 (E.D. Wis. 1975). 

b. Outside Counsel Retained for a Particular Matter 

While bar membership in the state where the services were 
rendered was traditionally required for the privilege to apply, 
the tendency is to require only some bar membership: 

Bar membership should properly be of the 
court for the area wherein the services are 
rendered, but this is not a sine qua non, e.g., 
visiting counsel, long distance services by 
correspondence, pro hac vice services . . . for 
which local authorities do not insist on admission 
to the local bar. Zeneth Radio Corp. v. Radio 
Corporation of America, 121 F. Supp. 792, 294 
(D. Del. 1954). 

c. Agents of the Attorney 

Where accountants, legal assistants and investigators are 
employed by the attorney and report directly to the attorney, 
the courts are more likely to extend the attorney-client 
privilege to these agents than otherwise. 
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Thus in United States v. Cote, 456 F.2d 142 (8th Cir. 
1972), the privilege was extended to an accountant who had 
been employed by a tax attorney before formulating and 
rendering legal advice. The court stated that the result 
would not have been the same had the lawyer first given 
advice and then employed the accountant to make the mathe-
matical calculations. 

Compare, Rayette-Faberge, Inc. v. John Oster Manufacturing 
Co., 47 F.R.D. 524, 526 (E.D. Wise. 1969), where the attorney-
client privilege did not extend to communications between the 
attorney and the patent agent because the attorney had not 
directly supervised the work of the patent agent. 

d. The Fact of the Attorney-Client Relationship is Not 
Privileged 

Facts concerning the existence of the attorney-client 
relationship, the general nature of the services to be rendered, 
and the terms of the engagement are not within the attorney-
client privilege. 

This issue was specifically addressed in Diversified 
Industries, Inc. v. Meredith, 572 F.2d 596, 603 (8th Cir. 
1978). There the court stated as follows: 

That memorandum contained no confidential 
information. It did little more than reveal 
the relationship between the parties, the pur-
pose for which Law Firm had been engaged, and 
the steps which the Firm intended to take in 
discharging its obligation to Diversified. 
Such a document is not privileged. 

3. "The Communications Relating to that Purpose" 

The Supreme Court has recently reiterated that "[t]he 
privilege only protects disclosure of communications; it does 
not protect disclosure of the underlying facts by those who 
communicated with the attorney." Upjohn Co. v. United States, 
101 S. Ct. 677, 685 (1981). 

Moreover, the contents of a communication must be for 
the purpose of seeking legal advice. 

a. Preexisting Documents 

A preexisting document does not become privileged simply 
because the client gives it to his attorney. 

Thus, for example, in Bauer v. Orser, 258 F. Supp. 338 (D. 
N.D. 1966), cancelled checks and bank statements turned over by 
taxpayers to their attorney were held not to be within the 
attorney-client privilege, since all were preexisting documents 
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which had not been prepared to communicate with their attorney 
in confidence. See also, United States v. Grand Jury Investi-
gation, 401 F. Supp. 361 (W.D. Pa. 1975). 

b. Matters Observed 

Matters observed by the attorney which are not intended to 
be communicative are not privileged. Thus a nod intended to 
be assertive would constitute a communication. In comparison, 
matters that the attorney had merely observed about the appearance 
of the client during the period of his representation might 
not.be protected. In the Matter of Carl Walsh, A Witness Before 
the Special September 1978 Grand Jury, 623 F.2d 489 (7th Cir. 1980). 

c. Communications by Individuals Who are Not Clients 

In re Grand Jury Subpoena Involving Charles Dice, 483 F. Supp. 
1091 (D. Minn. 1979), the court held that communications which 
had been given to an outside counsel by the corporation's outside 
auditors and tax attorney from the corporation's legal department 
while discussing a tax problem involving possible illegal 
payments and criminal violations were not communications made 
by a client and hence not protected by the privilege when written 
up in a memorandum by the attorney. 

See also, Bird v. Penn Central Co., 61 F.R.D. 43, 46 (E.D. 
Pa. 1973): "Therefore, to the extent the information sought 
to be discovered was not conveyed to counsel by his client, 
the attorney-client privilege is inapplicable." 

4. "Made in Confidence" 

The essence of the attorney-client privilege is that 
"confidences" vested in an attorney by a client should be 
protected. Thus where facts indicate that confidentiability 
was not intended, the privilege will not extend. 

a. Communications in the Presence of or to be Communicated 
to Third Persons 

(i) Intended to be Communicated to Third Persons 

" [I]t is well established that communications between an 
attorney and his client, though made privately, are not privi-
leged if it was understood that the information communicated 
in the conversation was to be conveyed to others." United 
States v. Tellier, 255 F.2d 441, 447 (2d Cir. 1948). 

(ii) Communications in the Presence of Third Persons 

So too, communications made in the presence of third 
parties will preclude the recognition of the privilege. 
Tutson v. Holland, 50 F.2d 338 (D.C. Cir.), cert, denied, 
284 U.S. 632 (1931) . 
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The privilege is not negated, however, if the conver-
sation occurred in the presence of an attorney's immediate 
subordinates such as legal secretaries, law clerks, legal 
associates and "the like who habitually report to and are 
under the personal supervision of the attorney through whom 
the privilege passes." 

Similarly, the privilege should not be negated if 
the conversation is intended to be confidential, but is 
overheard by a third person. People v. Decina, 2 N.Y.2d 
133, 157 N.Y.S.2d 558 (1956). 

b. Joint Clients 

Where an attorney represents multiple clients with a common 
interest, the privilege extends to preclude discovery by third 
parties, but as to a subsequent dispute between the clients the 
privilege does not extend: 

The rule is applicable that when two persons 
employ a lawyer as their common agent, their 
communications to him as to strangers will be 
privileged, but as to themselves, they stand on 
the same footing as to the lawyer and either can 
compel him to testify against the other as to 
their negotiations in any litigation between 
them, when the subject of the conversation is 
competent. Grand Truck Western Railroad Co. v. 
H.W. Nelson Co., 116 F.2d 823, 835 (6th Cir. 1941). 

5. "By the Client" 

The attorney-client privilege extends only to communica-
tions made in confidence by a client to an attorney. 

a. The Prospective Client 

The attorney-client privilege extends to prospective as 
well as actual attorney-client relationships. 

Thus where communications are related to the purpose of 
obtaining advice and are made in confidence, they are privi-
leged irrespective of whether the attorney accepts the case 
or receives compensation. Hankobusic v. General American 
Transportation Corp., 31 F.R.D. 264 (W.D. Pa. 1962). 

To the same effect, see Petition of Sawyer, 129 F. Supp. 
698 (E.D. Wise. 1955), aff'd, 229 F.2d 805 (7th Cir.), cert, 
denied, 351 U.S. 966, reh. denied, 352 U.S. 860 (1956), 
where communications made to an attorney consulted by a pro-
spective client in prison were held privileged even though 
the attorney was not hired. 
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b. The Corporate Client 

The attorney-client privilege clearly extends to cor-
porations as well individuals. Radiant Burners, Inc. v. 
American Gas Ass'n, 320 F.2d 314 (7th Cir. 1963). 

Until the Upjohn case settled the issue, a controversy 
existed regarding which individuals within a corporation 
were to be deemed "a client" for the purpose of extending the 
privilege. 

The "control group" analysis limited the privilege to 
individuals who exercised control over corporate affairs. 
Natta v. Hogan, 392 F.2d 686 (10th Cir. 1968). 

The "subject matter" test was first announced in Harper 
Row Publishers, Inc. v. Decker, 423 F.2d 487, 491 (7th Cir. 
1 9 7°)' aff'd per curiam, 400 U.S. 348, reh. denied, 401 
U.S. 950 (1971): 

We conclude that an employee of a corporation, 
though not a member of its control group, is suffi-
ciently identified with the corporation so that his 
communication to the corporation's attorney is privi-
leged where the employee makes the communication at 
the direction of his superiors in the corporation and 
where the subject matter upon which the attorney's 
advice is sought by the corporation and dealt with 
in the communication is the performance by the 
employee of the duties of his employment. 

The Eighth Circuit announced a modified "subject matter" test 
in Diversified Industries, Inc. v. Meredith, 572 F.2d 596 (8th 
Cir. 1978) (en banc), rev'g decision of original panel, 572 
F. 2d 596, 600 (8th Cir. 1977). There the Eighth Circuit 
stated the privilege applies if: 

(1) the communication was made for the purpose 
of securing legal advice; (2) the employee making 
the communication did so at the direction of his 
corporate superior; (3) the superior made the 
request so that the corporation could secure legal 
advice; (4) the subject matter of the communica-
tion is within the scope of the employee's corporate 
duties-; and (5) the communication is not disseminated 
beyond those persons who, because of the corporate 
structure, need to know its contents. 

The debate between the "control-group" and the "subject 
matter" tests was substantially resolved in Upjohn Co. v. 
United States, 101 S. Ct. 677 (1981). There the Court 
disposed of the "control group" test as follows: 



"The control group test adopted by the court 
below thus frustrates the very purpose of the 
privilege by discouraging the communication of 
relevant information by employees of the client 
to attorneys seeking to render legal advice to 
the client corporation. The attorney's advice 
will also frequently be more significant to 
noncontrol group members than to those who 
officially sanction the advice, and the control 
group test makes it more difficult to convey full 
and frank legal advice to the employees who will 
put into effect the client corporation's policy. 
101 S. Ct. at 684. 

Thus while the Supreme Court announced that the parameters 
of the privilege will have to be set on a "case-by-case" basis, 
the Court announced "that the narrow 'control group test' 
sanctioned by the Court of Appeals, in this case cannot, 
consistent with 'the principles of the common law as . . . 
interpreted . . . in light of reason and experience,' F.R.E. 
501, govern the development of the law in this area." 101 
S. Ct. at 686. 

Applied to the facts of this case, where Upjohn employees 
were queried by counsel in connection with an investigation 
to determine the nature and extent of the questionable 
payments, and where the investigation was undertaken for the 
purpose of giving legal advice to the company with respect to 
the payments, answers to this confidential questionaire 
made by employees at the direction of their superiors were 
held to be privileged. 101 S. Ct. 685. 

It is clear, therefore, that the attorney-client privilege 
will no longer be limited to the "control group" of a corporation. 

6. "Are at His Instance Permanently Protected" 

It is the client, not the attorney, who controls the 
exercise of the privilege. Garner v. Wolfurbarger, 430 F.2d 
1093, 1096 n.7 (5th Cir.), cert, denied, 401 U.S. 974 (1970). 

Nonetheless, third persons may raise the issue of privilege 
on behalf of the protected person. Indeed, an attorney must 
generally respect the privilege unless express authorization 
to disclose is received from the client. Thus in Wonneman v. 
Stratford Securities Co., 23 F.R.D. 281, (S.D. N.Y. 1959), the 
attorney was held to have properly asserted the privilege on 
behalf of his client as a ground for refusing complete 
answers to interrogatories, even though it did not appear 
that the client had asserted the privilege. 

7. "From Disclosure by Himself or by the Legal Advisor" 

Where the above factors exist, the communication, in the 
absence of waiver, is immune from discovery or from compelled 
disclosure at trial. 
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8. "Except the Protection be Waived" 

The holder of a privilege may waive its protection at any 
stage of the proceeding. That is, the absence of any of the 
above factors may negate the existence of the privilege. Even 
though all the elements are present to establish a privilege, 
however, it may be waived in a variety of ways. 

a. Waiver During Discovery Proceedings 

Generally once disclosure of privileged matter has 
occurred, the client cannot thereafter regain the protection 
of the privilege. Thus if disclosure is made in the pleadings 
or during discovery, then the courts are likely to hold that 
the privilege has thereby been waived. 

(i) Production of Documents 

If documents containing privileged materials are produced 
during discovery, the privilege has thereby been waived. 

In Underwater Storage, Inc. v. United States Rubber Co., 
314 F. Supp. 546, 549 (D. D.C. 1970), for example, where the 
attorney inadvertently produced for inspection a "privileged" 
letter, the court held the privilege was thereby waived. To 
the same effect, see, United States v. Kelsey-Hayes Wheel 
Co., 15 F.R.D. 461, 465 (E.D. Mich. 1954), where the court 
denied a claim of privilege for "privileged" documents 
inadvertantly produced together with numerous other documents. 

Even more significantly, where production results from a 
court order the privilege has thereafter been waived, even if 
the court erred in ordering production. Kunglig Jarnvagsstyrelsen 
v. Dexter & Carpenter, Inc., 32 F.2d 195 (2d-Cir.), cert, denied, 
280 U.S. 579 (1929); In re Grand Jury Investigation of Ocean 
Transportation, 604 F.2d 672 (D.C. Cir. 1979). 

An exception to the waiver rule for inadvertantly pro-
duced documents has occasionally been recognized where court 
ordered accelerated discovery programs have made it practically 
impossible to protect privileged matters. See e.g., Control 
Data Corp. v. International Business Machines Corp., 16 Fed. R. 
Serv. 2d 1233, 1234 (D. Minn. 1972); Transamerica Computer Co. 
v. International Business Machines Corp., 573 F.2d 646, 651 (9th 
Cir. 1978). 

An attempt to reserve the privilege even while disclosing 
the privileged material, however, will generally be ineffectual. 
See e.g., W.R. Grace & Co. v. Pullman, Inc., 446 F. Supp. 771, 
775 (W.D. Okla. 1976); Malco Mfg. Co. v. Elco Corp., 307 F. 
Supp. 1177 (E.D. Pa. 1969). 
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(ii) Depositors 

Similarly, by failing to seek a protective order or to do 
more than raise an objection during a deposition about privi-
leged materials, once the information has been disclosed the 
client has waived any privilege that may have attached. 
Perrignon v. Bergen Brunswig Corp., 77 F.R.D. 455 (N.D. Cal. 
1978); Daniels v. Hadley Memorial Hospital, 68 F.R.D. 583 (D. 
D.C. 1975); Rosenfeld v. Ungar, 25 F.R.D. 340 (D. Iowa 1960). 

b. Waiver at Trial 

Once "privileged" documents have been used to refresh the 
client's memory for the purpose of testifying, the privilege 
is waived under Rule 612 of the Federal Rules of Evidence. 
Bailey v. Meister Brau, Inc., 57 F.R.D. 11 (N.D. 111. 1972). 

Similarly, failing to object to answering "privileged" 
questions, obviously constitutes a waiver. 

c. Partial Waivers 

"In general the voluntary waiver by a client, without 
limitation, of one or more privileged documents passing between 
a certain attorney and the client discussing a certain subject 
waives the privilege as to all communications between the same 
attorney and the same client on the same subject." Hercules, 
Inc. v. Exxon Corp., 434 F. Supp. 136, 156 (D. Del. 1977). 

This principle operating against partial disclosures is 
grounded on the unfairness "for a client to disclose those 
instances which please him and withhold all other occasions." 
Lee National Corp. v. Deramus III, 313 F. Supp. 224, 227 (D. 
Del. 1970). See also, 8 Wigmore on Evidence § 2327 (McNaughton 
rev. ed. 1961) in support of such a fairness test on whether 
a partial waiver ought to constitute a complete waiver. 

d. Exceptions to Waiver Upon Disclosure 

There are special circumstances where public policy 
favoring full disclosure justifies an exception to the general 
rule that once privileged communications have been temporarily 
or partially disclosed the privilege is no longer applicable. 

(i) Voluntary Disclosure to Law Enforcement or Public 
Investigatory Agencies 

Thus in Diversified Industries, Inc. v. Meredith, 572 
F.2d 596, 611 (8th Cir. 1978) (en banc), the court held that 
materials that had been voluntarily surrendered to the SEC 
pursuant to a subpoena, were not discoverable under a waiver 
theory in a subsequent private action: "As Diversified dis-
closed these documents in a separate and non-public SEC inves-
tigation, we conclude that only a limited waiver of the 
privilege occurred." 
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(ii) Voluntary Disclosure During Settlement Negotiations 
The public policy favoring full disclosure in settlement 

negotiations favors an exception to the waiver rule for 
temporary or partial disclosures. 

Thus in Burlington Industries v. Exxon Corp, 65 F.R.D. 
26 (D. Md. 1974), the court held that voluntary disclosure of 
confidential information during settlement negotiations did 
not constitute a waiver of the entire privilege, but rather 
constituted a waiver of only the materials disclosed during 
the negotiations. 

The court in American Optical Corp. v. Medtronic, Inc., 
56 F.R.D. 426, 431 (D. Mass. 1972), stated the rule as follows 

Bargaining, like litigation itself, partakes 
of the adversary procedure. Negotiated settlements 
are to be encouraged, and bargaining and argument 
precede such settlements. Clients and lawyers 
should not have to fear that positions on legal 
issues taken during negotiations waive the attorney-
client privilege so that the private opinions and 
reports drafted by an attorney for his client 
become discoverable. 

D. Conclusion: 

The attorney-client privilege, as interpreted according 
to the light of reason and experience, can be summarized as 
follows: 

1. The seeking of legal advice; 

2. from an attorney in his legal capacity; 

3. in the form of a communication; 

4. made in confidence; 

5. by the client; 

6. if raised by the client; 

7. are protected by disclosure; 

8. unless waived. 

It should be noted, however, that even where the attorney 
client privilege does not exist or has been waived, protection 
against disclosure may nonetheless be afforded by the work-
product doctrine. Vilastor-Kent Theatre Corp. v. Brandt, 
19 F.R.D. 522 (S.D. N.Y. 1956). 
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III. The Work Product Doctrine 

Although closely related to the attorney-client privilege, 
the work-product doctrine is distinct in many respects. In 
comparison to the attorney-client privilege which is absolute 
once established, the work-product rule provides qualified 
protection. While the attorney-client privilege attaches to 
the client, work product primarily protects the lawyer in his 
or her preparation for trial. In addition, work product 
protects a broader range of communications and is not as 
easily waived as the attorney-client privilege. Despite the 
differences, however, the overlap between the two is signi-
ficant and issues regarding both commonly are present in 
the same cases. 

A. Statement of the Rule 

The work-product doctrine, first recognized in Hickman v. 
Taylor, 329 U.S. 495 (1947), is now codified in Rule 26(b)(3) 
of the Federal Rules of Civil Procedure and Rule 16 of the 
Federal Rules of Criminal Procedure. Rule 26(b)(3) Fed. R. 
Civ. Pro, provides: 

[A] party may obtain discovery of documents 
and tangible things otherwise discoverable . . . and 
prepared in anticipation of litigation or for trial 
by or for another party or by or for that other 
party's representative (including his attorney, con-
sultant, surety, indemnitor, insurer, or agent) only 
upon a showing that the party seeking discovery has 
substantial need of the materials in the preparation 
of his case and that he is unable without undue 
hardship to obtain the substantial equivalent of the 
materials by other means. In ordering discovery of 
such materials when the required showing has been 
made, the court shall protect against disclosure the 
mental impressions, conclusions, opinions, or legal 
theories of an attorney or other representative of a 
party concerning the litigation. 

A party may obtain without the required showing 
a statement concerning the action or its subject matter 
previously made by that party. Upon request, a person 
not a party may obtain without the required showing a 
statement concerning the action or its subject matter 
previously made by that person. If the request is 
refused, the person may move for a court order. . . . 

Wright and Miller § 2023 at 193, summarizes the effects of 
the rule as follows: 
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(1) defines the class of materials that are 
given protection as.work product, (2) sets out 
the showing required to obtain discovery of work 
product material, (3) gives absolute protection 
to an attorney's mental impressions, legal 
theories, and the like, (4) allows a party to 
obtain a copy of his own statement without a 
special showing, and (5) creates machinery by 
which a person not a party to the litigation"who 
has given a statement concerning the action may 
obtain a copy of his own statement. 

Each of these elements of the work product rule will be 
considered. 

B. Various Aspects of the Work Product Doctrine 

1. Class of Materials; 

Three tests must be satisfied to come within the class of 
materials set out in Rule 26(b) (3). The material must be (a) 
"documents and tangible things;" (b) "prepared in anticipation 
of litigation or for trial;" and (c) "by or for another party 
or by or for that other party's representative." 

a. "Documents and Tangible Things Otherwise Discoverable" 

The work product rule does not broaden the scope of 
discovery beyond Rule 26 (b) (1) of the Federal Rules of Civil 
Procedure, which limits discovery to matters that are "not 
privileged." Accordingly, if materials are not "otherwise 
discoverable," i.e. privileged, then there should be no need 
to consider application of the work product rule. 

The work product rule is further limited in that unlike 
the attorney-client privilege which extends to oral as well 
as written communications, work product applies only to 
tangible objects and documents. See In re Grand Jury 
Proceedings Involving Duffy, 473 F.2d 840, 848 (8th Cir. 1975). 

In protecting only tangible objects the work product 
furnishes no "shield against discovery, by interrogatories or 
by deposition, of the facts that the adverse party's lawyer 
has learned, or the persons from whom he has learned such 
facts, or the existence or nonexistence of documents, even 
though the documents themselves may not be subject to dis-
covery." Wright and Miller § 2023 at 194. See also, Ford 
v. Phillips Electronics Instruments Co., 82 F.R.D. 359, 360 
(E.D. Pa. 1979). In this regard the work product rule is 
the same as the attorney-client privilege., See, Upjohn v. 
United States, 101 S. Ct. 677, 685-86 (1981). 
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b" "Prepared in Anticipation of Litigation or for Trial" 

The test should not be whether the document was prepared 
before litigation commenced, but whether it was prepared because 
of the prospect of litigation. In re Grand Jury Proceedings, 
599 F.2d 1224, 1229, 1231 (3d Cir. 1979). See also, Burlington 
Industries v. Exxon Corp., 65 F.R.D. 26, 42 (D. Md. 1974). 

Thus in Abel Investment Co. v. United States, 53 F.R.D. 
485 (D. Neb 1971), IRS reports that were routinely prepared 
in each case that were not prepared at the direction of the 
attorney who would try the case in the event litigation 
ensued, were held not to be prepared in anticipation of 
litigation and therefore not protected by Rule 26(b)(3). 
In Almaguer v. Chicago, Rock Island & Pacific Railway Co., 55 
F.R.D. 147, 149 (D. Neb. 1972), the court held that statements 
taken by a claim agent soon after a railroad accident were 
in anticipation of litigation, even though litigation was at 
most probable. The court stated that "[t]he anticipation of 
the filing of a claim against a railroad when a railroad 
employee has been injured or claims to have been injured on 
the job, is undeniable, and the expectation of litigation in 
such circumstances is a reasonable assumption." 

It is obvious, therefore, that the courts will follow a 
case-by-case analysis of the factual circumstances to determine 
whether the "in anticipation of litigation or for trial" test 
has been satisfied. This test, therefore, should encourage 
trial attorneys to do whatever possible to ensure that investi-
gative reports or business materials are reasonably classified 
as materials prepared "in anticipation" rather than as part of 
a regular business routine. 

c. "By or for Another Party or by or for That Other Party's 
Representative" 

Rule 26(b) (3) extends the protection of the work product 
rule beyond materials prepared by the attorney to other 
representatives acting on his behalf. The Supreme Court 
explained the rationale for such a rule in United States v. 
Nobles, 422 U.S. 225, 328-39 (1975); 

[T]he doctrine is an intensely practical one, 
grounded in the realities of litigation in our 
adversary system. One of these realities is that 
attorneys often must rely on the assistance of 
investigators and other agents in the compilation 
of materials in preparation for trial. It is 
therefore necessary that the doctrine protect 
material prepared by agents for the attorney as 
well as those prepared by the attorney himself. 
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It should be noted, however, that materials prepared by 
non-lawyers who are acting independently of the trial attorney's 
direction are more likely to be classified as prepared in the 
regular course of business rather than in anticipation of 
litigation. 

2. Showing Required to Obtain Discovery 

a. "Showing of Substantial Need" 

Again, unlike the attorney-client privilege which is 
absolute once established, the work product rule provides 
only qualified protection against disclosure. If the 
opponent's need is substantial enough, the immunity is 
overruled. 

Thus production will be denied if the information can 
be obtained through other discovery methods. That is, the 
mere cost or inconvenience of using other discovery methods, 
is not a sufficient showing to overcome the protection. 
Arney v. George A. Hormel & Co., 53 F.R.D. 179 (D. Minn. 1971). 

Where the witness is either unavailable, or hostile, or 
his memory is inadequate, in comparison, a showing of "sub-
stantial need" may be met. Thus where the person interviewed 
was deceased at the time the information was sought, the court 
in In re Grand Jury Investigation, 599 F.2d 1224, 1231-32 (3d 
Cir. 1979), held a sufficient showing of need had been met. 
See also, In re Fish & Neave, 519 F.2d 116 (8th Cir. 1975). 

Similarly, the hostility of the witness in In re Grand Jury 
Subpoena, 81 F.R.D. 691, 695 (S.D.N.Y. 1979), was held sufficient. 
With respect to the problem of a faulty memory, the court in 
Xerox Corp. v. IBM, 64 F.R.D. 367, 389 (S.D.N.Y. 1974), 
stated as follows: 

A party should not be allowed to conceal 
critical, nonprivileged, discoverable information, 
which is uniquely within the knowledge of the 
party and which is not obtainable from any other 
source, simply by imparting the information to its 
attorney and then attempting to hide behind the work-
product doctrine after the party fails to remember 
the information. 

On the other hand, the court in Almaquer v. Chicago, 
Rock Island & Pacific Railway Co., 55 F.R.D. 147 (D. Neb. 
1972), held that more than a mere passage of time between 
a claim agent's interview of a witness and the taking of 
the witness' deposition was required to show need. 

Generally, then, if alternate means are available to 
obtain substantially the same materials protected by the 
work-product rule, the "substantial need" test has not 
been met. 
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b. "An Inability to Obtain Substantially Equivalent 
Information Without Undue Hardship" 

The "undue hardship" test provides an additional barrier 
to disclosure from a conceptual standpoint, but its require-
ments are often collapsed into the same showing as the "sub-
stantial need" test. 

Thus, if the materials are available through other 
discovery means, "undue hardship" will not be established. 
Dingier v. Halcyon, Lijn N.V., 50 F.R.D. 211 (E.D. Pa. 1970). 
Similarly, the fact that obtaining the information may be 
costly generally will not satisfy the "undue hardship" test. 
Arnez v. Hormel & Co., 53 F.R.D. 179 (D. Minn. 1971). 

3. Protection for an Attorney's Mental Impressions 

Rule 26(b)(3) sets up a higher standard of protection for 
work product consisting of an attorney's "mental impressions" 
than other information. One of the yet undecided issues in 
this area is whether an attorney's "mental impressions" are 
absolutely protected, or are simply given increased protection 
by imposing a heavier burden with respect to the need requirement. 

The Fourth Circuit in Duplan Corp. v. Moulinage et Retorderie 
de Chavanoz, 509 F.2d 730 (4th Cir. 1974), cert, denied, 420 U.S. 
997 (1975), held an attorney's mental impressions to be absolutely 
immune from discovery. 

Other circuits have been more hesitant to provide for 
such an absolute immunity. Thus in United States v. Pfizer, 
Inc., 560 F.2d 326, 336 (8th Cir. 1977), the court refused 
to adopt an absolute rule because there may be some situations 
"where weighty considerations of public policy and a proper 
administration of justice would militate against the non-
discovery of an attorney's mental impressions." Compare, 
In re Grand Jury Proceedings, 473 F.2d 840, 848 (8th Cir. 
1973), where the court held that no showing of necessity 
could overcome the protection of work product which is based 
on oral statements from witnesses. 

More recently the issue was presented in Upjohn v. 
United States, 101 S. Ct. 677 (1981). Although the Court 
expressly declined to decide the issue of absolute immunity, 
it did hold that with respect to mental processes of the 
attorney, "such work product cannot be disclosed simply on a 
showing of substantial need and inability to obtain the 
equivalent without undue hardship." 101 S. Ct. at 688. It 
accordingly reversed the Sixth Circuit's order requiring 
disclosure of mental impressions of the attorney because the 
court* had applied too lenient a standard of need. 
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The courts, therefore, regularly protect the "mental 
processes" of attorneys as incorporated in written materials 
by refusing discovery, ordering in camera inspections of the 
documents, and excising an attorney's mental impressions 
from documents that are otherwise producible. 

4. A Person's Own Statement 

The second paragraph of 26(b)(3) creates an exception 
to the work product rule for a party's own statement. This 
rule is supported by the fairness of giving a party a copy 
of his own statement, particularly where such a statement 
may be introduced as substantive evidence by his opponent as 
an admission. 

A person other than a party may also obtain a copy of 
his or her own statement. This provision does not erase the 
"need" requirement for the opposite party who may be seeking 
disclosure of such a statement, but instead allows the witness 
to make a request for disclosure to him or her. 

5. Machinery for the Non-Party to Obtain a Copy 
of His Own Statement 

Rule 26(b)(3) allows a non-party to obtain a court order 
to require production of a copy of a person's own statement. 
If the request is refused and a court order is required, the 
sanctions of Rule 37(a)(4) apply to the award of expenses 
incurred in compelling production. 

C. Waiver of Work Product Protection 

The less absolute character of the work-product doctrine 
is counterbalanced by the fact that it is less susceptible to 
waiver than the attorney-client privilege. Thus a partial 
disclosure of work product does not require full disclosure 
of all work product prepared in anticipation of litigation and 
disclosure to third persons does not constitute waiver. For 
this reason, waiver of the attorney-client privilege does not 
necessarily entail waiver of work-product protection. Hand-
gards, Inc. v. Johnson & Johnson, 413 F. Supp. 926, 929 (N.D. 
Cal. 1976). 

Thus, for example, "[t]he sharing of information between 
counsel for parties having' common interests does not destroy 
the work-product privilege, during the course of the liti-
gation." Duplan Corp. v. Deering Millikin, Inc., 397 F. Supp. 
1146, 1172 (D.S.C. 1975). To the same effect, the court in 
Transmirra Products Corp. v. Monsanto Chemical Co., 26 F.R.D. 
572 (S.D.N.Y. 1960), stated that "[o]ne could not deny the 
advantages of, and even necessity for, an exchange or pooling 
of information between attorneys representing parties sharing 
such a common interest in litigation, actual or prospective." 
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The work-product rule, as well as the attorney-client 
privilege, may be waived if the documents become evidentiary 
at trial under the Federal Rules of Evidence, such as Rule 
612, pertaining to refreshing a witness's recollection. Thus 
in United States v. Nobles, 422 U.S. 225, 249, n.14 (1975), 
the work product protection was held to have been waived as 
to an investigator's notes of conversations with witnesses 
where the investigator relied on such notes to refresh his 
memory while testifying. 

The above reasoning regarding waiver under Rule 612 also 
would apply to "Rule 613 and 705 [permitting] the court to 
order production of work product material used by counsel . . . 
to examine a recalcitrant or forgetful witness; or which 
forms the basis for expert opinion." McGanney and Seidel, 
"Rule 26(b)(3): Protecting Work Product," in 7 Litigation No. 3, 
24, 26 (1981). 

D. Availability of Mandamus 

Since disclosure may constitute waiver of material 
protected by either the attorney-client privilege or the 
work product doctrine, mandamus has been held available to 
obtain immediate review of interlocutory discovery orders. 
See, Diversified Industries, Inc. v. Meredith, 572 F.2d 596 
(8th Cir. 1977); Pfizer, Inc. v. Lord, District Judge, 456 
F.2d 545 (8th Cir. 1972). 

IV. Conclusion and Practical Suggestions Regarding the 
Preservation of the Attorney-Client Privilege and 
the Work Product Protection 

The attorney-client privilege and the work-product rule 
provide important and significant protection against the 
disclosure of the protected material. 'The liberality of 
discovery rules and the tendency of the courts to favor full 
disclosure, however, requires that the skillfull attorney do 
all that is possible to expand the scope of protection available 
and to avoid waiver. The following suggestions are intended as 
an aid to that effort. 

1. A skillfull attorney will conduct his affairs with 
his clients in such a manner that any advice given that 
is "legal" -in nature appears as such. 

a. A large corporation, for example, with separate legal 
departments would be more advantageously organized to protect 
confidentiality if they were operated as a single department 
with distinct divisions. 

b. Distinguish legal advice from "other advice" by 
clearly indicating wherever possible that it is in fact legal 
advice being sought. 
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c. Insist that any investigation made in connection 
with the giving of legal advice, is directed by counsel, 
rather than other business officers. 

d. In this same regard, counsel should directly hire 
and review the reports of experts and other potential witnesses. 

2. Maintain strict confidentiality when dealing with 
communications received by or for the client. 

a. Consider use of a "confidential" stamp or legend to 
highlight and distinguish attorney-client communications, 
especially in a corporate setting. 

b. In a corporation, limit the distribution of legal 
advice or communications to those who need to know, and 
advise them against reproduction or any wider circulation 
of the materials. 

c. Explain to your client the importance of maintaining 
confidentiality in all attorney-client communications. 

3. Avoid situations that may result in an unintentional 
waiver of the privilege, such as a partial disclosure in a 
deposition or by inadvertantly producing privileged documents. 

4. If you are convinced the material is protectable 
either by privilege or work product, refuse to disclose even 
upon court order until appellate reviews have been exhausted. 

5. Before preparing any materials in anticipation of 
litigation, label the file or include a memorandum to the file 
indicating the probability of any prospective litigation. 
Be aware when this is done that it may initiate the running 
of a statute of limitation in regard to the matter. 

6. Segregate all files or documents subject to protection 
under privilege or work product, and keep track of authors 
and distributors for the purpose of establishing confidentiality 
requirements. 

7. During the course of a deposition or at trial, avoid 
refreshing a witness's recollection with either privileged 
or work product material. 

8. Any formal memorandum of witness interviews prepared 
by counsel should reflect the lawyer's mental impressions and 
trial theories in addition to the factual narrative. In this 
regard, the most accurate record of a witness's anticipated 
testimony such as a tape-recorded interview or a signed 
statement will be the least protected of work product. 

9. When dealing with possible expert witnesses, indicate any 
materials transmitted are being sent in connection with possible 
litigation, and reflects the attorney's thoughts about the case 
and should be held confidential. 
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